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A REVIEW OF BRITISH DECISIONS ON 
TRADEMARK LICENSING 


By Horst H. Werder* 


The recent English decision in 7’. Oertli AG. v. E. J. Bowman 
(London) Ld.’ raises an interesting question concerning the effect 
in Great Britain of a trademark license which has not been re- 
corded in the Trade Marks Office in accordance with the Registered 
User provisions of the Trade Marks Act, 1938.? Although as such, 
the Oertli decision’s importance as a precedent may be arguable, 
it is the latest of a number of decisions which indicate a trend 
away from the doctrine of the Bowden Wire case* according to 
which common law licensing vitiates a trademark.‘ 

The rationale of the Bowden Wire doctrine is that since a 
trademark serves as an indication of origin of the goods, pur- 
chasers are deceived when they buy goods which bear the trade- 
mark but do not originate with the trademark owner. As a result 
the mark no longer serves its historical function and is no longer 
entitled to protection. The British Trade Marks Act, 1905, which 
was in force when the Bowden Wire case was decided, defined a 
trademark as follows:° 


“A ‘Trade Mark’ shall mean a mark used or proposed to 
be used upon or in connection with goods for the purpose of 
indicating that they are the goods of the proprietor of such 
trade mark by virtue of manufacture, selection, certification, 
dealing with or offering for sale.” 


This definition did not admit the guarantee function of a trade- 
mark. 


* Member of the New York bar; associated with Haseltine, Lake & Co., New 


ork. 
1. (1956) R.P.C. 282; reported in “Notes from Other Nations,” 46 TMR 1346. 

2. 1 & 2 Geo. 6, c. 22. 

3. Bowden Wire, Ltd. v. Bowden Brake Co., Ltd. (1913), 30 R.P.C. 45, 580; (1914) 
31 R.P.C. 385. 

4. KERLY’S LAW OF TRADE MARKS AND TRADE NAMES, 7th ed. (1951), at p. 367. 

5. Section 3, Trade Marks Act, 1905. 
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The Oertli decision appears to make a review of the decisions 
rendered since the Bowden Wire case appropriate. 

This trend away from the Bowden Wire doctrine should be 
of particular interest to many American trademark owners with 
business interests in Great Britain. Trademark licensing in Great 
Britain has had statutory sanction since the coming in force of 
the Trade Marks Act, 1938, provided that the licensee has been 
recorded as a so called “Registered User.” Not infrequently, how- 
ever, the owner of a trademark registered in Great Britain and 
used by a common law licensee finds himself in the position of 
having to oppose an application for registration of a conflicting 
mark and of taking steps to prevent its use. In far too many 
cases the trademark aspects of the marketing set-up are not con- 
sidered until it is too late, i.e. when use of a conflicting mark neces- 
sitates counter-measures. The trademark owner is then generally 
advised that in taking action against the infringer, he risks a 
decision holding the trademark vitiated because the licensee was 
not recorded as a Registered User. 

The same problem also arises under different circumstances. 
The British statute’ permits the simultaneous filing of an applica- 
tion for registration of a trademark which is proposed to be used, 
and of an application to register the prospective licensee as a 
Registered User. In the case of a technical trademark, no problem 
exists. Difficulties arise when a trademark consisting of a surname, 
geographical or descriptive expression is involved since it cannot 
be registered unless it has acquired a secondary meaning. The 
evidence filed in the Trade Marks Office to establish secondary 
meaning would disclose use of the mark by the licensee with the 
result that the application will probably be rejected. Import re- 
strictions and the dollar shortage may force the American trade- 
mark owner to utilize a licensee. If another party begins use of a 
conflicting mark, an action for passing-off may fail if the defen- 
dant succeeds in relying on the Bowden Wire ease. To be sure, a 
distributorship or principal-agent relationship may be set up, or 
stratagems employed to disguise the common law license situation, 
but these solutions are not always practical, or are of doubtful pro- 
priety. 


6. Section 29, Trade Marks Act, 1938. 
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The Bowden Wire case presented the following situation: In 
1901 the plaintiff, Bowden Wire Ltd., the owner of a patent for the 
well known BOWDEN wire used in connection with bicycle and motor- 
eycle brakes, organized a subsidiary, Bowden Brake Co., Ltd., the 
defendant in the action, and transferred to it that part of its 
business dealing with bicyele brakes. Until shortly before the 
start of the litigation, in 1913, both companies had substantially the 
same directors. In 1903 plaintiff registered a trademark dominated 
by the word BowpeEN in respect of “brakes for velocipedes” and 
licensed Bowden Brake Co., Ltd. to use the mark for “brakes for 
pedal bicyeles.” In 1904 plaintiff registered the same mark for 
“parts, attachments and accessories (other than brakes) for veloci- 
pedes, ete.” Upon expiration of the patent, and simultaneously 
therewith of the trademark license, Bowden Brake Co., Ltd. con- 
tinued to use the mark on pedal cycle brakes and also began using 
it on motorcycle brakes. Bowden Wire Ltd. sued to restrain Bow- 
den Brake Co., Ltd. from continuing to use the mark. The latter 
defended that the license was ineffective and moved to cancel the 
two trademark registrations. The case ultimately reached the 
House of Lords which decided for defendant and cancelled both 
registrations. In the main opinion, Lord Dunedin commented :’ 


“* ** T think it is free from doubt that the Wire Company really 
vitiated their own Trade Mark as registered. It was an 
attempt to assign a Trade Mark in gross, a thing that cannot 
be done. By registration they affected to tell the public that 
goods in the class and of the description specified, marked with 
the registered mark, were their goods; that is to say manu- 
factured, or at least put on the market by them. But in re- 
ality, with their assent, the mark was in practice, adhibited to 
goods put on the market by them, but manufactured by or 
which were of composite manufacture and put on the market 
by the Brake Company. Therefore, on objection taken, I am 
of the opinion that the registration as it stands must be ex- 
punged.” 


Changed economic conditions and with it greater decentraliza- 
tion of marketing practices ultimately led to acceptance of con- 
trolled licensing through the Registered User provisions of the 
Trade Marks Act, 1938,° enacted as the result of the recommenda- 


7. (1914) 31 R.P.C. 385 at p. 392. 
8. Sections 28-29, Trade Marks Act, 1938. 
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tions of the Report of the Goschen Committee.? However in 1930 
there was already recognition of changed business conditions in 
the Radiation” case in which the Bowden Wire case was distin- 
guished. An application for registration of the trademark rapia- 
TION was opposed on the ground that use of the mark had not been 
by applicant but by various associated companies which had been 
licensed and that therefore the mark had been vitiated. The 
Tribunal distinguished the situations by pointing out that in the 
Bowden Wire case “each of the companies was independent of the 
other in so far as the manufacture and marketing of its goods was 
concerned” whereas “‘[h]ere the Applicants controlled not only the 
general policy of the associated companies but the design and 
quality of the goods.” The Tribunal also noted that “there is no 
evidence that the use of the mark * * * has ever led to any material 
confusion or deception.” The Tribunal then proceeded to pierce 
the corporate veil, to use a well-worn cliche, stating that :” 


“Tf the associated companies * * * although trading sep- 
arately, had been branches of a single company or firm, the 
head office of which controlled the branches in the same way 
as the Applicants control their associated companies, there is, 
I think, no doubt that a trade mark could properly be held by 
the company or firm as a whole, and I think that, treating the 
question as a practical one, I ought not to say that the form 
or constitution of the Radiation group of companies is such 
as to prevent Applicants from holding a trade mark which in- 
dicates the connection of the whole group of companies with 
the goods to which it is applied.” 


The Tribunal could only distinguish the Bowden Wire case 
since it could not overrule a House of Lords decision. The dis- 
tinction is a subtle one, however. In the Bowden Wire case, for 
example, the two companies were related also, at least until shortly 
before the repudiation of the license. Of interest is the Radiation 
Tribunal’s indication that material confusion or deception would 
have to be shown to vitiate the mark. 

Of even greater interest is the Privy Council’s decision, in 
1933, in J. H. Coles Proprietary Ltd. (in liquidation) v. Need.” 


. Report of the Departmental Committee (1934). 

. Radiation, Ltd.’s Application (1930), 47 R.P.C. 37. 
(1930) 47 R.P.C. 37 at p. 43. 
(1933) 50 R.P.C. 379. 
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The case came before the Privy Council on appeal from the High 
Court of Australia. Plaintiff, the owner of several stores, had li- 
censed the use of its name to defendant, the goods sold in licensee’s 
store to be supplied by the licensor. Due to the licensor’s inability 
to supply all goods, the licensee purchased goods elsewhere. Ul- 
timately goods from sources other than the licensor substantially 
exceeded those supplied by it. The license was continued in the 
expectation that the licensor would again be able to fulfill its ob- 
ligations, but finally the license was terminated. When the former 
licensee continued to use the trade name, however, it was enjoined 
from doing so by order of the Chief Justice of Victoria. The 
Court of Victoria upheld the injunction but on appeal the High 
Court of Australia, citing the Bowden Wire case, reversed the 
decision on the ground that plaintiff’s conduct in licensing its 
trade name did not entitle it to equitable relief. The Privy Coun- 
cil reversed the High Court of Australia and upheld the license, 
stating :** 

“*** the license in its inception was properly issued because 
it was intended that the respondent should only vend goods 
emanating from the appellant; the trade names of the appel- 
lant could therefore be properly applied both to the goods and 
to the business in which the goods were sold, since for this 
purpose it is immaterial whether the goods were sold by the 
appellant’s shops or in shops owned by licensees such as the 
respondent. * * * Their Lordships know of no authority which 
justifies the holding that in such circumstances as these the 
respondent should not be prevented from not only infringing 
the appellant’s rights, but also from deceiving the public.” 


The Coles case can be distinguished from the Bowden Wire 
ease on the ground that in the former a trade name and in the 
latter a trademark was licensed. In addition, an Australian statute 
gave support to plaintiff’s position. A differentiation between a 
trademark and a trade name appears artificial, however, in view 
of the consideration which the Courts give to the question of public 
interest: Is or will the public be deceived. The Privy Council 
could have invoked the Bowden Wire doctrine, as urged by Counsel 
for the licensee. But it did not do so. It should be noted that in 
appeal cases the Privy Council consists of the Law Lords who 


13. (1933) 50 RB.P.C. 379 at p. 387. 
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constitute the House of Lords on appeal from Courts of the United 
Kingdom. It is not unreasonable to conclude, therefore, that had 
the Bowden Wire case arisen in 1933 a different result might have 
obtained. 

The enactment of the Trade Marks Act, 1938, the statute in 
force today, as a result of the recommendation of the Goschen 
Committee alleviated the situation considerably. The recognition 
of the guarantee function of a trademark in addition to its function 
as an indication of origin is reflected in the new definition of a 
trademark, namely :* 


“A ‘Trade Mark’ means, except in relation to a certifica- 
tion trade mark, a mark used or proposed to be used in rela- 
tion to goods for the purpose of indicating, or so as to indicate, 
a connection in the course of trade between the goods and some 
person having the right either as proprietor or as registered 
user to use the mark, whether with or without any indication 
of the identity of that person * * * .” 


The Registered User provisions of the new Act sanctioned the 
licensing of registered trademarks if the arrangement is re- 
corded in the Trade Marks Office and if the relationship between 
licensor and licensee is fully disclosed to the Registrar and that the 
latter is satisfied with the licensor’s control over the use of the 
mark in connection with the goods. 

Since the Registered User legislation was in derogation of 
the common law (if one can overlook the Radiation case and the 
Coles decision which for procedural and factual reasons cannot be 
taken to overrule the Bowden Wire case) any departure from the 
sanctions of the Statute should normally be considered as being 
fatal to the mark so licensed. After all, except in the case of a 
proposed non-technical trademark, there is no justification for not 
complying with the Statute. 

Under these circumstances, the Court of Appeal’s 1948 deci- 
sion in Aktiebolaget Manus v. R. J. Fullwood and Bland, Ltd.** is 
of the greatest interest. Plaintiff, a Swedish company, had regis- 
tered a trademark dominated by the word Manus in respect of a 
milking machine on which it held patents. Prior to the outbreak of 


14. Section 68, Trade Marks Act, 1938. 
15. (1948) 66 R.P.C. 71. 
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World War II, defendant had imported the machines from Sweden. 
As a result of the war, defendant was unable to import the machines 
and consequently manufactured the machines in England under 
a patent license which provided also that the machines should be 
marked manus. Defendant was not registered as a Registered User. 
The purpose in giving the licensee the right to use the trademark 
MANUS was to keep licensor’s name and good will alive in the 
English market notwithstanding the war. After the war, normal 
relations between the parties could not be reestablished, the defen- 
dants claimed the right to continue to apply the name manus to 
machines of their own manufacture, and ultimately the Swedish 
company sued for passing-off and trademark infringement. The 
defendant counterclaimed for cancellation of the Manus registra- 
tion or for an order for a disclaimer of the word manus from the 
registration. In upholding the lower Court’s decision for plaintiff, 
Evershed, L. J. stated the following in the principal opinion :** 


“Nor has any authority been cited which in my judgment lends 
[the defendant’s] position any support. Mr. Beney and Mr. 
Mould have prayed in aid the language of Lord Dunedin in 
the Bowden Wire case (31 R.P.C. at pp. 393, 394) and the 
decision of Eve, J. in the Gledhill case (28 R.P.C. p. 429 
affirmed by the Court of Appeal at 228 R.P.C. p. 714). In the 
Bowden ease (on which the defendants have also relied in their 
argument upon the trade mark issue) the Plaintiffs in the 
action, having transferred to the Defendant part of their man- 
ufacturing business, then granted to the Defendants for a term 
of years a license to use a trade mark relating to the business 
transferred. The Defendants used the mark accordingly for 
a number of years with the full knowledge and approval of 
the Plaintiffs, and in the circumstances it was held that at the 
end of the term the Plaintiffs had lost their right to the mark. 
In the present case the so called ‘License Agreement’ of 1940 
was not a license for the use by the Defendants in connection 
with their own business of the Plaintiffs’ registered trade 
mark. It was an agreement whereby as a term of the grant of 
the license under the Plaintiffs’ then existing patent, the De- 
fendants were obliged to attach to the Plaintiffs’ name manus 
to milking machines to be made by the Defendants in accor- 
dance with the Plaintiffs’ design for the purpose in fact of 
keeping that name and Plaintiffs’ goodwill alive in England 


16. (1948) 66 R.P.C. 71 at p. 76. 
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in spite of the war; and as regards the post-1941 period it is 
the essence of their case that the Defendants’ conduct in re- 
gard to the name which they had previously been bound by 
agreement to use and thereby to preserve in England for the 
Plaintiffs’ benefit, was without the knowledge as well as the 
approval of the Plaintiffs. On its facts therefore, the Bowden 
case seems to me so far removed from the present as to provide 
no assistance whatever to the Defendants; nor do I find any 
general propositions laid down by Lord Dunedin which support 
the argument of the Plaintiffs [sic] in this court.” 


Defendant’s contention that plaintiff could have registered 
it as a Registered User was dismissed with a statement that it was 
“very far from clear [that] the Defendants would ever have con- 
sented to fill the role of Registered Users.” The Court’s easy dis- 
missal of Defendants’ contention that all might have been well had 
it been recorded as a Registered User is probably due to the 
Court’s desire not to permit the defendant to benefit from its own 
wrongdoing. How the Court felt about the situation is evident 
from the concurring opinion of Lord Greene, the Master of the 
Rolls, dealing with Counsel’s objections to the Trial Judge’s 
description of Defendant’s conduct as “piratical”: 

“It is right to point out that the learned judge’s conclu- 
sions are not in any sense based on any suggestion of dis- 
honesty * * * ; but * * * I cannot help saying that in my 
opinion, the claim of the Defendants shows a quite remarkable 
inability to recognize what appears to me to be as shabby 
morally as it is legally indefensible.” 


As Mr. Hugh Fletcher Moulton commented,” “[i]t would 
appear at first sight that there was a strong similarity between the 
circumstances of the two cases [i.e. the Bowden Wire case and the 
Manus case] but in the Aktiebolaget Manus case four judges have 
found that one has no bearing on the other. The chief point of dis- 
tinction seems to have been that the object of the trademark propri- 
etors in requiring the licensees to mark the goods manus was to 
keep the name before the British public. It is, however, difficult to 
see how this would affect the result on the public of the application 
of the named goods with which the trademark proprietors had no 
connection. A second point of distinction suggested was that the li- 


17. Recent British Decisions in Trade-Mark Cases (1952), 42 TMR 188 at p. 197. 
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cense was not to use a trademark but only the name of the pro- 
prietors, viz., MANus, but this distinction is rather subtle seeing that 
the Court held that the use of this name MaNus was an infringement 
of the trademark.” 

A realistic appraisal of the Manus decision is probably that 
since Evershed, L. J. could not overrule the Bowden Wire case, 
he did the next best thing, namely to base his decision on the more 
imagined than real difference in the facts. 

The 1956 decision in 7. Oertli AG. v. E. J. Bowman (London) 
Ld.,* is the latest judicial consideration of the problem. Plaintiff, 
a Swiss corporation, owned a patent for mixing machines and had 
registered the trademark turmix for mixing machines. In 1948 
plaintiff granted an exclusive license to another company to sell 
the TURMIx machines in the United Kingdom on a royalty basis. 
Because of manufacturing difficulties the license was taken over 
by defendant, or, as the judge put it, plaintiff “was prepared to 
accept vicarious performance” by defendant of the original licen- 
see’s obligations. There were considerable sales of the Turmrx 
machines but in November 1949 plaintiff terminated the agreement 
on the ground of non-payment of royalties. Defendant then con- 
tinued to sell rurmix machines at least until April 1950, when it 
adopted the trademark Macrmtx. Some of the macrmrx machines 
had been made during the license period and the trademark TurmMix 
was deleted by affixing macrmrx labels over it. These labels were 
affixed so insecurely that they were bound to come off and to reveal 
the TuRMIx mark. Defendant continued to use the legend rurmrix 
Sales & Service E. J. Bowman (London) Ld. The advertising of 
the MaGiImiIx machine indicated that it was a new model TuRMIx 
machine. Plaintiffs sued for passing-off and conspiracy to deprive 
it of its business and good will. The conspiracy count was dis- 
missed but the Court held for plaintiff on the passing-off issue. In 
the course of the argument Counsel for defendant contended that 
there was no infringement since the good will and the mark be- 
longed to defendant. To this the Court replied :*® 


“T must say that that strikes me as a very startling propo- 
sition because after all, perhaps the most essential feature of 


18. (1956) R.P.C. 282. 
19. (1956) R.P.C. 282 at p. 286. 
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passing-off is that the public should not be deceived, and it 
would be a very extraordinary thing if the licensee, using a 
trade name [sic] under the license, could, when the license 
came to be determined, say that the property in the trade name 
[sic] was his because he had really created the goodwill, with 
the result, I suppose, that he could compete with the licensor 
without any regard to the fact that the license has terminated, 
whereby the public would certainly be confused. * * * Clearly 
during the license period Bowmans could acquire no right to 
use the name TuRMIx independently of the license.” 


Implicit in the decision is that common law licensing did not de- 
stroy the mark and that the good will created as a result of defen- 
dant’s licensed use inured to the plaintiff. Although neither the 
parties nor the Court referred to the Bowden Wire case” or the 
Registered User provisions of the Trade Marks Act, 1938, the 
Court indicated that, as under the Statute, the good will created as 
a result of use of the mark by a common law licensee inured to the 
benefit of the licensor. 

Reference should also be made to the decision of the High 
Court of Justice, Chancery Division, in Actomin Products Ld.’s 
Application to Rectify the Register of Trade Marks.** The owner 
of a registered trademark sought to cancel the registration of its 
licensee as a Registered User on the ground that the licensee had 
not lived up to the provisions of the license agreement. The trade- 
mark owner claimed that the licensee had not spent the required 
amount on advertising of the products bearing the mark. The evi- 
dence before the Court disclosed that there were two agreements 
between the parties, only one of which had been submitted to the 
Trade Marks Office with the application to record the licensee as 
a Registered User. The Court stated the following :” 


“No satisfactory reason was given for the disparity between 
the obligation in fact entered into, and the reference to it in 
the document prepared for submission to the Registrar upon 
the application for registration of the Respondents as users. 
If the requirement as to advertising is to be regarded as suf- 


20. The court did quote with approval from the Manus case, ((1956) R.P.C. 282 
at p. 287) however, so that it could perhaps be concluded that the court disregarded 
the Bowden Wire case deliberately since the Bowden Wire case is distinguished in the 
Manus case. 

21. (1953) 70 R.P.C. 201. 

22. (1953) 70 R.P.C. 201 at p. 204. 
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ficiently important to justify the intervention of the Registrar 
upon breach, the failure to inform him of its true nature and 
extent, or rather the successful attempt to misinform him * * * 
becomes wholly inexcusable * * * I can find no reason for en- 
couraging such failure. The admissions by applicants’ wit- 
nesses make it evident that, unless and until full particulars of 
the relationship between these parties are disclosed to the 
Registrar, and the correct conditions and restrictions on ad- 
vertising brought to his notice, it is impossible for him to be 
fully aware of the true ambit of the permitted use. For this 
state of affairs the Applicants, as the parties responsible for 
supplying the accurate particulars under statutory declara- 
tion, cannot evade responsibility, and this constitutes a further 
reason for rejecting this application.” 


The decision is of interest here primarily because of what the 
Court did not do. The Court took the position that it will not help a 
party which comes into Equity with unclean hands. It would ap- 
pear, however, that the Court could have gone further and held the 
Registered User application invalid, and the mark vitiated because 
it had been licensed at common law. This the Court did not do. It 
left the parties to their own devices; and apparently they were 
permitted to correct the Registered User registration to reflect the 
true facts. 

In view of these decisions it appears appropriate to ask: How 
much life is there still in the Bowden Wire decision? 

Since the Coles case dealt with a problem Australian in origin 
and involved an Australian statute, it can probably be considered 
important only as being representative of a change in trademark 
thinking at the apex of the English Judiciary—in spite of the fact 
that the case involved a trade name rather than a trademark. 

The Radiation and Manus cases distinguished the Bowden 
Wire case on the facts. The Oertli decision does not even mention 
the Bowden Wire case and skirts the license problem. The Radia- 
tion decision was by a Patent Office Tribunal, the Manus and 
Oertli decisions by courts, which could not overrule the House of 
Lords. The most that can apparently be said, therefore, is that the 
Courts tend to take a more liberal view in dealing with situations 
involving trademarks, the licensed user of which has not been re- 
corded as a Registered User, and that they are strongly influenced 
by conduct of the licensee which amounts to unfair trading. The 
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Courts appear to favor that aspect of public policy which calls for 
protection of the proprietary interests of the trademark owner 
against unfair trading over the public policy which calls for pro- 
tection of purchasers against the use of marks which may mislead 
unless, apparently, confusion is proved. 

It can be argued, however, that the Bowden Wire decision of 
the House of Lords is cited for too broad a proposition. Lord 
Dunedin in the principal opinion*® speaks in terms of an “assign- 
ment in gross.” The trademark owner, however, purported to give 
a license.** 

It has also been argued that regardless of whether there was 
an assignment or a license, the crucial words in Lord Dunedin’s 
opinion are the words “in gross.” In the light of the report of the 
Goschen Committee there is much that can be said for this view. 
On the other hand, plaintiff was able to control the use of the mark 
through its patent, and until shortly before the institution of suit, 
both, plaintiff and defendant, had substantially the same directors. 
Nevertheless the House of Lords refused to pierce the corporate 
veil as the Tribunal did later on in the Radiation case. 

It may therefore not be entirely unjustified to speculate 
whether the Bowden Wire decision cannot be explained on the 
ground that the evidence showed actual confusion in the trade. 

Such a rationalization would restrict the Bowden Wire doc- 
trine to the proposition that a license in gross, i.e. a license of a 
trademark without control over its use by its owner, is bad. The 
case could then be ignored because under the Trade Marks Act, 
1938 trademark licensing is upheld only if the licensor maintains 
adequate control over the use of its mark in connection with the 
goods. 

It should also be noted that Bowden Wire, Ltd. had sold its 
pedal brake business to Bowden Brake Co., Ltd. before it obtained 
its two trademark registrations. The question arises, therefore, 
whether the registration covering “brakes for velocipedes” was 

23. (1914) 31 R.P.C. 385 at p. 392. 

24. It is interesting to note that Section 87 of the Patents, Designs and Trade 
Marks Act of 1883 which was in force at the time of the grant of the right to use the 
BOWDEN mark, provided, as pointed out by the Trial Court, that “the registered pro- 
prietor of a Trade Mark, shall have power to assign, grant licenses to, or otherwise 
deal with the same, and to give effectual receipts for any consideration for such assign- 
ment, license or dealing.” (30 R.P.C. 45 at p. 50) The Court of Appeals did not con- 


sider the section relevant because the mark had been used so as to have “a tendency to 
deceive”. (30 R.P.C. 45 at p. 50) 
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validly obtained in the first place. It can be argued that, having 
divested itself of the pedal brake business, Bowden Wire Ltd. 
could have no good will in the mark for such goods and licensed 
what it did not own. 

These considerations do not, however, solve the problem of the 
owner of a mark which is not prima facie registrable, but who 
has no means of using his mark except by entering into a license 
arrangement. This problem can be solved, it is submitted, by an 
amendment of the Trade Marks Act, 1938 permitting the recordal 
in the Trade Marks Office of the licensee of a common law trade- 
mark if the Registrar is satisfied with the licensor’s control over 
the use of the mark, and providing that such licensed use inures to 
the benefit of the licensor. 
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THE SEVEN BASIC PROGRAM PROPERTIES 


By Richard Wincor 


The author is Counsel and Vice-President of ShellricK Corporation, owners and 
producers of “Caesar’s Hour” on television and engaged in other theatrical activities. 
An earlier article by Mr. Wincor titled “Some Trademark Reflections upon Dramatic 
Sequel Rights” appeared in the November 1954 issue of The Trademark Reporter. 

Although the present article does not deal with problems of trademark protection 
per se, it presents a rather novel approach with regard to the possibility of protecting 
so-called “program marks”. As sponsors, producers or counsel to advertisers on many 
of today’s television shows, we believe many of our readers will recognize the impor- 
tance of the interesting questions raised by the author.—ED. 


What stuff is drama made of? This sticky question, once 
the plaything of drama critics, has become a torment for whole 
legions in the communications field since television wedded show 
business and advertising scarcely a decade ago. In earlier times 
entire plays were the usual subject matter of commercial traffic. 
Then came “motion picture rights”, but the complete script was 
still what flowed from one medium to another as an adaptation. 
Television, however, has changed things. 


What happens now with increasing frequency is that plays 


and programs are being dismembered and their extricable seg- 
ments sold or licensed, as when a character is extracted from 
a show and worked into a new series involving different stories. 
Side industries, such as character merchandising for a com- 
mercial tie-in, enlarge the trend. And nobody quite knows who 
owns what. 

The classic “copyright” protects essentially the specific treat- 
ment of the entire work, and not much more. The “unfair compe- 
tition” doctrine makes litigation possible for various mischief 
but affords no certainty, no feeling of ownership that business 
people require and sometimes enjoy symbolizing by registration. 
In short, an industrial revolution has caught the trade without 
doctrines, and new forms of property are coming to exist without 
name or classification. Nevertheless networks, package producers 
and other dealers in literary property buy vaguely worded quit- 
claims to material whose nature has not been analyzed and which 
may even be in the public domain. 

The first task is to analyze these new independent valuables 
in theatrical terms. Characters, titles, program formats and other 
elements are being treated as something in their own right. If 
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they are to be protected by law we must first know what they 
are. With that accomplished, it may be possible to suggest some- 
thing closer to trademark protection than to copyright. Agree- 
ments with the Writers Guild of America, which divide ownership 
of “extricable material” between the writer and the user of 
script material, foreshadow the trend without calling it by name. 

As one illustration of the problem, consider Sherlock Holmes. 
What is he? Suppose he abjured the phrase, “Precisely, my dear 
Watson”, or eschewed the fiddle, or botched a clear third of 
his cases. Would he still be Holmes? The answer might be im- 
portant to a hypothetical Vice-President In Charge of Over-The- 
Horizon Color Programs who wanted to buy Holmes, or his 
modern counterpart, for a series. As things are now, however, 
the pig-in-a-poke sale is a great favorite. This is unfortunate, 
since high stakes are involved. 

Accordingly, and with the chief aim of promoting study of 
new properties rather than characterizing their legal status, it 
is suggested that there are seven basic properties in material 
written for public performance and that each must be identified 
by what the audience recognizes as its dramatic essence. The 
dramatic essence is the irreducible element that makes them 
want more, something the audience recognizes in new surround- 
ings either by repetition or by the vitality of its distinctive first 
impact. In the examples that follow there will be references 
to books as well as scripts and to public domain material as 
well, since the search for dramatic essence is really a crabbed 
anatomy of literature. “Carving it up” is not edifying aestheti- 
cally but there is no other way. 

Now to the seven categories, where angels fear to tread. 


1. Complete Works 


This is the classic category and suggests “Macbeth” (if one 
is “Macbeth” minded) or “The Alchemist” (if one isn’t). The 
degree in which both parts of a “Henry IV” comprise a single 
entity is a scholar’s toy and the one point of real interest here 
is that making different versions of a show does not remove it 
from this category. Paddy Chayefsky’s “Marty”, in its trans- 
formation from teleplay to motion picture, remained “Marty” 
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in property terms. Translated into Japanese it would still be 
“Marty” even if they called it “Maruti San”, as they are wont 
to do. Similarly in Asian vein “The Jazz Mikado” is “The 
Mikado” with changes in music. And the hand of Shaw gave 
“My Fair Lady” much of its magic. 

While “The Caine Mutiny”, “Bonjour Tristesse” and other 
successful books traditionally go to the screen, television parodies 
of screenplays also may be considered independent complete 
works. Sid Caesar’s sketch suggested by “From Here To Eter- 
nity”, which was called “From Here To Obscurity”, is a classic 
in its own right rather than an adaptation. In a different way 
the production numbers from “Jack And The Beanstalk” could 
be exploited separately if agreed to and a train sketch involving 
Hermione Gingold and Billy de Wolfe was taken from a revue 
and done on television. 

Essentially though, all of the works mentioned are ends in 
themselves. Each tells its own story, sometimes in the context 
of a larger story and sometimes in a different language or 
medium. But the play’s the thing, and the show or sketch itself 
is the dramatic essence that audiences recognize. 


2. Dialogue 


This second category is the field of specific “bon mot”. Rarely 
does it have independent value and yet figments from Wilde 
and Shaw, among others, conceivably could make good readings 
outside the context of the play vehicle. A passage from Con- 
greve’s “The Way of The World”, Act IV, Scene I, has received 
universal plaudit, almost as an end in itself in discussing 
marriage : | 


Mirabell: “Have you any more conditions to offer? Hitherto 
your demands are pretty reasonable.” 


Mrs. Millament: “Trifles!—As liberty to pay and receive 
visits to and from whom I please; to write and receive 
letters, without interrogatories or wry faces on your part; 
to wear what I please; and choose conversation with regard 
only to my own taste; to have no obligation upon me to 
converse with wits that I don’t like, because they are your 
acquaintance: or to be intimate with fools, because they 
may be your relations. Come to dinner when I please; dine 
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in my dressing room when I’m out of humor, without giving 
a reason to have my closet inviolate; to be sole empress 
of my tea-table, which you must never presume to approach 
without first asking leave. And lastly, wherever I am, you 
shall always knock at the door before you come in. These 
articles subscribed, if I continue to endure you a little longer, 
I may by degrees dwindle into a wife.” 


If it seems far-fetched that great lines in themselves may 
have economic value, put Congreve aside and consider, “Throat- 
wise, it’s delicious.” This witty prose, from a distinguished play- 
let, proves the point. A phrase can be a dramatic essence. 


3. Characters 


In many cases the characters make or break a play. If they 
make it, one or more of them may reap financial harvest for its 
owner in new stories and other media. But what is the dramatic 
essence of a fictitious person, animal or inanimate object with 
entertainment value? 

At this point it is worth mentioning that humans have no 
monopoly on affording divertissement for profit. Lassie and 
Rin-Tin-Tin do pretty well, and Lois Lenski’s Little Engine has 
amused the moppet brigade for some time. So has Davy Crockett, 
part real and part legend. And Rumpelstiltskin’s track record, 
for a gnome, would be hard to beat. 

Burrowing deeper into this unfathomable pit, let us see 
how far a name and physical description take us. The name is 
Crab, and his person is unforgettably described by Smollett in 
ch. VII of “Roderick Random”: 


“This member of the faculty was aged fifty, about five 
feet high, and ten round the belly; his face was capacious 
as a full moon, and much the complexion of a mulberry; 
his nose, resembling a powder-horn, was swelled to an enor- 
mous size, and studded all over with carbuncles; and his 
little grey eyes reflected the rays in such an oblique manner, 
that, while he looked a person full in the face, one would 
have imagined he was admiring the buckle of his shoe.” 


Crab sounds like a “fun guy”. One yearns to meet him, but 
he is not a character, somehow, even on the strength of such 
a vivid description. More is needed. 
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The missing ingredient, seen in its most embryo form, 
appears in this vignette from Act I, Scene I of Farquhar’s “The 
Beaux’ Stratagem”: 









Aimwell: “You’re my Landlord, I suppose?” 


Boniface: “Yes Sir, I’m old Will. Boniface, pretty well 
known upon the road, as the saying is”... 





Aimwell: “OQ Mr. Boniface, your Servant.” 


Boniface: “O Sir, What will your Honor please to drink, 
as the saying is?” 











Now, suddenly, a character takes shape. A tone deaf blind 
man in the audience will spot Boniface every time by the phrase, 
“as the saying is”. The device is as elemental as a distinctive 
name; every schoolboy knows Horner and Pinchwife in Wycher- 
ley’s “The Country Wife”. Something is there, but so little that 
it may be no more than public domain. We turn to richer stuff. 

Dickens is the boy for characters. Any “Pickwick” lover 
can spot Jingle a mile off; here is a sample from ch. IT: 
















“Terrible place-dangerous work-other day-five children- 
mother-tall lady, eating sandwiches-forgot the arch-crash- 
knock-children look round-mother’s head off-sandwich in her 
hand-no mouth to put it in-head of a family off-shocking, 
shocking! Looking at Whitehall, sir?-fine place-little window- 
somebody else’s head off there, eh sir-he didn’t keep a sharp 
look-out enough either-eh sir, eh?” 









Jingle is all hyphens and lies run breathlessly together. Then 
there is angry little Captain Boldwig (ch. XIX): 





“Wheel him to the pound; and let us see whether he calls 
himself Punch when he comes to himself. He shall not bully 
me, he shall not bully me. Wheel him away.” 






Boldwig is all splenetic repetition. Or take the vulture-like 
Vholes in “Bleak House” (ch. LX): 






“How do you find Mr. C looking, Miss Summerson?” 
“He looks dreadfully ill. Dreadfully anxious.” 
“Just so,” said Mr. Vholes.... 

“That can do little for an unhappy mind”, said I. 
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“Just so,” said Mr. Vholes ... Mr. Vholes, with a noiseless 
cough—or rather gasp—into one of his black gloves, inclined 
his head as if he did not wholly dispute even that.” 


Not the words “Just so” but their echo from the grave, not 
the black gloves but the claws behind them make Vholes a vivid 
portrait. Were it the phrase itself, it would belong in the second 
category. 

And yet black gloves, or something less macabre but equally 
distinctive, can make a character memorable. The three-dimen- 
sional figurines of animals sold with Beatrix Potter books can 
be recognized, though mute. Ironically, the more titanic figures 
of Falstaff and Hamlet are harder to identify; they transcend 
distinctiveness and become generic. Falstaff “is not only Riot, 
but Repentance” (Dover Wilson, “The Fortunes of Falstaff,” 
p. 32). Hamlet is Oedipus (Ernest Jones, “Hamlet and Oedipus”). 

Getting back to audience recognition let us recall some old 
and newer classics. Mrs. Malaprop, in Sheridan’s “The Rivals,” 
Act III, Scene ITI, has this to say: 


“There, sir, an attack upon my language! What do you 
think of that?-an aspersion upon my parts of speech! was 
ever such a brute! Sure, if I reprehend any thing in this world 
be it the use of my oracular tongue, and a nice derangement 
of epitaphs!” 


The precise words are not vital, but the style is; Malapropism 
has become a word in the English language. Other style phrases 
are Sid Caesar’s “I’m in danger” from the character Cool Cees 
who became Progress Hornsby, and Kenny Delmar’s Senator 
Claghorn japes ending with “That’s a joke son”, from radio days. 
Harry and Bert Piel are distinctive on television and Gleason’s 
“Away we go” phrase and pose actually were registered in the 
U.S. Patent Office as a service mark. 


Summing up, a character becomes invested with property 
attributes when something distinctive, usually a phrase or style 
of expression, makes for audience recognition. If there is too 
little of that there is only a stereotype. If there is too great 
depth there may be Everyman. Boniface and Hamlet are the 
two opposite poles. In between are the characters, really carica- 
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tures with distinctive “humours”, who can be extracted from 
the show and developed separately. 

The dramatic essence of a character varies in each case. 
It will not be a particular epigram but a style of speaking which 
reflects a style of thinking; not a specific black glove or yellow 
plume but a mode of dress; in each case it will tell us by short- 
hand what the character is like. If such a character is (a) identifi- 
able by, and (b) pleasing to an audience, its owner is very much 
in the ball game, as the saying is. 


4. Plots 


Examination of this category suggests that the narrow con- 
cept of plot as confined to specific story line wants revision. 
One could find Cinderella, Sleeping Beauty, even the more sophis- 
ticated Figaro structure in many stories and point to it as the 
dramatic essence in each case. Doing so, however, might work 
injustice to the ingenious architects of mystery and suspense 
plots that are associated with such names as Buchan, Christie 
and Hitchcock. “Operation Cicero” and “The Man Who Never 
Was” are examples of valuable plot structure, whether founded 
on true fact or not. The intricacies of plot, however, deserve 
better than confinement to a few “thrillers”. 

An example of plot structure in the larger sense is Dickens’ 
classic, “A Christmas Carol.” This seasonal favorite can be 
traced to the Gabriel Grub story in “Pickwick Papers,” where 
a drunken sexton who despises Christmas is carried off by goblins 
and redeemed through some rather rough treatment. The “Carol,” 
however, derives from a tradition of grander plot than the sexton’s 
cheerless tale. 

Drama derives largely from old festival rites that celebrate 
the return of spring and its life-giving magic after a barren 
winter. An attempt has even been made to trace basic elements 
in these antique rituals, including the mock death and cure of 
a sun-hero aided by a magician doctor, into Shakespeare’s last 
plays, especially “The Tempest.” (Author, Shakespeare’s Festival 
Plays, Shakespeare Quarterly, Oct. 1950.) The folk play survives 
to this day and is the subject of a mystery novel by Ngaio Marsh 
called “Death Of A Fool.” 
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Despite the presence of basic plot elements the folk play 
in England discloses, in primitive form, how a small change makes 
a big difference. Mr. E. K. Chambers’, “The English Folk Play,” 
pp. 50-52, contrasts one version of the “doctor’s” cure with a 
variant. One goes: 


“Twenty pounds down is my fee, 
But half of that I’ll take from thee, 
If it is St. George’s life I save 
That sum this night from you I crave.” 


This is the rah-rah approach which has undertones of a talent 
negotiation. The Weston-sub-Edge version is more cynical: 


“Five pounds Martha. Thee being 
an honest woman, I’ll charge thee ten.” 


Coming back to Dickens, “A Christmas Carol” is not only 
Gabriel Grub done over, but a superlative purge ritual in ‘which 
Scrooge, the antagonist of Yule, is purged by spirit-doctors and 
is spiritually reborn in his own springtime after a mock death 


and cure. 

It follows that story outline is not the whole plot. One critic, 
Polti, contended there are only thirty-six dramatic situations, 
such as “16th B-Disgrace Brought Upon Oneself Through Mad- 
ness: Aeschylus’ “‘Thracians’; Sophocles’ ‘Ajax’; to some extent 
‘Saul’ (Gide).” But to say this is to equate, analytically, the 
rude folk play with “A Christmas Carol” or “From Here To 
Eternity” with its parody “From Here To Obscurity”. 

The dramatic essence of a plot, then, is more than story 
line or sequence of events. It is also point of view and audience 
reaction. Any small but distinctive change may create a new plot 
with commercial value. Whether one deals in Christmas rituals 
or spy stories or parodies the total impression must be a factor. 


5. Names and Formats 
This category lies on the periphery of identifying symbols 
but in any realistic commercial view it is much more. It was 
earlier shown that valuable play characters are more than names; 
Mrs. Malaprop, for example, would be a “property” even if her 
name were Noakes, or Stoakes, or Pickwick. However the word 
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Malaprop has value too, as do the words “Omnibus” and “The 
Man In The Grey Flannel Suit.” At some time or other such 
words are worth dollars, or pounds, or (postulating suitable 
translation) lire. 

The potent force of names has obsessed mankind from 
Tetragrammaton and JHWH which Milton and Graves treat as 
mystic utterances to the trademarks cherished by advertisers. 
Similarly the old NBC chimes and theme music from “Amos n’ 
Andy” built up substantial value and can be conceived as prop- 
erties with such words as “Your Show of Shows,” Eurovision 
and the like. Primarily they identify but it is quite plausible that 
they might, subject to any legal restrictions, be split off and sold 
or licensed independently. 

Program formats, even more than names and theme symbols, 
identify and entertain at the same time. “$64,000 Question” with 
its bank officer and other trappings is a distinctive property 
which has found its way to London and Las Vegas in modified 
form. “$64,000 Challenge” is its offspring. Call either by another 
name and there will still be audience recognition of the property. 

The dramatic essence of a title, name or format might be 
anything from the use of key words to a musical crescendo 
synchronized with the climax of a quiz show. Assuming audience 
recognition, such elements may be outside the public domain and 
properties of value. 


6. Locale and Time 


A story’s place and era sounds like slim pickings in the 
property sense. Generally this will be the case, and the old 
copyright doctrines denying protection to such elements will apply. 
Yet here again the market place may point the way to new rules 
if the circumstances are right. 

Consider Cloudcookooland from “The Birds” of Aristophanes, 
a place which has greater meaning than its name. There is Never- 
Never-Land in “Peter Pan,” familiar to television viewers who 
may have “missed the book”. Call it Dogpatch and its other 
qualities will still identify it. But you cannot call it Dogpatch, 
‘because that fictitious locale is a property all its own and has gone 
successfully from comic strip to Broadway in “Li’l Abner.” 
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Surely no one contends that he can put Dogpatch into another 
play without permission, except by way of reference or parody. 


Finding a fictitious “time” with property attributes is a 
rough assignment but all things are possible with sufficient 
pluck and grit. Whole minutes of the most scholarly scrounging 
have finally turned up 1984, Orwell’s nightmare year, as a prop- 
erty candidate. The concept appears more than a mere name or 
date. It has time content, and suggests all sorts of ghastly robot- 
flavored evils. 

In any event it seems possible that locale and time can, 
conceivably, become properties of value so that extracted from 
one show they might bring audiences to another. If a television 
spectacular entitled “The Magnificent Clyde Foote” dealt with 
a dreary stereotype character (C. Foote) in a place called The 
Grand Duchy of Horst in the year 2125 A.D., and in the show 
every woman visiting Horst in that year was transformed into 
a beauty, some fast-moving producer might carve out the locale 
and time sans Foote and build up a new show. If the locale and 
time content were sufficiently distinctive their dramatic essences 
might survive name changes. In other words an audience might 
recognize and want more of it even if it were called The Republic 
of Niles, 3001 A.D. 

A play’s geographic or temporal setting is not always without 
independent value. 


7. Special Effects 


In this final category belong all of those happy inspirations 
that flash in and sometimes out of larger productions, making 
them stronger. What would “Alice In Wonderland” have been 
on television without Tenniel’s costumes? One shudders at the 
alternatives. 

There is no reason why costumes, scenery and other effects 
cannot have independent value apart from the vehicle in which 
they first appear. “Night Of The Auk” had a short run on 
Broadway but the sets were found useful later in a New Jersey 
exhibit dealing with space travel. 

The inimitable Lisa Kirk did a show at the Persian Room 
making her appearances out of a prop dressing room which was 
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set up on stage. Assuming such an act were repeated often and 
widely enough it is conceivable that doing songs out of one’s 
dressing room might become a property. Choreography, light- 
ing and stage effects, anything distinctive and valuable has in it 
the germ of future uses elsewhere. Is it possible that all these 
devices must be in the public domain? Even De Quincey found 
time between opium dreams to write a rave essay on a stage 
effect, “The Knocking At The Gate In Macbeth.” 

Interpretations by performers and engineers come within 
this category too. Tallulah Bankhead’s Eugenia brought a thin 
character to life, and T. C. Jones’s Tallulah makes impersonation 
a second layer of something susceptible of ownership. Sid Caesar 
imitating Marlon Brando, Joan Greenwood imitating herself, the 
Met doing a first rate “Rosenkavalier,” all give performances 
whose recording and re-use may some day be conceived in terms 
of property. Even the engineer who makes hi-fi recordings of 
bird calls may have created something by interpretation. A sound 
might be a dramatic essence. 

At the present time these matters are dealt with chiefly 


by labor negotiations in the theatrical field, and the stress is 
on wages and hours rather than ownership. Some of the results 
are laudable sociologically but the real problems go unsolved. 
It would be well then, to conclude with a few reflections on 
the true nature of the properties in these seven basic categories. 


Program Marks 


Entire works, the first category, are “copyrights”. Once 
published they may be protected for fixed periods of time, regard- 
less of non-use and apart from audience recognition. The copy- 
right concept is fairly static and protects against substantial 
copying. Dialogue, the second category, would be protected by 
copyright but begins veering in other directions when the “throat- 
wise it’s delicious” kind of thing is involved. 

From there on in and throughout the remaining categories 
the copyright man says “public domain” but the trademark man 
is haunted by the feeling of deja vu. There is no doubt that the 
overwhelming majority of names, formats, characters and other 
elements in shows belong to nobody, but there is no reason why 
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exceptions must go down the drain. The communications industry 
must protect its progeny. 

The bald fact is that most of the remaining figments of make 
believe dealt with in the last five categories, and conceivably the 
second as well, resemble trademarks. In more precise language 
they resemble service marks, but since they are neither, in the 
literal sense, the more familiar word will do. 

They depend on being known by the public (an audience). 
They are not static but are “here today, gone tomorrow” (one 
network exposure can make a name or format famous; a year 
later nobody may remember it). Frequently they inhabit only 
specific areas (some specialty acts are known only in smart supper 
clubs; some of them are only fitted for that kind of exposure). 
Their existence is dynamic, shifting, susceptible to sudden change. 
Some of them, like program titles, serve to identify as well as 
entertain. Yet the old trademark learning to the effect that 
marks identify and prevent confusion is no longer the whole story 
even with regular products and services where antidilution stat- 
utes exist. The mark is being snipped off from the thing it 
identifies and used as an end in itself. 

It is true that characters, formats, plots and other elements 
change form when used in sequels, but what of it? Trademark 
doctrine looks to the constant irreducible element and protects 
it as the “dominant part of the mark”. And that is precisely 
what the “dramatic essence” does in the theatrical field. The 
dramatic essence—Jingle’s hyphenated tall tales, the enchanted 
sloth of Dogpatch—is the dominant part of the mark. 

The legal consequences of taking this approach are vast. 
Putting aside speculation as to private estate matters such as 
the possible difference in tax rates and inheritance laws ensuing 
from treatment of a program format as a trademark rather than 
a copyright, certain changes would appear at once in day by 
day business operations. For one thing a property of this kind 
would belong to the user, not the originator, subject to contract 
arrangements to the contrary. For another the term of protec- 
tion would be dynamic, not fixed. A flock of new registrations 
might be attempted in the Patent Office or in a society or asso- 
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ciation of owners and users. In fact so many changes come to 
mind that one hesitates to go all the way. 

Still it seems beyond challenge that new properties have 
been engendered in the Age of Television. The traffic in make- 
believe grows every year. Possibly the best thing at this time 
is to give the name “Program Marks” to the growing army 
of characters, formats and other theatrical devices which are 
more than ideas in the public domain but less than complete 
works or “copyrights”, and let “the rude wasting of old Time” 
take care of it. As a start, however, it may be useful to think 
in terms of seven categories, dramatic essences and trademark 
principles. The sales and public relations people might even begin 
figuring out “Depth Profiles” to measure the status of a given 
property in terms of number of stations reached, program rating 
and other testings. Most important of all, the people making deals 
and contracts could mark off the boundaries of the elements they 
trafficked in. 

Are we buying a Sherlock Holmes, or his name, or a Hound 
of the Baskervilles plot, or a Knocking At His Gate in Baker 
Street effect, or a pipe and detective cap costume or a mere 
idea which does not have to be bought at all? This is the kind of 
questioning that will mark off estates in words, sounds and images. 
The business men and lawyers must become amateur theatre 
critics to cope with it. We must think a little about Boniface and 
Dogpatch. As science develops new methods of transmitting 
entertainment and advertising the need for such imaginings will 
grow. 

Program marks may turn out to be a new source of wealth. 
The creative people who develop them should be encouraged by 
fair rewards, and their audiences will be rewarded too, by better 
programming. 

The proof of the pudding is Captain Boldwig’s phrase “He 
shall not bully me, he shall not bully me.” Could Tiny Tim 
have said it? 
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CAUTION IN THE USE OF TRADEMARKS IN PATENTS 
By Manuel C. Rosa* 


The propriety of using trademarks in applications for patents 
has long been a troublesome subject for the Patent Office. While 
a trademark is eminently suited for indicating the origin of an 
article or material sold in the trade, it is generally inadequate 
for disclosing the composition or constitution thereof. This is not 
surprising because it was never intended to do so. In the case of 
a patent, the disclosure is most important because that is the main 
consideration for the patent. The law requires that the invention 
be described “in such full, clear, concise and exact terms as to 
enable any person skilled in the art ... to make and use the same.” 
35 United States Code 112. It is therefore incumbent on the Pat- 
ent Office to scrutinize a disclosure involving an ingredient iden- 
tified only by trademark to determine whether it is fully adequate 
for this purpose. 

Probably the most striking way to indicate the insufficiency 
of a disclosure including a material identified only by trademark 
is to prepare a written description of the invention and then 
substitute the letter “X” for the trademark wherever it occurs. 
I think this maneuver might serve to emphasize the unknown 
nature of the material and the insufficiency of the disclosure. 

In Ex parte John, 1924 C. D. 119, the Commissioner held that 
the word MeEToL without further description in a formula could 
not be regarded as describing a photographic developer in the 
manner required by statute. In pointing out the danger of accept- 
ing an application wherein an ingredient is identified only by 
trademark, the Commissioner remarked that the registrant of the 
mark is at liberty to change the composition of the material sold 
under the mark or even withdraw it from the market altogether. 

In Lamm et al. v. Watson, 108 USPQ 203, the applicant 
brought a civil action against the Commissioner for the purpose 
of obtaining the allowance of certain claims which had been re- 
fused by the Patent Office on the ground of inadequate disclosure. 
The invention in question related to an adhesive composition 
wherein one of the ingredients was a polymerized acrylic ester 


* Director, Patent Examining Operation, U. 8. Patent Office. 
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specifically disclosed as acryLorp 710. The only question before 
the court was whether identification of the ingredient solely by 
reference to the trademark complied with 35 USC 112. The evi- 
dence introduced at the trial failed to satisfy the Judge that a 
person skilled in the art could, at the time the application was 
filed, make the polymerized acrylic ester from the description 
contained in the application. The court accordingly refused the 
patent. 


Loss of Filing Date 


It therefore behooves anyone interested in an invention which 
embodies or involves a material known only by a trademark to 
ascertain the specific nature of the material and disclose it in the 
patent application as filed. Otherwise, he is very apt to find his 
ease held fatally defective for lack of a complete disclosure. 
An important decision in this regard is that of Hunt Company v. 
Mallinckrodt Chemical, 83 USPQ 277. In this case the invention 
was directed to an acid resist powder for use in etching which 
had found tremendous success in the photoengraving art. In the 
application originally filed, the patentee, after stating the physi- 
cal properties of the resinous material suitable for use in the com- 
position merely gave as a specific example, a substance known only 
by trademark, i.e., purez S-5758. The Patent Office held this dis- 
closure to be incomplete. Several attempts were made to amend 
the application but without success because of the rule against 
new matter. Under this rule once an application is filed it is 
not proper to make any substantial change in the originally 
presented disclosure. To overcome this difficulty, a second appli- 
cation was filed before dropping the first application to preserve 
the continuity of disclosure in the hope that the later application 
might obtain the benefit of the filing date of the first case. The 
second application, called a continuation-in-part, was found to be 
sufficient in regard to disclosure and a patent issued thereon. 

Action for declaratory judgment was brought urging invalid- 
ity of the patent and noninfringement. The composition covered 
by the patent had been on sale for more than two years prior to 
the filing of the second application, but not the original applica- 
tion. One of the issues decided by the court was the extent to 
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which a continuation-in-part application is entitled to the benefit 
of the filing date of the original or parent application. The court 
held that since the original application was not capable of support- 
ing any claims whatever, it could not be invoked for its filing date. 
This case is very important because it holds that where an appli- 
cation is held to be fatally defective, the filing of a second applica- 
tion to supply that defect does not entitle the second application 
to the benefit of the filing date of the first application. This can 
be of considerable importance in those cases where an anticipa- 
tory reference effective only against the later case becomes 
available or a public use or sale bar is subsequently established 
against the later application. 


Completing Disclosure by Amendment 


In Ex parte John, supra, it was stated that the lack of dis- 
closure could be corrected by amending the specification to pro- 
vide a sufficient identification of MreToL as it existed at the time 
of filing the application. The decision in Jn re Gebauer-Fuelnegg 


et al., 121 F. 2d 505, 531 O.G. 545, 50 USPQ 125 is of interest in 
this respect. There the application covered an invention which 
included the use of PLIOLITE and pLioriLM. These trademarks were 
held by the Examiner to constitute an insufficient disclosure of 
the material in question. In this particular case the applicant was 
able to produce evidence showing the nature of the material at 
the time of filing the application and the manner of making it. 
The Patent Office refused to enter an amendment containing this 
information as constituting new matter but was overruled by 
the Court of Customs and Patent Appeals. These decisions afford 
some comfort to applicants caught in this predicament as they 
indicate how a defective disclosure may sometimes be corrected. 
The remedy suggested is applicable only in a relatively few in- 
stances. The reason for this is that the owner of a trademark 
is ordinarily very reluctant to disclose the composition covered 
by the trademark and the manner of making it. Usually attempts 
to obtain this character of information from companies making 
these proprietary products meet with a polite and regretful 
refusal. It is not enough to obtain from the manufacturer an 
affidavit which states that the composition of the material identi- 
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fied only by trademark has not changed since the filing date of the 
application (29 JPOS 911). 


Protests from Owners of Trademarks 


So far this discussion has dwelt on the danger of relying on 
trademarks in meeting the disclosure requirements of a patent 
specification. Not infrequently applicants are careless about the 
manner in which trademarks are used and very often forget to 
indicate their proprietary nature. Since the use of these marks 
as common nouns may endanger the ownership of the marks the 
Patent Office frequently receives protests against the improper 
use of trademarks in patents. It is practically impossible for 
the Patent Examiner to recognize and police the many thousands 
of registered trademarks to ferret out all those improperly used. 
Usually the protest and an acknowledgment by the Patent Office 
are considered sufficient to protect the proprietary interest. 

By a Notice of December 3, 1946, the Patent Office tried to 
prohibit the use of trademarks in patent applications. There was 
considerable opposition to this ban so that it was deemed advis- 
able to relax this general prohibition by a Notice dated November 
18, 1947. Under the last Notice which is still in effect, trademarks 
having fixed and definite meanings are permitted if the compo- 
sition of the material they represent is all that is germane to the 
claimed invention. An example of such is the organic solvent 
sold as CELLOSOLVE which according to Hackh’s “Chemical Diction- 
ary” is the monoethyl ether of ethylene glycol. The trademarks 
must also be used in such a manner as to distinguish them from 
common nouns as by capitalization. Trademarks are also per- 
mitted when the product to which the trademark refers is other- 
wise set forth in such Janguage that its identity is clear. 

It would seem to follow that any doubts concerning the pro- 
priety of using a trademark as a sole means of identification of 
a material set forth in a patent application should be resolved 
against its use. Where a material represented by trademark is 
not sufficiently explained at filing, or where its composition is 
not well-known, the examiner is required by 35 USC 112 to ques- 
tion the sufficiency of the disclosure. The requirement for a suffi- 
cient disclosure cannot be waived by the Patent Office and does 
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not become incontestable by the issuance of a patent. It may be 
urged as a ground of invalidity in any suit brought on the patent. 

In conclusion it may be said that the use of trademarks in 
patents should be avoided if at all possible because 


1. With rare exceptions they do not constitute a sufficient 
disclosure, for patent purposes, of the material or article they 
represent. Reliance on a trademark may result in loss of benefit 
of an earlier filing date which may be critically important in 
some cases. 


2. The misuse of trademarks as common nouns is so disturb- 
ing to the owners that they feel obligated to file protests to the 
Patent Office against every misuse to protect their marks. Ap- 
parently the advertising benefit that might be derived from the 
appearance of a trademark in a patent is inconsequential com- 
pared to the risk of losing the mark. 
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NOTES FROM THE PATENT OFFICE 
By Katharine |. Hancock* 


Collective and Certification Marks 


There seems to be a considerable amount of confusion about 
collective marks, marks used by related companies, and certifica- 
tion marks, and applicants for registration frequently seem to 
believe that there is an election in the matter and they may choose 
at will the category they wish. 

The amount of confusion which appears to exist does not 
seem to be justified. Applicants do not have an “election” to 
select one of these categories over another. Each situation is 
defined in the Trademark Act of 1946, and a mark may be regis- 
tered only in the category or categories into which it falls as dis- 
closed by the facts. The fact situation is the determining factor, 
and it is essential that all facts relating to the use of the mark 
and to the conduct of the business symbolized by the mark be 
furnished by the applicant. When the facts are known and under- 
stood, the proper basis for registration usually is readily revealed. 

It may be helpful to indicate briefly the background of regis- 
tration of collective marks and certification marks and to sum- 
marize present registration practice as to these marks. 

Some of the present confusion may be the result of the fact 
that the June 10, 1938 Amendment of the Trademark Act of 1905 
provided for registration of a mark by an owner who “exercises 
legitimate control over the use of a collective mark.” Prior to 
that time registration could be obtained only by owners who used 
the mark themselves. The Amendment of 1938, however, did not 
define collective marks and did not distinguish between kinds or 
functions of marks which might be owned by collective bodies. 
Under the 1938 Amendment all marks which were used by a proper 
collective group were registrable, and as a result, registrations 
under the 1938 Amendment include trademarks, certification marks, 
and collective marks, as those terms are now known. It is not al- 
ways possible to tell from the files of those registrations what 
purpose the mark performed. The information provided was 


* Trademark Examiner, U. S. Patent Office; Member, District of Columbia Bar. 
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often neither complete nor clear because such a determination 
was not necessary for registration under the 1938 Amendment. 
The Trademark Office has not made any change in the classifica- 
tion of registrations issued under the 1938 Amendment.’ 

The Trademark Act of 1946 defines the “kinds” or types of 
marks separately and specifically. 


A. A trademark “includes any word, name, symbol, or device 
or any combination thereof adopted and used by a manufacturer 
or merchant to identify his goods and distinguish them from those 
manufactured or sold by others.” 

A service mark is “a mark used in the sale or advertising of 
services to identify the services of one person and distinguish 
them from the services of others.” 

A trademark or a service mark is, as the names imply, a 
mark used in trade, and its function is to identify the products or 
services of the owner of the mark and to distinguish them from 
those of others. Therefore, the owner of a trademark or a service 
mark must be engaged in business, that is, in trade, either by rea- 
son of his own activity or by reason of activity for him and on 
his behalf, and in connection with which the mark is used to 
identify and distinguish the goods or services for which he is 
responsible. Whether he makes the goods or performs the ser- 
vices, or has the goods made or the services performed for him, 
or controls their production or performance through established 
business relationships (such as parent-subsidiary relations, other 
affiliated relations, or contractual relations), the use of the mark 
inures to his benefit and he is responsible in the event of produc- 
tion and sale of faulty goods or performance of unsatisfactory 
services. 

A mark used by related companies is not a separate “kind” 
or type of mark, and it therefore is not defined in the Act of 1946 
as are the basic types of marks. Section 5 of the Act of 1946 pro- 
vides that, “Where a registered mark or a mark sought to be 
registered is or may be used legitimately by related companies, 
such use shall inure to the benefit of the registrant or applicant 
for registration, and such use shall not affect the validity of such 


1. This information may aid in interpreting many of the questions presented in 
Breitenfeld, Collective Marks—Should They Be Abolished?, 47 TMR 1 (1957). 
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mark or of its registration, provided such mark is not used in 
such manner as to deceive the public”; and “related company” is 
defined in Section 45 of the Act as “any person who legitimately 
controls or is controlled by the registrant or applicant for regis- 
tration in respect to the nature and quality of the goods or services 
in connection with which the mark is used.” These provisions do 
not “create” any rights—they merely provide statutory recogni- 
tion of existing commercial facts and negative a possible invali- 
dation of rights which have been acquired from proper commer- 
cial practices in a type of mark defined in the statute. These 
sections do, however, point up the necessity for control of the 
goods or services identified by a trade- or service mark, and 
they thereby fix the responsibility for unsatisfactory goods or 
services on the person claiming that the use of the mark by a 
related company inures to his benefit. A person may not claim 
rights in a mark and at the same time disclaim responsibility for 
the goods or services identified by the mark. 


B. A collective mark is “a trademark or service mark used 
by the members of a cooperative, an association or other collective 
group or organization and includes marks used to indicate mem- 
bership in a union, an association or other organization.” 

Collective marks are of three types—trademarks used on 
goods, service marks used in connection with services, and marks 
used to indicate membership. These are commonly called respec- 
tively, collective trademarks (or collective marks for goods), col- 
lective service marks (or collective marks for services), and 
collective membership marks (or just membership marks). The 
term “collective” refers to the characteristics or attributes of the 
owner of the mark—that it is an association, union, cooperative, 
fraternal organization, or other organized collective group—and 
to the fact that the mark is used by members of the organization. 
A “collective” organization, besides owning collective trademarks, 
collective service marks, and collective membership marks, may 
also own trademarks and service marks for its own goods or 
services. What type any given mark owned by a “collective” is, 
depends upon the facts. 

If a “collective” is engaged in the business of producing or 
selling its own goods, or is itself performing services, under a 
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given mark, it stands in the same position as an individual, firm, 
partnership or corporation doing the same thing, and the mark 
is a trademark for its goods or a service mark for its services. 

If a “collective” adopts a mark for use only by its members 
(though regional or national advertising of products or services 
and other promotional activities under the mark may be made by 
the “collective”), and such members use the mark to identify 
their goods or services and distinguish them from those of non- 
members, the mark is a collective mark performing the function 
of either a trademark or a service mark. In this situation, the 
“collective” itself neither sells goods nor performs services under 
the mark. 

If a mark is adopted for the purpose of indicating member- 
ship in an established or organized group, it is a membership mark. 
Such marks are not used on goods or services to identify and 
distinguish them from others; but they merely indicate that the 
person (natural or juristic) displaying the mark is a member of 
the organized group. These marks may take such forms as rings 
(e.g. fraternal groups), pins (e.g. Greek letter societies), lapel 
buttons (e.g. charitable organizations), window decalcomanias 
(e.g. retailer-owned groups), metal plates (e.g. automobile asso- 
ciations), letterheads used by chapters (e.g. Y. W. C. A. and 
Y. M. C. A.), and others.’ 


C. A certification mark is “a mark used upon or in connec- 
tion with the products or services of one or more persons other 
than the owner of the mark to certify regional or other origin, 
material, mode of manufacture, quality, accuracy or other char- 
acteristics of such goods or services or that the work or labor 
on the goods or services was performed by members of a union 
or other organization.” 

A certification mark has a function completely different from 
that of a trademark, a service mark, or a collective mark. Its 
function is to tell potential purchasers that the goods or services 
meet certain requirements or standards promulgated by a person 
other than the person who markets the goods or performs the 
services bearing the mark. In the case of a trademark or service 
mark used by a related company, control must be exercised over 


2. See Notes from the Patent Office, 46 TMR 1341 (1956). 
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the nature and quality of the goods, whereas in the case of a 
certification mark, control must be exercised over the use of 
the mark. The certifier “controls” use of the mark by authorizing 
its use only in connection with the goods or services which comply 
with the certifier’s established standards and not in connection 
with other goods or services of such authorized user. The certifier 
does not control the nature and quality of the goods or services 
as in the case of related companies, and the certifier is not respon- 
sible, legally or otherwise, for the nature or quality of the 
goods or services. 

A certification mark does not identify goods or services and 
distinguish them from those of others, and it does not indicate 
that all products or services in connection with which the mark 
is used originate from the same entity, be that entity “individual” 
or “collective.” Ordinarily, it merely indicates that the products 
or services have been tested or inspected or examined or other- 
wise checked according to the methods of the certifier and have 
been approved as meeting the standards which such certifier has 
adopted or established and promulgated. There is no respon- 
sibility, legal or otherwise, resting upon the certifier with regard 
to the goods. 

A certification mark may be owned by an individual, firm, 
partnership, corporation, union, association, or other organized 
group. 

Whether a given mark, under given circumstances, is a trade- 
mark, a service mark, a collective mark, or a certification mark, 
depends upon the facts. The answers to the following questions 
will help an applicant for registration of a mark to determine 
what “kind” or type the mark is: 


What is the applicant’s business? Is applicant using the 
mark to identify his own goods or services which he sells or 
performs? If so, the mark is a trademark or a service mark. 

Are others using the mark to identify goods or services, 
the production or performance of which is under the control 
of applicant, and is the applicant legally or otherwise respon- 
sible for unsatisfactory, as well as satisfactory, goods or 
services? If so, the mark is a trademark or service mark used 
by related companies. 

Is the applicant a “collective” type of organization whose 
members are using the mark to identify uniformly produced 
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goods or uniformly performed services under supervision of 
the “collective” to identify the members’ goods or services 
and distinguish them from those of nonmembers? If so, the 
mark is a collective mark, that is, a collective trademark or 
collective service mark. 

Is the applicant using the mark in its operations and 
authorizing its members to display the mark to indicate 
membership in an established organized group? If so, the 
mark is a membership mark, that is, a collective membership 
mark. 

Is the applicant testing, inspecting, examining, or other- 
wise checking the goods or services of other persons and, 
upon a finding that such goods or services meet the standards 
or requirements adopted or established and promulgated by 
him, authorizing such other persons to use the mark in con- 
nection with the sale of such “approved” goods or the per- 
formance of such “approved” services? If so, the mark is a 
certification mark. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Austria 
Registrability of Geographical Names 


The Appeals Section of the Austrian Patent Office upheld a 
decision refusing registration in Austria of an international regis- 
tration for woLGa (which is the German spelling of Volga) in 
respect of silk, cotton, linen and wool yarns. The Patent Office 
held that most Austrians know the Volga is the main river of 
Russia and it does not matter whether or not textiles are actually 
imported from Russia, so long as even a small percentage of the 
purchasing public may be misled into thinking that the yarns 
bearing the trademark in question come from the Volga region. 
Evidence of extensive use of the mark in Austria was considered 
irrelevant in view of the fact that only descriptive, but not decep- 
tive marks are registrable upon a showing of acquired distinec- 
tiveness. 

The Appeals Section stated that not all geographical names 
are unregistrable. If they refer to small, little known geographic 
units, or if their very nature excludes the idea of an indication of 
origin, they may be registrable. Such registered marks as Gross- 
GLOCKNER (Austria’s tallest mountain), NorDKAP and MONTBLANC 
fall into the registrable category. On the other hand, registration 
has been refused for arosa for yarns, KARPATHEN and NORFOLK 
for textiles, NARENTA for wines, TABOR for watches, Tatra for hob- 
nails and urau for rubber products. Appeals Section of the Aus- 
trian Patent Office; Decision of May 28, 1956. 


France 
Infringement of Trademark by Trade Name 


A Parisian Company, S.A. Photo-Hall, proprietor of a trade- 
mark registration for PHOTO-HALL in respect of optical and photo- 
graphic products, brought an action for infringement against a 
partnership operating two small photographic stores in Southern 
France under the name PHOTO HALL. The Court of Appeals of Aix 
held for the defendants, on the ground that, considering the differ- 
ence in size and location between the parties, no confusion was 
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possible. The plaintiffs appealed to the Cour de Cassation, the 
highest tribunal in France. 
The Cour de Cassation held that: 


““The property in a duly registered mark is absolute, 
extends to the entire territory of France and entitles the 
registrant to bring an action against all those who infringe 
the same, whether in good or bad faith, and in any manner 
whatsoever.” 


S.A. Photo-Hall v. Perrin et Vuillemin, Cour de Cassation, June 
12, 1956. 


Infringement—Concurrent User No Defense 


The plaintiff in this case was an association which adopted 
the name CLUB DES CENT (Club of a Hundred) in 1912 and regis- 
tered it as a trademark in 1946. (The decision does not state the 
goods covered by the trademark registration.) In 1951, it also 
registered CLUB DES SANS CLUB (Club of the Clubless) as a trade- 
mark. The words “cent” and “sans” are phonetically identical 
in French. 

The defendant and its predecessor had used cLUB DES SANS 
CLUB as a trade name since 1925. 

After. 1951 the plaintiff sued for infringement of its trade 
name and both of its trademark registrations. The defendant 
entered a counterclaim for cancellation of the plaintiff’s registra- 
tion for CLUB DES SANS CLUB. 

The Court of Appeals of Paris affirmed a lower court decision 
enjoining the defendant from using CLUB DES SANS CLUB as a trade 
name or trademark, awarding the plaintiff nominal damages and 
rejecting the defendant’s cancellation action against the plaintiff’s 
CLUB DES SANs CLUB registration. With respect to the last point, 
both Courts accepted that the plaintiff was entitled to register 
CLUB DES SANS CLUB as a trademark in 1951 despite the defendant’s 
use of this expression as a trade name since 1925, because its 
adoption as a trade name by defendant in 1925 infringed the 
plaintiff’s prior rights in the trade name cLUB DEs CENT and could 
therefore create no rights in the defendant against the plaintiff. 
Association “Club des Cent” v. Société “Club des sans Club,’ 
Cour d’Appel de Paris, June 26, 1956. 





466 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


Germany 


Infringement of Trademark Having Ordinary Meaning 


The defendant obtained a registration for wirp in respect of 
detergents. The plaintiff obtained a registration for Trp, also in 
respect of detergents. Subsequently, the defendant started using 
the following phrase in its advertising: MEIN TIP: NIMM WIPP 
(My tip: use Wipp). The plaintiff sued for infringement of its 
trademark trp and for unfair competition. 

The case came before the State Court at Mannheim, which 
held for the defendant on both counts. There could be no infringe- 
ment, the Court held, so long as the defendant is using the word 
“tip” in its ordinary signification of “advice, counsel” and not 
in a trademark sense. Someone registering an ordinary dictionary 
word as a trademark cannot stop others from using the word in 
its ordinary sense, nor can such use support an action for unfair 
competition. Landgericht, Mannheim, Decision of March 25, 1955. 


Great Britain 
Opposition Proceedings 


An application was filed to register the word LirecuarRD and 
a representation of a soldier with an upraised sword in respect 
of milk and milk products (for food). The application was opposed 
by the owners of a trademark consisting of the words LIFE GUARD, 
registered in respect of tea. The Assistant-Comptroller dismissed 
the opposition holding that tea and milk and milk products are 
not goods of the same description. It was established that in 
many places the two sets of goods would be sold over the same 
counters. However, consideration was given to the fact that there 
are presently on the British Register at least twelve pairs of 
marks, one mark of each pair being registered in respect of tea 
and the other in respect of milk in the name of different pro- 
prietors. 1957 R.P.C. 79. 


Opposition Proceedings 


An application was filed to register the word FrorRTUNA in 
respect of precision grinding machines and precision grinding 
spindles being parts thereof. The application was opposed by the 
owners of the trademark rortuna, registered in respect of ma- 
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chinery for use in the manufacture of boots and shoes, leather 
skiving and splitting machines, electric lamp raising winches and 
power hack saw machines. The Assistant-Comptroller conceded 
that the machines in question would be bought and used by experts, 
that there was a marked difference in their price, and that there 
was a considerable difference in their function and in the degree 
of accuracy achieved by each but, nevertheless, he held that power 
hack saw machines and precision grinders are goods of the same 
description. The applicant then contended that it was entitled to 
registration on the basis of honest concurrent user. The applicant 
had used rorTuNA as a trademark for some years prior to 1929 
but in 1929 this use was stopped allegedly as a result of ill-founded 
claims by the opponent. The applicant resumed use of FrorTUNA 
in 1950 and has used it ever since on a considerable scale. The 
Assistant-Comptroller held that the use prior to 1929 was of no 
assistance to the applicant because of the long period of non-use 
thereafter resulting in virtual abandonment of the mark; and 
the use from 1950 was insufficient to support the claim. Accord- 
ingly, the application was rejected. 1957 R.P.C. 84. 


German-Owned Trademarks 

The facts and the High Court decision in the Adrema case 
are reported at 47 TMR 31-33. The plaintiff who is attempting 
to prevent the assignment of five apremMa trademark registrations 
from the Custodian of Enemy Property to Adrema Ltd. has taken 
the case to the Court of Appeal. The plaintiff reserved the right 
to argue the findings of the Lower Court before the House of 
Lords and the only issue discussed at length before the Court of 
Appeal was one which the Lower Court did not go into, namely: 
Assuming, contrary to the findings of the Lower Court, that 
Adrema Werke had acquired in England at the outbreak of World 
War I any of the common law rights commonly called good will 
with respect to the trademark aprema, was this good will German 
Enemy Property located in Great Britain which could be seized 
by the Custodian? The Court of Appeal held that, first, in the case 
of a single business in several countries the English good will, 
dependent upon the English trade in the product, may be a pro- 
prietary interest distinct from the good will concerned with the 
trade in the product in any other country and therefore the Eng- 
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lish good will appears to be a species of English personal property 
capable of being sold or transferred apart from the good will of 
the business in any other country; and, second, this English good 
will was a species of property which could be seized under the 
relevant British Acts dealing with Enemy Property. In connec- 
tion with the second point specifically with respect to the juris- 
diction of English Courts over good will owned by foreigners, 
Lord Evershed, Master of the Rolls, stated: 

“However you attempt the difficult task of defining good- 
will for the purpose of English law (and I shall certainly not 
make the attempt) the proprietary rights which it involves 
and confers are rights, no more and no less, to come to the 
English Courts to prevent the goodwill being damaged or 
infringed by others. Goodwill in England is only of value 
and of practical existence insofar as these rights of invoca- 
tion of the Courts’ powers can be asserted; and the nature 
and value of goodwill in other countries will, I assume, in like 
manner exist or not exist, and be of value or not be of value, 
to the extent to which, according to the laws of those coun- 
tries, like rights can be asserted and enforced there.” 


1957 R.P.C. 49. 


Iran 
Import Restriction on Pharmaceuticals 

The Iranian Government has issued a Decree, effective Janu- 
ary 9, 1957, restricting the importation of pharmaceutical products 
to those manufactured by certain named foreign companies. The 
Decree puts the foreign companies into two groups. Group I 
comprises companies which can sell their complete line of products 
in Iran; there are twelve American companies in this group. 
Group II comprises those companies which can sell one or more 
of their products but not their complete line in Iran; there are 
seven American companies in this group. 

American companies which desire further information should 
communicate with Trade Development Division, Bureau of Foreign 
Commerce, United States Department of Commerce, Washington 
25, D.C. 

It should be pointed out that in Iran any trademarks used in 
respect of pharmaceuticals must be registered. 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 
Birds Eye. Unmistakable Pie. (Modern Packaging, v. 30, no. 7, March 1957, 
pp. 166-167.) 
Birds Eye solves identity problem with a design that emphasizes fruit flavor and 
confirms brand name. 


Eberhard Faber Pencil Company. How to Get out of a 5-Cent Rut. (Printers’ Ink, 
March 8, 1957, pp. 26-27, 46, 50, 52.) 


Gotkin, Martin Edward 

Dilution of Trademarks: Its Treatment Prior to and under the Lanham Act and 
the Massachusetts Anti-Dilution Statute. (New York University, Intramural Law 
Review, v. 12, no. 2, January 1957, pp. 79-92.) 


Leeward Islands. 
Trademarks, Procedure, Renewals and New Applications. (Patent and Trade 
Mark Review, v. 55, no. 5, February 1957, p. 138.) 


Lehn & Fink Products Corp. Lysot Drops medical Approach, Pushes Household 
Cleanser. (Printers’ Ink, March 8, 1957, p. 54.) 


Nesbitt, Saul 
When is the Right Time to Change Your Package? (Printers’ Ink, March 15, 
1957, pp. 52, 54-56.) 


Never Underestimate the Sales Power of a Hang Tag. (Sales Management, v. 78, 
no. 7, April 5, 1957, pp. 74-75.) 


Pabst Brewing Co. Will it Sell more Pabst? (Sales Management, v. 78, no. 7, 
April 5, 1957, pp. 78, 80.) 


Squibb & Sons. New Package, New Promotion, New Sales. (Printers’ Ink, March 
29, 1957, pp. 87, 90.) 
Success story of Squibb’s LANoLOoR, formerly promoted as pharmaceutical cream. 


Trinidad and Tobago. 
Trademark Ordinance 11, 1955. (Patent and Trade Mark Review, v. 55, no. 5, 
February 1957, pp. 137-138.) 


LEGAL NOTES 


Dior v. Milton. 
Equity—Unfair Competition—Protection of Fashion Design. (Minnesota Law Re- 
view, v. 41, no. 2, January 1957, pp. 225-228.) 


Vanity Fair Mills, Inc. v. T. Eaton Co. 
Trademark and Trade Names—The Lanham Act and the International Convention. 
(Harvard Law Review, v. 70, no. 4, February 1957, pp. 743-747.) 


* Copies of these articles and legal notes are available for reference in the Association’s 
library. 





THE TRADEMARK REPORTER™ 


Part Il 


COTT BEVERAGE CORPORATION v. CANADA DRY 
GINGER ALE, INCORPORATED et al. 


B. C., S. D. N. Y. — November 13, 1956 


COURTS—PLEADING AND PRACTICE 
CourTs—MOorTIONS 
In action for antitrust violation and cancellation of trademark registration, 
defendants moved to dismiss the complaint. Motion is granted to that part of the 
complaint charging conspiracy by the corporate defendant and its directors in 
violation of the Sherman Act, because a corporation cannot conspire with itself. 
The motion to dismiss that part of the cause of action relating to the liability 
of the individual director defendants to be liable for treble damages denied. 
CANCELLATION PROCEDURE—EVIDENCE 
Plaintiff seeks judgment declaring the trademark CANADA DRY void and seeks 
its cancellation by virtue of the attempt to use the trademark to violate the 
Antitrust laws and urges that it wishes to avail itself of the good will surrounding 
the mark CANADA DRY but fears an infringement suit in which it might fail to 
establish wrongful use of the mark by the owner. However, no court will lend its 
aid to a plan, the ultimate result of which would be to confuse and deceive the 
buying public. The Lanham Act does not strip the misuser of a trademark of its 
mark and therefore this cause of action is dismissed for failure to state a claim 
for which relief may be granted. 


Action by Cott Beverage Corporation v. Canada Dry Ginger Ale, 
Incorporated, Roy W. Moore, Kingman Moore, Roy W. Moore, Jr., William 
J. Williams, 8. Bayard Colgate, Wilbur M. Collins, William N. Enstrom, 
Kenneth J. Hanau, James M. Mathes, and Eugene W. Stetson Jr., for 
violation of antitrust laws and cancellation of trademark registration. 
Defendants except Colgate, Enstrom, Hanau, Mathes, and Stetson, move 
to dismiss complaint. Motion granted in part and denied in part. 


Bader & Bader (I. Walton Bader of counsel), of New York, N.Y., for 
plaintiff. 

Cravath, Swaine & Moore (Ralph L. McAfee and Allen F. Maulsby of 
counsel), of New York, N.Y., for moving defendants. 


McGosxey, District Judge. 

The corporate defendant and the individual defendants Williams, 
Collins and the three Moores attack on several grounds the four “Causes 
of Action” set forth in the complaint. 

The first alleges that the corporate defendant and its several direc- 
tors conspired, in violation of Sec. 1 of the Sherman Act, 15 U.S.C. §1, 


470 





Vol. 47 T. M.R. COTT BEVERAGE CORP. v. CAN. DRY GINGER ALE 471 


to restrain interstate commerce in soft drinks. No others are alleged to 
have participated in the conspiracy. 

The motion first seeks to dismiss this “Cause of Action” on the ground 
that it fails to state a claim on which relief may be granted because the 
corporate defendant, which can act only through its directors and officers, 
cannot conspire with itself. This part of the motion will be granted on 
the merits on the authority of Nelson Radio & Supply Co. v. Motorola. 
“The Act,” the court there said, “does not purport to cover a conspiracy 
which consists merely in the fact that the officers of the single defendant 
corporation did their day to day jobs in formulating and carrying out 
its managerial policy.”* The Supreme Court denied certiorari? The 
decision in Lorain Journal v. United States* is not to the contrary as the 
plaintiff seems to suppose. That decision does not rest on a finding of 
conspiracy in violation of Sec. 1 of the Sherman Act, but on “an attempt 
to monopolize” in violation of Sec. 2 of that Act, 15 U.S.C. §2. Under 
the latter section it is not necessary to allege and prove conspiracy. 
An attempt by any “person” to monopolize is sufficient. In that case the 
District Court, having found that the corporate defendant and its officials 
had attempted to monopolize, said it was unnecessary to decide “the con- 
troversy in respect of the charges of conspiracy.” ** Moreover the Twenty- 
First paragraph of the instant complaint does not allege, as the plaintiff 
contends, a conspiracy between the defendants and the “franchised bot- 
tlers,” so as to bring the case with the Cowan Publishing case.® If the 
plaintiff contends that a conspiracy existed between the corporate defen- 
dant and the “franchised bottlers” it may serve an amended complaint 
to so allege. 

The motion next seeks to dismiss as to the individual defendants the 
second and third “Causes of Action” on the ground that each fails to 
state a claim on which relief may be granted against the individual 
defendants. 

The second “Cause of Action” realleges the conspiracy between the 
corporate and individual defendants, and charges price discrimination 
of the kind forbidden by 15 U.S.C. § 13, which it is alleged were “done 
at the behest and connivance of the individual defendants, making said 
defendants personally liable to the plaintiff on this ‘Cause of Action.’ ” 

The third “Cause of Action” also realleges the conspiracy between the 
corporate and individual defendants and charges various discriminations 
of the kind forbidden by See. 13a of Title 15 U.S.C., which, it is further 
alleged, were “done at the behest and connivance of the individual defen- 
dants, making them liable to the plaintiff on this ‘Cause of Action.’” 


200 F.2d 911. 
200 F.2d 914. 
345 U.S. 925. 
. 842 U.S. 143. 
. 92 F.Supp. 794-800. 
Caldwell-Clements, Inc. v. Cowan Publishing Corp., 130 F.Supp. 326, 105 USPQ 
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The defendants’ first contention here is a repetition of their challenge 
to the sufficiency of the conspiracy allegations. This contention has already 
been sustained and needs no further comment. Secondly they contend 
that the individual director defendants, being “persons acting for the 
corporation within the scope of their employment” cannot be held per- 
sonally liable in a treble damage action brought against the corporation 
in whose behalf they have acted. No authority is cited to support this 
proposition which seems clearly contrary to the rationale of the Lorain 
Journal decision. Furthermore it is not supported by the statutory defini- 
tion of the word “persons” in Sec. 12 of Title 15. And there is nothing 
in either Section 13 or 13a to suggest that Congress there used the word 
“persons” in any limited sense. If Congress had intended to exempt from 
liability in treble damage suits, “persons acting for the corporation 
within the scope of their employment,” it must be assumed, having in 
mind the broad purposes of the Antitrust laws,® that it would have used 
language appropriate to make that intention clear.’ The defendants sug- 
gest that by enacting Sec. 24 of Title 15, making directors criminally 
liable, while omitting to provide in terms, for their civil liability in treble 
damage suits, Congress manifested an intention to make them only crim- 
inally but not civilly liable. This suggestion which is utterly without 
support in the Congressional debates is rejected. Moreover no such pro- 
vision was needed in order to make directors liable for torts in which 
they have participated,* and the Thirty-Second and Thirty-Ninth para- 
graphs of the instant complaint sufficiently charge the individual defen- 
dants with participation in the torts which though not too clearly alleged 
appear to be the basis of the claim. 

Accordingly this part of the motion is disposed of as follows: The 
allegations charging conspiracy will be stricken from the second and third 
“Causes of Action” but the motion to dismiss them for failure to state 
relievable claims will be denied. 

The motion next seeks dismissal of the fourth “Cause of Action” on 
two grounds; first, that it fails affirmatively to allege jurisdiction of the 
subject matter, second, that, assuming a proper statement of subject juris- 
diction, it fails to state a claim on which relief may be granted. As an 
alternative to dismissal on the second ground, it seeks to strike paragraphs 
Forty-First through Fifty-Eighth as “immaterial and/or scandalous.” 

In this “Cause of Action” the plaintiff seeks two forms of relief ; first, 
a judgment declaring that the trademark CANADA DRY is now void and 
unenforceable” and “is no longer the exclusive property of the corporate 
defendant”; second, a degree cancelling “the trademark registrations of 
the trademark.” Paragraphs Fifty-Fifth through Fifty-Eighth of the 
complaint allege: that the use of the trademark to violate the Antitrust 


6. See United States v. National City Lines, 334 U.S. 573-581. 

7. See Corn Products Refining Co. v. F. T. C., 324 U.S. 726-734. 

8. See Phelps Dodge Refining Corp. v. F. T. C., 139 F.2d 393-397; and Kentucky- 
Tennessee L. & P. Co. v. Nashville Coal Co., 37 F.Supp. 728. 
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laws requires “the dedication of such trademark and the registrations 
thereof to the public for the free use by all’; that the plaintiff “now has 
the right to use the trademark” but will not do so “without a declaration 
of the rights thereto by this court because of the severe penalties for 
infringement of a valid mark”; that an actual controversy thus exists 
between the plaintiff and the [corporate] defendant with respect to the 
rights of said defendant in the trademark,” of which the court has juris- 
diction under some unspecified sections of the Trademark and Antitrust 
Laws and the Declaratory Judgment Acts. In its brief the plaintiff 
frankly states that it recognizes the good will and value of the trademark 
CANADA DRY and desires to use it on its own products. However, it fears 
thus to expose itself to a judgment for substantial damages in an infringe- 
ment suit in which it might fail to establish a defense of wrongful use 
of the mark by its owner, disentitling the latter to relief. 

This argument is singularly lacking in appeal in the context of con- 
siderations relevant to the disposition of trademark controversies. Even 
if it be assumed that punishment so severe as suggested may be imposed 
for misuse of a trademark, it is certainly to be doubted that any court 
would ever go so far in order to further purposes of the sort here so 
boldly announced. Courts whose duty it is enjoin practices tending to 
confuse and deceive the buying public, will not consciously assist a seller 
to palm off his goods as those of another. 

In any event, however, no Congressional or judicial authority cited 
by the plaintiff supports its contentions. The Lanham Act® deprives a 
misuser of a trademark of certain evidentiary advantages, but it does 
not strip him of his trademark. While in Timken Co. v. United States” 
the Supreme Court said “A trademark cannot be legally used as a device 
for Sherman Act violation,” it did not order cancellation of the registra- 
tion because of Timken’s illegal use of its mark.’! The fourth “Cause of 
Action” will therefore be dismissed on the merits for failure to state a 
claim on which relief may granted. 

The defendants finally move that the plaintiff be required to make 
more definite and certain some of the averments in the second and third 
“Causes of Action.” The plaintiff makes the familiar reply that the 
defendants are merely seeking evidence. Whatever may be the defendants’ 
motive, their criticism of these averments is, I think justified. Accordingly, 
since an amended complaint must be served in any event, the plaintiff 
will be required to make more definite and certain the vague and unin- 
formative allegations in paragraphs Thirtieth a, b and ce, Thirty-First, 
Thirty-Sixth and Thirty-Eighth. This will not require the pleading of 
“evidence.” It will only require more precise specification of the “areas 


9. 15 U.S.C. §1115(b) (7). 

10. 341 U.S. 593, 89 USPQ 462, 464 (41 TMR 673). 

11. See also as to patents, Morton Salt Co. v. G. 8. Suppiger Co., 314 U.S. 488, 
493, 52 USPQ 30, 33. 
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of the United States [ete.]” and “other customers” in paragraph Thirtieth; 
“uneconomic levels” in paragraph Thirty-First; “areas [ete.]” in para- 
graph Thirty-Sixth; and “unreasonably low prices” in paragraph Thirty- 
Eighth. 

Settle order in accordance herewith. 


RENOFAB PROCESS CORPORATION et al. v. 
RENOTEX CORPORATION 


N. Y. Sup. Ct., N. Y. Co. — December 22, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

RENOTEX CORPORATION, used in connection with carpet cleaning services, is not 
likely to be confused with RENOFAB cleaning fluid; RENOTEX CORPORATION makes no 
use of its name in connection with the sale of cleaning fluid. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

In order to prevail in unfair competition case, plaintiff must prove either that 
defendant has acted unfairly in some manner, or that defendant’s activities have 
caused confusion or mistake, or are likely to cause confusion or mistake, with 
plaintiff’s activities, in the mind of the public. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Injunctive relief may be granted to plaintiff against noncompeting businesses 
in certain cases where defendants are whittling down identity and reputation of 
plaintiff’s names; these are cases where defendants in noncompeting lines delib- 
erately choose a name in order to trade on plaintiff’s reputation and to deceive 
public into believing that they are connected with plaintiffs. 

Eleven year history of defendant’s use without single demonstrated case of 
confusion, dissimilarity between RENOFAB and RENOTEX, difference in nature of 
business, dissimilar advertising, and testimony of actual recognition of dissimilarity 
by plaintiff and one of its customers, make it apparent that there is no likelihood 
of confusion. 

REMEDIES—UNFAIR COMPETITION—DEFENSES 

When precedents on the question of laches and estoppel are closely examined, 
they disclose that estoppel, if established, will preclude a plaintiff with a valid 
claim from securing injunctive relief in an unfair competition case, although 
mere laches will not. 


Action by Renofab Process Corporation et al. v. Renotex Corporation 
for unfair competition. Complaint dismissed. 


Sidney Schwamm, of New York, N.Y. for plaintiff. 


Barron, Rice and Rockmore (George P. Halperin and Eugene V. Weissman 
of counsel), of New York, N.Y. for defendant. 


GELLER, Justice. 

This is an action in equity to enjoin alleged unfair competition on the 
part of defendant in its use of the trade name RENOTEX and for other 
relief to implement the injunction. A claim for damages was abandoned 
on the trial. Thus, the sole issue is plaintiff’s right to injunctive relief. 
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During 1926, plaintiffs Paul and Murray Sertner entered in the 
business of cleaning and hanging household and office furnishings and 
drapes, and thereafter extended their business as hereinafter enumerated. 
They have done business in corporate and partnership form since then, 
using the names Sertners, Incorporated, and the coined word RENOFAB by 
itself and in combination with the words process and propucts. The cor- 
poration and partnership served different functions, as hereinafter set 
forth. The certificate of incorporation of Sertners, Incorporated, was filed 
January 7, 1929. 

A certificate of incorporation of the Renofab Process, Incorporated 
was filed on January 3, 1931. This latter corporation registered RENOFAB 
as a trademark for a dry cleaning fluid in the United States Patent Office 
on July 19, 1932. It was dissolved by proclamation of the Secretary of 
State of the State of New York on December 16, 1935, because of failure 
to pay its taxes. 

Paul and Murray Sertner filed a certificate of doing business as 
partners under the name of Renofab Products Company on November 27, 
1939, in New York County. 

Defendant Renotex Corporation filed its certificate of incorporation 
on July 24, 1945. 

Sertners, Incorporated, filed a certificate of change of name to Renofab 
Process Corporation on May 20, 1949. 

The individual plaintiffs are presently partners doing business under 
the name of Renofab Products Company, and are also the officers and the 
managing personnel of the corporate plaintiff Renofab Process Corporation. 
The partnership is a small business enterprise whose principal concern is 
the marketing of a cleaning fluid under the trademark rRENOoFAB. The 
partnership’s gross annual sales volume, for each year, between 1935 and 
1941, was in the low four figures—(no figures having been furnished for 
the years 1942 to 1948, inclusive)—and for each year between 1949 and 
1955, inclusive, was in higher four figures, except that for 1952 the gross 
volume was $10,232. 

The corporate plaintiff is now in the business of cleaning interior fur- 
niture and drapes in homes, offices and industrial plants (principally in 
homes), upholstery work, storage of furniture and furnishings, and also 
“off location” (not in customer’s premises) carpet cleaning, and “on loca- 
tion” (at customer’s home or place of business) carpet cleaning. No carpet 
cleaning was done directly by the plaintiff entities, but such carpet clean- 
ing was performed through subcontractors, except that commencing in 
the middle of 1955, plaintiff corporation commenced to do “on location” 
carpet cleaning through a staff it then employed. 

Defendant corporation specializes in “on location” carpet cleaning 
principally for offices, showrooms, industrial concerns and the carpet trade 
(home “on location” carpet cleaning constituting only about one-third of 
its gross annual sales). 
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“On location” carpet cleaning was a relatively small part of plaintiff 
corporation’s business, whereas it constituted almost all of defendant’s 
business. Plaintiff corporation’s “on location” carpet cleaning represented 
approximately 10 per cent of its gross volume of business, from 1946 to 
1954, inclusive, and increased to 15 per cent of its gross volume of busi- 
ness, or about $72,000, for 1955. On the other hand, defendant’s “on loca- 
tion” carpet cleaning was more than 90 per cent of its total sales between 
1949 and 1954, inclusive, and was 90.5 per cent of its total sales or 
$96,435 in 1955. No figures have been furnished for the years between 
1945, when defendant was formed, and 1948, inclusive. 

Parenthetically, when plaintiff corporation, during 1955, commenced 
to do its own “on location” carpet cleaning, it took from defendant’s em- 
ployment several of its specially trained men, without its consent. 

In its carpet cleaning operations, the defendant uses a cleaning deter- 
gent known as KARPET-KARE, manufactured by Bigelow Sanford Carpet 
Co. The defendant also has been selling a small volume of two other 
cleaning fluids, known as DRISORBENE and SPRINKLE KLEEN (which are like- 
wise manufactured by the Bigelow Sanford Carpet Co.), to customers 
for whom it has done “on location” carpet cleaning. Such cleaning fluids 
thereafter were used on upholstery and for moth spraying of rugs and 
carpets. The defendant in no way advertises or sells any cleaning fluid 
or detergent under the name of RENOTEX. 

While the plaintiffs’ total expenditure for advertising for all phases 
of its business, for the twenty years 1936 to 1955, inclusive, has been con- 
siderable, the amounts spent each year in advertising RENOFAB cleaning 
fluid were generally small, except in two very recent of the twenty years. 
No breakdown has been supplied regarding plaintiff corporation’s expendi- 
tures in connection with the advertising of RENOFAB services or particularly 
as to its “on location” carpet cleaning. 

The words RENOFAB PROCESS have been listed for many years in the 
classified telephone books under “Cleaners and Dyers” or “Dry Cleaning,” 
and the aforementioned partnership name was listed under “Chemicals” 
and “Cleaning Compounds.” Neither of plaintiffs’ names RENOFAB or 
RENOFAB PROCESS was ever listed under “Carpet and Rug Cleaning,” which 
represents defendant’s specialty and virtually its sole business. However, 
the defendant’s corporate listing of RENOTEX in the phone books has, 
throughout its existence, been under “Carpet and Rug Cleaners” or “Carpet 
Cleaning.” 

Paul Sertner learned of the existence of defendant and its use of the 
name RENOTEX when he passed defendant’s store at No. 997 First Avenue, 
some time before April, 1949, when defendant moved from that location, 
and he also saw defendant’s advertisements of “on location” carpet clean- 
ing, with KARPET-KARE, in the New Yorker Magazine prior to April, 1953. 

The first and only communication by plaintiffs, through its attorney, to 
defendant on the subject of possibility of confusion of trade names, was 
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in April, 1953. Several conferences were held following this letter, which 
dealt with the possibility of a merger between plaintiffs and defendant, 
or defendant becoming a division or part of plaintiffs’ business. Paul 
Sertner, who was present at the conferences, testified that at the first 
conference he referred to the possible confusion in names which might make 
such affiliation or consolidation expedient, but he admitted he raised no 
question of defendant’s right to do business under the name RENOTEX. 

It is eminently clear from the evidence that plaintiff corporation, which 
was not then doing its own “on location” carpet cleaning but subcontract- 
ing the same, was looking for an entity to be associated with it, which 
specialized in “on location” carpet cleaning. In fact, during December, 
1953, Mr. Sertner, on behalf of the plaintiff, requested the defendant to 
perform an “on location” carpet cleaning job for one of its dissatisfied cus- 
tomers, who had called to plaintiff’s attention two other carpet cleaning 
organizations, one of which was the defendant. Sertner testified that know- 
ing the character of defendant’s “on location” cleaning, he retained it on 
behalf of plaintiff to re-do the said carpet cleaning job. Defendant’s bill 
was rendered directly to the plaintiff, who paid the same. Plaintiff, on 
this occasion also, raised no question as to defendant’s right to use the 
name RENOTEX. 

There was no further communication between plaintiffs and defendant 
after December, 1953, except by the commencement of this action on Janu- 
ary 16, 1956. Then, for the first time, did plaintiffs claim that defendant 
had no right to use the name RENOTEX. 

Paul and Murray Sertner, while named as individual plaintiffs in this 
action, have not established any claim as individuals. Their claims, if 
any, arise from their interests as partners in Renofab Process Company 
and as managers of Renofab Process Corporation. 

The partnership’s business is solely the manufacture and sale of the 
cleaning fluid RENOFAB and, as above indicated, its annual volume of such 
business is indeed small. Defendant does not manufacture a cleaning 
fluid. It merely sells a small amount of two cleaning fluids manufactured 
by Bigelow Sanford Carpet Company to customers for whom it does “on 
location” carpet and rug cleaning, when such customers desire to buy same. 
The names of these cleaning fluids, pRISORBENE and sPRINKLE KLEEN do 
not even remotely resemble RENOFAB. As stated above, its “on location” 
carpet and rug cleaning service is done with KARPET KARE. 

The court concludes that there is no likelihood of confusion or mistake 
between the RENOFAB cleaning fluid of the plaintiff partnership and the 
“on location” carpet and rug cleaning services rendered by the defendant. 
There is, therefore, no basis for any unfair competition claim by the 
plaintiff partnership. 

The basic question remaining in the case is whether the defendant, by 
its use of the trade name RENOTEX, is competing unfairly with plaintiff 
corporation. 
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In trademark infringement and unfair competition cases “even more 
than in other litigations, precedent must be studied in the light of the 
facts of the particular case. The ascertainment of probability of confusion 
because of similarity of trade names presents a problem not solvable by 
a precise rule or measure. Rather is it a matter of varying human reac- 
tions to situations incapable of exact appraisement.” Colburn v. Puritan 
Mills, Inc., 108 F. 2d 377, 378 (30 TMR 57). 

When the precedents are examined carefully they disclose that a plain- 
tiff in order to prevail in an unfair competition case must prove either 
(1) that defendant has acted unfairly in some manner, or (2) that defen- 
dant’s activities have caused confusion or mistake, or are likely to cause 
confusion or mistake, with plaintiff’s activities, in the mind of the public. 
In Laurence Pollock, &c. v. Paul H. Pollock, Inc., 282 App. Div. 930, 
the court said a plaintiff cannot succeed where “ * * * the evidence fails 
to disclose any fraud, misrepresentation, deceit, unfairness or palming 
off by defendants, and that there was no proof of confusion or likelihood 
of confusion on the part of the public, or other proof of unfair trade on 
the part of defendants.” 

The court finds that the plaintiffs have not introduced any credible 
evidence of fraud, misrepresentation, deceit, palming off or other unfair- 
ness on defendant’s part in its adoption or use of the name RENOTEX. 
Plaintiff corporation has not proved that defendant knew of, or should have 
known of plaintiff’s use of the name RENOFAB when defendant was incor- 
porated with the name RENOTEX. In this connection, it is significant to 
note that when defendant was incorporated, plaintiff corporation was 
using SERTNERS in its corporate name, and that plaintiff corporation did 
not include RENOFAB in its corporate name until four years after defen- 
dant was incorporated, so that we do not have a case of a plaintiff seeking 
to enjoin a subsequent appropriator of a name. Moreover, plaintiffs’ news- 
paper and magazine advertising directed to the trade name RENOFAB were 
decidedly limited. 

The court finds beyond peradventure that the defendant did not 
endeavor to simulate the usual appearance of plaintiffs’ RENoFAB trade- 
mark. 

The court further finds that plaintiffs have not shown either any 
actual confusion or mistake, or likelihood of confusion or mistake, on 
the part of the public arising from the simultaneous use of the marks 
and trade names of the parties in their respective businesses. Although 
defendant has been using RENOTEX for eleven years in the same general 
geographical area as the plaintiffs, plaintiffs have not proved a single 
instance where anyone has been confused thereby. 

Parenthetically, this is not surprising because plaintiff corporation 
and defendant are basically in different businesses. Defendant’s business 
consists almost entirely of “on location” carpet cleaning: This type of 
work constitutes a small percentage of plaintiff corporation’s business 
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and indeed for all years, except commencing during 1955, was performed 
by subcontractors. 

The telephone listings of RENOFAB and RENOTEX were, as shown above, 
distinctly different. 

Not only did plaintiff fail to produce a single instance of confusion, 
but the conceded fact that one of plaintiffs’ customers asked RENOFAB 
to have RENOTEX re-do a carpet cleaning job performed by RENOFAB, in- 
dicates the plaintiffs’ and the public’s recognition of the difference be- 
tween the two corporations and their respective trade names. 

The court also finds that plaintiffs have not shown either actual injury 
to their business reputation or the likelihood of such injury, nor have they 
shown the dilution of the distinctive quality of their trademark and trade 
name RENOFAB. 

Injunctive relief may be granted to a plaintiff against noncompeting 
businesses in certain cases where defendants are “whitling down” the iden- 
tity and reputation of plaintiffs’ names. These are cases where defen- 
dants in non-competing lines deliberately choose a name in order to trade 
on plaintiffs’ reputation and to deceive the public into believing that 
they are connected with plaintiffs. Long’s Hat Stores Corp. v. Long’s 
Clothes, Inc., 224 App. Div. 497 (18 TMR 562); Tiffany & Co. v. Tiffany 
Productions, Inc., 147 Misc. 679 (23 TMR 117) ; Dunhill of London v. Dun- 
Hill Shirt Shop, 3 F.Supp. 487. These elements are lacking here. 

It is interesting to note that the rule of these and related cases was 
codified in this state, in the so-called “anti-dilution” statute, namely, 
General Business Law, section 368-C(3). 

Under the aforesaid cases, and others on the same subject, there is 
generally: (1) recent appropriation of a name by defendant, and either 
(2) appropriation in a business or goods identical or similar to that of 
the plaintiff, and/or (3) appropriation of the identical mark or symbol 
which has come to be appreciated by the public for excellence in a specific 
sphere, with resort or reference being made to such specific sphere. In 
these eases a plaintiff does not have to wait to actually suffer damages 
through confusion before he can have injunctive relief. The likelihood 
of damage through “dilution” of its mark or symbol is enough. 

In the instant case, the eleven year history of defendant’s use without 
a single demonstrated case of confusion, the dissimilarity between RENOFAB 
and RENOTEX both to the eye and to the ear as well as connotatively, the 
difference in the nature of the businesses, the dissimilar advertising, and 
the testimony of actual recognition of the dissimilarity by plaintiffs and 
one of its customers, make it apparent that there has not been, nor is there 
any likelihood of, confusion or mistake on the part of the purchasing 
public or other damage to the plaintiffs. 

Thus, I find and hold that plaintiffs have been unable to sustain their 
basic claims of unfair competition. Nevertheless, I will consider briefly 
the additional defenses of laches and estoppel. 
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The alleged laches consist of failure to object to defendant’s use of 
RENOTEX between the time in or prior to April, 1949, when Paul Sertner 
noticed defendant’s store, and January, 1956, when the action was started. 
The alleged estoppel consists of plaintiffs indicating to defendant that 
it consented to defendant’s use of RENOTEX from the period commencing 
April, 1953, when plaintiffs’ attorney wrote to defendant and conferences 
were had with the defendant regarding the possibility of a merger, and 
January, 1956. 

When precedents on the question of laches and estoppel are closely 
examined, they disclose that estoppel, if established, will preclude a plain- 
tiff with a valid claim from securing injunctive relief in an unfair com- 
petition case, although mere laches will not. Pflugh v. Eagle White Lead 
Co., 185 F. 769 (1 TMR 101) ;s Landers, Frary & Clark v. Universal Cooler 
Corp., 85 F. 2d 46, 30 USPQ 248 (26 TMR 591); Dwinell-Wright Co. v. 
White House Milk Co., 182 F. 2d 822, 56 USPQ 120 (33 TMR 2); Town 
Taxi Service Corp. v. Green Cab &c. Co., 38 N.Y.S. 2d 529. 

The elements of estoppel have been clearly established in this case. 
Plaintiff clearly permitted defendant to believe that it was consenting to 
defendant’s continued use of the name RENOTEx by its failure to object- 
prior to, during, and subsequent to its meetings and dealings with defen- 
dant in 1953. Defendant clearly relied on this apparent consent and to 
grant relief at this late date would be highly prejudicial to defendant in 
view of the facts that it, in good faith, expanded its business and pur- 
chased additional machinery and equipment since April, 1953. 

In Landers, Frary & Clark v. Universal Cooler Corp., 85 F. 2d 46, 30 
USPQ 248, 251 (26 TMR 591), Learned Hand, J., in sustaining the estop- 
pel defense in that case, said: “When for eight years one plans one’s busi- 
ness on the assumption that one may use a mark, it is a grave dislocation 
of the business to stop its use; the whole selling organization must be recast 
and the market re-educated; nobody can estimate what the losses may be. 
* * * The plaintiff has itself to thank for any confusion which may result ; 
it is too late after all these years now to restore the parties to their relative 
positions at the outset.” 

Moreover, in the case at bar, it is to be emphasized that the parties 
are not in actual competition, and were not at the advent of the defen- 
dant’s business. Under the circumstances, a much lower barrier is pre- 
sented for the defendant to hurdle in establishing its estoppel defense. 

In a leading case in this area of the law, namely, Dwinell-Wright Co. 
v. White House Milk Co., the court said at page 825, 56 USPQ 120, 122 
(33 TMR 2): “If however the question comes up, not when the newcomer 
is actually competing in the owner’s market, but when, as here, he is selling 
goods which the owner has never sold, though they are like enough to 
make people think him their source, the determining considerations are 
different. The owner’s only interest in preventing such a use of his mark 
is because he may wish to preempt the market for later exploitation or 
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not to expose his reputation to the hazard of the newcomer’s business 
practices, or both * * * these interests yield much more readily to any 
conflicting interests of the newcomer than when he invades an existing 
market. * * * The owner’s right in * * * appendant markets are easily 
lost; they must be assailed early, lest they be made the means of reaping 
a harvest which others have sown.” (Emphasis added.) 

Thus, arguendo, even if plaintiffs had established their basic claims of 
unfair competition, they would be precluded, by estoppel, from obtaining 
relief. 

Defendant’s motion to dismiss the complaint made at the end of plain- 
tiff’s case, on which decision was reserved, is denied, and defendant’s mo- 
tion to dismiss the complaint, made at the end and on the whole case, is 
granted, and defendant’s motion for judgment, on the merits, is allowed, 
whereas plaintiffs’ motion for judgment, on the merits, is denied. 

This decision shall constitute the decision of the court in accordance 
with section 440 of the Civil Practice Act. 

Settle judgment accordingly, on five days’ notice. Counsel will please 
eall for their exhibits at Trial Term, Part VI. 


PRECISION APPARATUS CO., INC. v. 
PRECISION METER CO., INC. 


N. Y. Sup. Ct., Spec. Term, Queens Co. — December 27, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Section 964 of New York Penal Law seeks to accomplish what common law 
civil action for an injunction to restrain unfair trade practices and unfair compe- 
tition sought to do, but without attendant formalities and delays entailed in such 
actions; cases have held that proof only by a preponderance of clear and convincing 
evidence is necessary. 

Accent of modern law is clearly upon whether newcomer has sought to capi- 
talize upon prestige, reputation, advertising and good will of predecessor. 

While PRECISION may be a term of widespread use in the electronics field, its 
use as the distinguishing part of a firm name to identify that firm’s product is 
not an ordinary use. 

Where secondary meaning is attached, same words in trade name may not be 
used by any competitor in same geographical area; use of name by other firms 
in other parts of the country cannot justify wrongful use by defendant of name. 

Under section 964 of New York Penal Law, respondent PRECISION METER CO., 
INC. is enjoined from using said name in view of secondary meaning identifying 
petitioner, PRECISION APPARATUS CO., INC. 


Petition by Precision Apparatus Co., Inc. v. Precision Meter Co., Inc. 
under section 964 of New York Penal Law. Petition granted. 


Benjamin M. Gottesfeld, of New York, N. Y. for plaintiff. 
Joseph A. Jacobson, of New York, N. Y. for defendant. 
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Petts, Justice. 


Petitioner, pursuant to section 964 of the Penal Law, upon a petition 
and notice of motion, has applied to this court for an injunction to enjoin 
and restrain the respondent from using the name PRECISION METER CO., 
INC., in its business or any other simulation, derivation or approximation 
thereof, either alone or in conjunction with other words, in connection 
with the business of manufacturing meters or other electronic items, 
and also ordering and enjoining respondent to obliterate, delete and 
remove said name or any simulation thereof in or about its business, es- 
tablishment, stationery, listings, telephone books, signs, advertising and 
wherever else the same may appear. 

In addition to the affidavits submitted on this motion the court heard 
the arguments of counsel for both sides in open court, and at that time a 
list of firms, one of the respondent’s mailed circulars and one of petitioner’s 
brochures were handed up to the court for consideration on this motion. 
The respondent on such argument waived its objection to the affidavits of 
the petitioner sworn to outside the state and lacking the authenticating 
certificate required by section 359 of the Civil Practice Act and consented 
to the same being used and considered on this motion. 

To prevent the use of the name or address of another with intent to 
deceive and mislead, the Legislature enacted this summary special pro- 
ceeding adequate to modern needs, enabling an aggrieved party to obtain 
prompt and permanent relief, without the slow, cumbersome and ofttimes 
unsatisfactory procedure of a plenary action, with its attendant and 
unavoidable delays occasioned by the procedural steps available to the 
parties in such suit. Fainblatt v. Leo Sportswear Co., Inc., 178 Misc. 760, 
54 USPQ 507 (32 TMR 490) ; Playland Hldg. Corp. v. Playland Center, 
Inc., 1 N.Y. 2d 300, 110 USPQ 68 (46 TMR 1192). 

Both civil and criminal remedies are provided by section 964 of the 
Penal Law which are capable of definite severance, the one from the 
other, and the purpose of the statute is to defeat and prevent conduct 
in the nature of commercial fraud. Eliminating the necessity of plead- 
ings, no material injury need be shown, the statute explicitly allowing the 
court to grant an injunction “without requiring proof that any person 
has in fact been deceived or misled.” Julius Restaurant, Inc. v. Lombardi, 
282 N.Y. 126, 45 USPQ 109 (30 TMR 187); Fainblatt v. Leo Sportswear 
Co. and Playland Hidg. Corp. v. Playland Center, Inc., supra. The courts 
have been both zealous and realistic where the name sought to be protected 
is one of established and long standing and the usurper is a relative 
newcomer. And referring to the summary nature of the statute the Court 
of Appeals in the Julius Restaurant, Inc., case at page 129, 45 USPQ at 
110 (30 TMR 187), said: “Generally, a wrong prevented results in better 
justice than an attempted cure.” 

The statute, in its civil aspects, seeks to accomplish what the common 
law civil action for an injunction to restrain unfair trade practices and 
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unfair competition sought to do, but without the attendant formalities 
and delays entailed in such actions. And although this civil remedy is 
embodied in a penal law, the cases have held that proof only by a prepon- 
derance of the clear and convincing evidence is necessary. (Playland 
Hidg. Corp. and Fainblatt cases, supra; Association of Contracting Plumb- 
ers of City of New York v. Contracting Plumbers Association of Brooklyn 
and Queens, 302 N.Y. 495, 498, 89 USPQ 629, 631 (41 TMR 697) ; Rayco 
Mfg. Co. v. Layco Auto Seat Cover Center, 205 Mise. 827, 101 USPQ 39 
(44 TMR 813); Overseas News Agency, Inc. v. Overseas Press, Inc., 183 
Misc. 40, 62 USPQ 510, aff’d 268 App. Div. 856, 63 USPQ 361 (34 TMR 
329). 

The controlling issue herein is whether the respondent by appropriating 
unto itself a part of the petitioner’s trade name and format has unfairly 
and with intent to deceive and mislead the public, particularly those 
engaged in the electronics field, committed a commercial fraud. Corning 
Glass Works v. Corning Cut Glass Works v. Corning Cut Glass Co., 197 
N.Y. 173; Ball v. Broadway Bazaar, 195 N.Y. 429; Higgins Co. v. Higgins 
Soap Co., 144 N.Y. 442. It is not part of petitioner’s case that it establish 
an exclusive right to the name. Kayser & Co. v. Italian Silk Underwear 
Co., 160 App. Div. 607, 616 (4 TMR 58). The accent of the modern law 
on this subject is clearly upon whether the newcomer has sought to cap- 
italize upon the prestige, reputation, advertising and good will of the 
predecessor. Fisher v. Star Co., 231 N.Y. 414, 427 (11 TMR 333) ; Santa’s 
Workshop v. Sterling, 282 App. Div. 328, 98 USPQ 463. 

Since this proceeding is summary in nature, the right to an injunction 
must be established in a clear and convincing manner. As stated by Fuld, 
J., in the Playland case at page 303, 110 USPQ at 69: “ * * * That does 
not mean, however, that the right may be defeated by a bare denial of 
intent to deceive or mislead the public. The proceeding ‘will still lie where 
the respondent fails by affidavit to establish a true issue of fact,’ and in- 
substantial or incredible averments will not suffice to raise such an ¢ssue. 
Industrial Plants Corp. v. Industrial Liquidating Co., 286 App. Div. 568, 
572, 107 USPQ 334, 336 (46 TMR 103) ; see Alexander’s Department Stores 
v. Cohen, 295 N.Y. 557.” (Emphasis supplied. ) 

It appears that in 1932, Solomon M. Weingast, the president of the 
petitioner, and one Murray I. Mentzer, now deceased, formed a partner- 
ship under the firm name and style of PRECISION APPARATUS COMPANY, and 
duly filed the certificate of doing business required by law, and commenced 
manufacturing and selling various types of electronic equipment, includ- 
ing meters. That thereafter, on March 27, 1946, the partnership was in- 
corporated as PRECISION APPARATUS CO., INC. That since its inception, the 
ownership of said business has remained the same, except that upon the 
death of Mentzer, his widow and son acquired and continue to hold 50 per 
eent of the corporation’s stock, the other 50 per cent being retained by 
said Weingast. That thereafter petitioner caused to be formed Pace Elec- 
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trical Instruments Co., Inc., a wholly owned subsidiary of the petitioner 
having the same offices, quarters and officers of petitioner, and being the 
meter division of petitioner. 

It further appears that said subsidiary was originally named Elec- 
tronic Holding Corporation, and that petitioner seeking a word that would 
more aptly associate and convey to those in the electronics field that the 
product manufactured was the product of the Precision Apparatus Co., 
Inc., coined the word Pace by utilizing the first letters of Precision Ap- 
paratus Co. in petitioner’s name and adding the letter “e” for “enter- 
prise,” changed the name of Electronic Holding Corporation to Pace 
Electrical Instrument Co., Inc. This court finds that explanation for peti- 
tioner’s adoption of the word pace satisfactory and convincing, especially 
so, in this day and age when considerable time, effort and expense is used 
in the quest for a coined word that can most suitably be identified with 
the name of the manufacturer of the product advertised. It also appears 
from the affidavits petitioner has submitted and from the argument has 
submitted and from the argument before the court, that those of the public 
in the electronics field knew and understood that pace signified Precision 
Apparatus Company, Inc., and that the product advertised was the prod- 
uct of the Precision Apparatus Company, Inc. 

The record here disclosed that from April 30, 1943, until November, 
1954, petitioner occupied an entire building at No. 92-27 Horace Harding 
Boulevard, Elmhurst, Queens, New York, for the manufacture of elec- 
tronic instruments, and thereafter moved to a building erected to its 
specifications at No. 70-31 Eighty-Fourth Street, Glendale, Queens, New 
York, consisting of about 21,300 square feet and about 14,000 square feet 
of additional open space immediately adjacent to said building. That said 
building houses all of petitioner’s divisions including the meter division. 

It appears, further, that since the commencement of business petitioner 
has built up a substantial trade and valuable good will in the field of 
electronics and has spent thousands of dollars in advertising its products 
as well as its name, with the word precision boldly and prominently dis- 
played, so that the name PRECISION is known throughout the United States 
and in foreign countries as one of the leading manufacturers of electronic 
instruments, including meters; that since the inception of business peti- 
tioner has particularly adopted and used a format in the manner in which 
the word PRECISION is laid out as shown on all its brochures and advertise- 
ments, and the name PRECISION has become to be known throughout the 
trade as meaning Precision Apparatus Company, Inc., and its products 
are recognized and well known by the general electronics trade as PRECISION 
(APPARATUS COMPANY, INC.) products. 


The record further discloses that on or about April 13, 1956, respon- 
dent, fully aware of the business conducted by petitioner and its subsidiary 
and of the foregoing facts, disregarding petitioner’s rights, willfully and 
deliberately caused a corporation to be formed under the name of Preci- 
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sion Meter Co., Inc., and thereafter during August or September, 1956, 
commenced doing business at No. 126 Greenpoint Avenue, Brooklyn, N.Y., 
in the same metropolitan area as petitioner and but a ten-minute motor 
ride from petitioner’s plant. 

It appears that the parties interested in the respondent as officers, 
stockholders and directors are Harry Lederman, Charles Bernstein and 
Roman Sicho, and that Lederman and Bernstein were formerly interested 
in and employed by Electronic Instrument Company, a competitor of 
the petitioner, and that from time to time one Preston Mack of Kaelber & 
Mack, petitioner’s manufacturer’s representative, called on Lederman at 
Electronic Instrument Company and sold to that company the meter of 
PRECISION manufactured by Pacs, its subsidiary, and left with Lederman 
petitioner’s brochures. It also appears that Roman Sicho, prior to becom- 
ing associated with respondent, and during 1955, went into partnership 
with one Max Liebler in the manufacture of meters. Max Liebler, up to 
the time of his partnership with Sicho, was manager of the meter divi- 
sion of petitioner, namely, pace. Thereafter, the business venture of Sicho 
and Liebler was sold, and Sicho, armed with all the information concerning 
PRECISION operations, joined with Lederman and Bernstein in forming the 
respondent corporation for the purpose of capitalizing on the reputation 
and good will of the petitioner. 

The record also discloses that petitioner on June 26, 1956, and again in 
August, 1956, wrote respondent and its three principals, Lederman, Bern- 
stein and Sicho, advising them to discontinue the use of the name PRECISION 
in connection with the sale of competitive lines and particularly the sale 
of meters, and that the use of the name PRECISION by respondent would 
mislead the public into believing respondent and petitioner were one and 
the same; also that respondent’s principals were fully aware of petitioner’s 
business methods and advertising, and advising respondent that its use 
of the name PRECISION was illegal, unfair trade practice and tended to 
mislead the public. It appears that respondent disregarded said com- 
munications and has persisted in the use of the name PRECISION, contend- 
ing that it has the right to use the descriptive word PRECISION in its 
corporate name. 

While PRECISION may be a term of widespread and common usage in 
the electronics field, its use as the distinguishing part of a firm name to 
identify that firm’s product is not an ordinary or common use and when so 
used in extensive advertising of that firm’s product the word derives a 
secondary meaning in that it becomes associated with said firm’s product, 
not as descriptive of the quality of the product, but in such a way as to 
rather practically name the manufacturer thereof. 


In Golenpaul v. Rosett, 174 Mise. 114, the court stated at page 115, 45 
USPQ 45, 46: “At the present time, however, the law of ‘Unfair Competi- 
tion’ lays stress upon the element of unfairness rather than upon the ele- 
ment of competition and recognizes that where any name or mark or symbol, 
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even though consisting of commonplace words of the English language, 
has come to signify in the public mind the product or business of a par- 
ticular individual or group of individuals, such name or mark or symbol 
cannot be used by another individual or group of individuals in such 
way as to lead the public to believe that the product or business of the 
latter is the product or business of the former. Illustrations of that rule 
are numerous. Philadelphia Storage Battery Co. v. Mindlin, 162 Misc. 52 
(27 TMR 375); Tiffany & Co. v. Tiffany Productions, Inc., 147 Id. 679 
(23 TMR 117) ; aff’d 237 App. Div. 801; aff’d 262 N.Y. 482; Forsythe Co., 
Inc. v. Forsythe Shoe Corporation, 234 App. Div. 355 (22 TMR 327); 
Vogue Co. v. Thompson-Hudson Co., 300 F. 509, 512 (138 TMR 349); Yale 
Electric Corporation v. Robertson, 26 F. 2d 972, 974 (18 TMR 321) ; Patten 
v. Superior Talking Pictures, Inc., 8 F. Supp. 196, 23 USPQ 248 (24 TMR 
550). (Emphasis by the court.) 

The law in the federal courts is analogous to that heretofore stated. 
In Selchow & Righter Co. v. Western Printing & Lithographing Co., 29 F. 
Supp. 569, 43 USPQ 387 (29 TMR 625), aff’d 112 F. 2d 430, 46 USPQ 328 
(31 TMR 118), the court at page 571, 43 USPQ at 389, stated the law to be 
as follows: “A word may be purely generic or descriptive, and so not 
capable of becoming an arbitrary trademark, and yet there may be an 
unfair use of such word or symbol which will constitute unfair competi- 
tion.” 

Where such secondary meaning has attached, the words may not be 
used by any competitor in the same geographical area. Here both peti- 
tioner and respondent are in the metropolitan area of the City of New 
York. Wholesale Service Supply Corp. v. Wholesale Bldg. Materials Corp., 
304 N.Y. 854, 97 USPQ 483 (43 TMR 928) Playland case, supra. 

Respondent’s advertisement, shown in petitioner’s Exhibit I, stimulates 
the advertisements of petitioner shown in petitioner’s Exhibits J-1 to 
J-7, inclusive, as it relates to the format of the words PRECISION METER CO. 
exactly simulating the format used by the petitioner, so that those in the 
electronics business would be misled into believing that Precision Ap- 
paratus Co., Inc., and Precision Meter Co., Inc., are one and the same or 
allied with each other. This also applies to the circular which respondent 
mailed to Coil Winders, Inc., which was handed up to the court on the 
argument of this motion. Petitioner’s Exhibit B also demonstrates to the 
satisfaction of this court that the meters made by Pacsg, the meter division 
and subsidiary of the petitioner, so advertised, are the products of Precision 
Apparatus Co., Inc. 

Although the statute does not require proof that any person has in 
fact been deceived or misled, petitioner has nevertheless shown that one 
concern was so misled as to ship merchandise ordered and intended for 
respondent to the petitioner. This is some probative evidence that respon- 
dent’s use of the name Precision Meter Company, Inc., is misleading and 
deceiving to the electronic trade. 
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The prior connections and association of Lederman and Bernstein 
and Sicho, above mentioned and the knowledge they had acquired of 
PRECISION meters thereby, as well as their knowledge of the manufacture of 
meters by PRECISION through its subsidiary PACE and the extensive adver- 
tising done by petitioner in prominently designating their meter product 
PRECISION with the coined word pack, known to the trade to mean Precision 
Apparatus Company, Inc., makes it convincing and clear to this court that 
the respondent appropriated the word PRECISION as part of its corporate 
name, with the deliberate intent to deceive and mislead the public and to 
capitalize upon the name, good will and extensive advertising of the peti- 
tioner herein. 

The respondent has failed to establish any true issue of fact by the 
affidavits submitted here and the insubstantial and incredible averments set 
forth therein do not suffice to raise such an issue. The belicose and dog- 
matical arguments in the affidavits of respondent, replete as they are 
with vituperative, spirited and sometimes transcendential characteriza- 
tions of the motives and contentions of the petitioner, do not factually estab- 
lish the premise the respondent has urged in its defense against the peti- 
tion. A precis of the facts disclosed here inhibits any approval of the 
respondent’s contentions and epitomizing the evidence, the result is clear 
that deceit and illegal appropriation has been shown. 


With all the words in the dictionary from which to select, why did 
respondent seize upon and adopt and use the word precision for the be- 
ginning of its corporate name? With the prior connections and knowledge 
its principals had acquired, as aforesaid, the court is clearly convinced 
that respondent adopted the word “precision” for its corporate name 
with the intent to capitalize upon the valuable, expensive and extensive 
advertising PRECISION had done over the years in building up a reputation 
and good will among the electronic trade, and to deceive and mislead 
those in the electronics field. This conclusion is further fortified by respon- 
dent’s simulation of petitioner’s oblique line in the format of the adver- 
tising. 

The disclosures here, unequivocally, convince the court that the use 
by respondent of the name PRECISION METER COMPANY, INC., and its adver- 
tising the meter it manufactured under that name, using the oblique line 
used by petitioner in its advertising, was all done with the deliberate in- 
tention to deceive and mislead the public in the electronic field and that such 
conduct violated section 964 of the Penal Law. 


Actual competition need not be shown; what matters is that the public 
may confuse the respondent’s product with those of the petitioner. N.Y. 
World’s Fair 1939, Inc. v. World’s Fair News, Inc., 163 Misc. 661 (28 
TMR 27). The difference in size between respondent and petitioner is not 
ground for denying relief. Atlas Corp. v. Atlas Investing Corp., 98 N.YS. 
2d 60; Rayco Mfg. Co. and Playland cases, supra. The use of the name 
PRECISION by other business firms in other parts of the country cannot jus- 
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tify the wrongful use by respondent of that name. Nims, Unfair Competi- 
tion and Trademarks [4th Ed.], Vol. 1, section 38; Smith Co. v. Pharma- 
ceutical Co., 270 N.Y. 184, 29 USPQ 93 (26 TMR 479); Playland case, 
supra. 

Without going into further minute details it is enough to say that this 
court is entirely satisfied that the respondent adopted the corporate name 
PRECISION METER COMPANY, INC., and adopted the oblique line simulating 
petitioner’s advertising format, for the purpose of indulging in unfair 
competition and with the design and intent to create and cause deception 
and confusion with the trade name of the petitioner and with intent to 
deceive and mislead the public in the electronics field. 

The relief prayed for in the petition is granted. Settle order. 


GROVE LABORATORIES, INC., doing business as BEAUMONT 
LABORATORIES v. APPROVED PHARMACEUTICAL 
CORPORATION 


No. 4951 — D. C., N. D. N. Y. — January 2, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 





REGISTRABILITY—SECONDARY MEANING MARKS 

A descriptive mark may be registered under the Lanham Act where secondary 

meaning is shown and in the case at bar the mark 4-way was found to have 
acquired such meaning when used in connection with cold remedy pills. 

Plaintiff’s registered mark 4-way may be condemned as descriptive only if it 
describes the qualities, ingredients, or characteristics of the product to which it is 
attached. While the said mark, when used on a cold remedy, suggests the methods 
employed in rendering relief—plaintiff’s packages listed four effects or results to 
be obtained from the product—the mark does not describe the goods in the manner 
proscribed and hence it is a valid trademark. 

Suggestive marks are not invalid. 












REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
















REMEDIES—INFRINGEMENT—EVIDENCE 

Actual confusion is not necessary to sustain a claim of trademark infringement. 

The similarity of the marks in appearance and suggestion, the strength of 
plaintiff’s mark, the area and manner of the use of the marks, and the degree of 
care exercised by prospective purchasers are elements for consideration in deter- 
mining the question of likelihood of confusion. 

Despite the absence of any particular similarity in appearance between the 
marks 4 way and 7 wAy—both used on cold remedies—the similarity of suggestion 
was sufficient to constitute infringement. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
When one uses a mark in such manner as to create in the minds of the pur- 


chaser the impression that it represents the goods of another, then he competes 
unfairly. 
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Action by Grove Laboratories, Inc., doing business as Beaumont Labora- 
tories v. Approved Pharmaceutical Corporation for trademark infringe- 
ment and unfair competition. Judgment for plaintiff. 


Mackenzie, Smith, Lewis, Michell & Hughes and Gustav Blaustein, of 
Syracuse, New York, and Woodson, Pattishall & Garner, Lewis 8. 
Garner, and Jeremiah D. McAuliffe, of Chicago, Illinois, for plaintiff. 

Sidney H. Greenberg, of Syracuse, New York, for defendant. 


BRENNAN, Chief Judge. 

The complaint in this action, as supplemented, alleges two separate 
claims for relief. (1) A claim based upon the alleged infringement of plain- 
tiff’s registered trademark. (2) A claim for relief based upon unfair compe- 
tition in the use by the defendant of an alleged infringing mark. Jurisdic- 
tion of the court appears to be based both on diversity of citizenship and 
under the provisions of the Lanham Act 15 U.S.C. 1051-1127. 

The answer of the defendant denies the material allegations of the 
complaint; alleges as a defense its own good faith and further alleges 
as a defense and counterclaim that the mark of the plaintiff is void and 
prays for its cancellation. 

The issues created by the pleadings principally involve (1) the validity 
of plaintiff’s mark; (2) the infringement; and (3) the existence of a sec- 
ondary meaning created by plaintiff’s mark. The likelihood of confusion 
of the source of the product to which plaintiff’s mark and the alleged in- 
fringing mark are attached, is an issue which may well be applicable to 
both the trademark infringement and the unfair competition action. The 
action was tried to the court. The trial record is fairly lengthy. Very little, 
if any, of the evidence offered is disputed and the essential facts are sum- 
marized below. 

Plaintiff is a Delaware corporation, having its principal place of busi- 
ness at St. Louis, Mo. For some years it has been engaged in the manufac- 
ture and sale to dealers of pharmaceutical products, including cold tablets, 
which since about 1935 have been distributed to retail outlets in a white 
cardboard, slide box, bearing the numeral “4” and the word way on a red 
background in a conspicuous position thereon. As so placed, the numeral 4 
appears above the word way. On the sides of the box are listed four effects 
or results to be obtained by the use of the tablets. 

The plaintiff’s mark 4-way was registered in the U. S. Patent Office on 
Feb. 26, 1935. This registration was under the 1905 Act. The mark was 
republished on Sept. 4, 1951 under the Act of 1945. The supplemental 
complaint alleges and the record shows that the mark was also regis- 
tered in the U. S. Patent Office in 1954 or 1955 and in the state of New 
York on June 30, 1954 under appropriate state statutes. 

Plaintiff’s product, contained in the box upon which the mark was 
affixed, consisted of a pink colored tablet intended to function so as to af- 
ford relief from common colds. It has been extensively and nationally 
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advertised from 1935 to the present date at a total expenditure of over 
ten million dollars. The sales of the product have increased from year to 
year since 1935 and the total in money value exceeds twenty-seven million 
dollars. The annual sales appear to bear a somewhat consistent relationship 
to the amount of advertising expense. The tablets are extensively handled 
by retail distributors throughout the United States. The product is na- 
tionally known. The twelve tablet box is sold at retail for twenty-three 
cents. 

The defendant is a New York corporation, doing business at Syracuse, 
N. Y. Its business, which was started in June 1950, is likewise principally 
involved in pharmaceutical preparations or products. As to the item in 
controversy here, it purchases capsules, intended to afford relief in the 
ease of colds, from a manufacturer and packages and distributes same 
principally to drug stores in Northeast United States, including Ohio, 
Pennsylvania, New York, Massachusetts and Connecticut. It packages 
its cold capsules in a glass bottle to which is attached a label which dis- 
plays conspicuously the numeral “7” and the word way in the following 
form—7-way. Underneath or below the above numeral and word in a 
smaller type are the words COLD CAPSULES and underneath those two words 
“with quinine.” The label lists seven ingredients apparently contained in 
each capsule. 

Two-thirds of defendant’s cold capsules are labelled as above, the 
designation 7-way appearing on a salmon colored background. The re- 
maining one-third is distributed in the same type of container and the 
label differs principally in that the name of the particular drug store to 
which the defendant makes its sale is imprinted thereon—as for example— 
HAMMONDS 7-WAY COLD CAPSULE. On each of such labels the words 7-way 
appear on a different colored background. It is evident that the volume of 
the cold capsules distributed by the defendant is not large when compared 
with that of the plaintiff. The amount of defendant’s sales does not appear 
in the record. Defendant does no advertising of its capsules except to 
provide a display carton or holder for the use of the druggist or retail seller. 
The sixteen tablet bottle retails for forty-nine cents. 

Evidence offered bearing upon the question of confusion or mistake as 
to the source or origin of the capsules was voluminous. In addition to some 
four or five witnesses who testified at the trial, the plaintiff took the deposi- 
tions of several witnesses at Albany, N. Y., Erie, Pa., Buffalo, N. Y. and 
Cleveland, O. To discuss their evidence in detail is unnecessary. It is 
sufficient to say that persons who might be termed prospective purchasers 
of cold remedies were called after having been shown the defendant’s 
packaged product with the 7-way legend thereon and were asked as to 
their reaction thereto. The replies were varied but there was substantial 
evidence to show that the 4-way tablet was well-known in the consumer 
trade and that the same was called for and purchased by customers using 
that designation or the designation of 4-way COLD TABLETS. In other words, 
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it was recognized by consumers as a brand name product. Substantial evi- 
dence also showed that upon being shown the container containing defen- 
dant’s product that the reaction was that it was an improved 4-way cold 
remedy placed upon the market by the same company. The mark 7-way 
in most instances invoked a mental association with the 4-way product. 

The defendant called three drug store operators engaged in business 
at the city of Syracuse. They were permitted to express their opinions 
as to whether or not customer confusion would exist in the matter of the 
plaintiff’s and defendant’s product. Their replies were negative in effect 
and they further testified that no instances of actual customer consumer 
confusion came to their attention. With the above outline of facts, the 
applicable law will be briefly discussed. 

Although no question was raised upon the trial, the defendant urges 
in the brief submitted that plaintiff has failed to show a use by the de- 
fendant of the alleged infringing name in interstate commerce. Even 
though the point was not raised at the trial, there is sufficient evidence to 
satisfy the requirement of the statute. The managing agent of the defen- 
dant testified that the area of defendant’s operations constituted northeast 
United States including five specific states, previously mentioned herein. In 
addition, the defendant offered in evidence as an exhibit a labelled bottle 
container of defendant’s product prepared for and apparently sold to a 
drug concern at Cleveland, Ohio. Plaintiff’s interstate us of its mark, is 
plainly affected. The contention is rejected. Admiral Corp. v. Penco Inc., 
203 F.2d 517 at 520, 97 USPQ 24, 26 (48 TMR 616). 

The validity of plaintiff’s mark would seem to be the next question to 
be decided. Defendant’s contention in that regard is limited to the claim 
that same is essentially descriptive and may not be made the subject of a 
valid trademark. 

A discussion of the many cases cited by both litigants on this particular 
question would serve no useful purpose. A descriptive mark may now be 
registered under the provisions of the present act, provided a secondary 
meaning is established. 15 U.S.C. 1052(f). That plaintiff's mark has 
acquired such a meaning is hardly open to argument. 

In any event, the 4-way mark is not descriptive in the sense the term 
is used in the decisions which discuss the same contention. Plaintiff’s 
mark carries the presumption of validity. 15 U.S.C. 1057(b). It may be 
condemned as descriptive only if it describes the “qualities, ingredients or 
characteristics” of the product to which it is attached. Beckwith v. Commr. 
of Patents, 252 U. S. 538 at 543 (10 TMR 255). The mark alone does not 
describe any of the above items but when used in connection with a 
remedy for colds, at best is suggestive only of methods employed in render- 
ing relief. 

Suggestive marks are not invalid. Dietene Co. v. Dietrim Co., 225 
F.2d 239, 106 USPQ 344 (45 TMR 1481); Douglas Laboratories Corp. v. 
Copper Tan, 210 F.2d 453, 100 USPQ 237 (44 TMR 657) ; Independent 
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Nail & Packing Co. v. Stronghold Screw Products Inc., 205 F.2d 921, 
98 USPQ 172 (48 TMR 182). See also Artype Inc. v. Zappulla, 228 F.2d 
695, 108 USPQ 51 (46 TMR 421) ; Standard Brands v. Smidler, 151 F.2d 
34, 66 USPQ 337 (35 TMR 277). 

Infringement under the statute (15 USC 1114(1) ) exists if it be deter- 
mined here that defendant uses its mark in connection with the sale of its 
capsules in a manner likely to cause confusion or mistake or to deceive 
purchasers as to the source or origin of such capsules. Actual deception or 
confusion is not necessary. Maternally Yours, Inc. v. Your Maternity Shop, 
Inc., 234 F.2d 538, 110 USPQ 462 (46 TMR 1509). Each case must be con- 
sidered separately and precedents are not conclusive. LaTouraine Coffee Co. 
v. Lorraine Coffee Co., 157 F.2d 115, 70 USPQ 429 (36 TMR 271). 
Similarity of the marks in appearance and suggestion, the strength of 
plaintiff’s mark, the area and manner of the use of the marks, and the 
degree of care to be exercised by prospective purchasers are all elements 
to be considered. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
supra, p. 543, 110 USPQ at 465 (46 TMR 1509). It is common knowledge 
that cold remedies are purchased by all classes. The educated and the 
ignorant, the old and the young, the discerning and the careless are 
all consumers. 

While here the defendant’s mark is not particularly similar in ap- 
pearance to plaintiff’s mark, it definitely has a similarity in its suggestion. 
This is not theoretical. The evidence establishes same. Likelihood of con- 
fusion as to source is not a matter of inference alone. Actual confusion 
of source appears in the evidence which bears the stamp of reliability. 
Defendant criticises the manner in which the witnesses, who gave such 
testimony, were obtained but I see no reason for the rejection of their 
testimony. The evidence itself is apparently competent (Square D Co. 
v. Sorenson, 224 F.2d 61 at 64, 106 USPQ 45, 47 (45 TMR 1102) and is in 
accord with the inference in which the trier of the fact may indulge. 


That the court finds that the plaintiff’s mark has acquired a secondary 
meaning has been intimated above. Perhaps such a finding is not seriously 
contested. The doctrine of secondary meaning and evidence necessary to 
establish its existence is discussed in the decision of this court in Automatic 
Washer Co. v. Easy Washing Machine Corp., 98 F.Supp. 445 at 450-451, 
89 USPQ 524, 527-528 (41 TMR 689). Following the test outlined therein 
and having in mind the evidence offered here which bear upon the elements 
necessary to establish the doctrine, it is clear that 4-way means plaintiff’s 
product. As the testimony shows, it is a recognized “brand name.” Sec- 
ondary meaning is thereby established. 

Much that has been stated above respecting infringement applies to 
the action for unfair competition “ * * * which is a somewhat broader 
phrase of the same wrong.” Standard Brands v. Smidler, supra, p. 37, 
66 USPQ at 340 (35 TMR 277). Whatever law is applied, a finding that 
defendant has competed unfairly follows. 
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When one uses a mark in such a form or manner as to create in the 
minds of the purchaser, the impression that same represents the goods of 
another, he competes unfairly. Absence of intent to injure is not required. 
Nat. Van Lines v. Dean, 237 F.2d 688 at 692-693, 111 USPQ 165, 168 
(47 TMR 198). It may be observed that it seems strange that defendant 
would by coincidence alone choose an arbitrary mark for its cold capsules 
which would in any way incorporate the numerals or words of the mark 
of its well-known, well advertised and widely accepted competitor. It is 
no answer that defendant’s product is a small part of its business activity. 
“Even so, one cannot ride on another’s coattails in the inevitable process 
of becoming bigger * * * .” LaTouraine Coffee Co. v. Lorraine Coffee Co., 
supra, p. 119, 70 USPQ at 433 (36 TMR at 275). 

There remains the question of the relief to be granted. That an injunc- 
tion should be granted is certain. There is however no evidence of the 
extent of plaintiff's money damage. The amount of defendant’s sales is 
not shown although the inference exists that they were not large in amount. 
Under the circumstances, no accounting of profits will be ordered. Cham- 
pion Plug Co. v. Sanders, 331 U.S. 125 at 131, 73 USPQ 133, 136 (37 TMR 
323). Plaintiff may have its costs, legal disbursements and disburse- 
ments made under the order of the court relative to depositions taken 
before trial. No exceptional circumstances are shown which warrant the 
allowance of attorney’s fees. 


CoNCLUSIONS OF LAW 


1. This is an action for trademark infringement and unfair competi- 
tion. 

2. The Court has jurisdiction of the parties to and the subject matter 
of this litigation. 

3. Plaintiff’s mark 4-way is a valid registered and common law trade- 
mark as applied to and pertaining to its product cold tablets. 


4. Plaintiff’s mark had acquired a secondary meaning at all the times 
relevant to this litigation. 


5. Defendant’s use of the mark 7-way in connection with the sale of 
its cold capsules constitutes an infringement of plaintiff’s registered mark 
and has likewise competed unfairly with the plaintiff in the matter of the 
sale of the products referred to above. 


6. Plaintiff is entitled to an injunction restraining the further use 
of defendant’s mark in a manner to constitute an infringement of plain- 
tift’s registered mark and to compete unfairly with the plaintiff as above 
indicated. 


7. Plaintiff is entitled to its cost and disbursements as outlined above. 


A decree may be submitted in conformity with the findings and con- 
clusions made herein. 
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ELECTROLUX CORPORATION v. VAL-WORTH, INC. et al. 


N. Y. Sup. Ct., Special Term, N. Y. Co. — January 14, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE ADVERTISING 

Plaintiff for many years has manufactured and serviced vacuum cleaners under 
the mark ELECTROLUX, for which it has registration. Defendant Vacuum Cleaner 
Conservation purchased used Electrolux machines which it reconditioned and sold 
through defendant Famous Vacuum Shops under the ELECTROLUX mark. Defendants 
reconditioned machines by stripping others, reassembling and using parts not made 
by plaintiff. Defendant advertised the rebuilt machines on T.V. as ELECTROLUX 
“rebuilt by the famous vacuum company” which was deceptive as to the identity 
of the rebuilder. Defendant Vacuum Cleaner Conservation also sold their own 
vacuum cleaners and rewarded their salesmen for switching sales from the adver- 
tised ELECTROLUX machines. It is actionable injury to advertise rebuilt machines 
as ELECTROLUX unless completely rebuilt with ELECTROLUX parts. Bait advertising 
is unfair to public and owner of well known trademark, and failure to disclose 
name of rebuilder is deceptive and misleading. Plaintiff is entitled to a permanent 
injunction against a continuation of the acts specified and to damages for lost 
profits of plaintiff and profits of defendants attributable to their acts of unfair 
competition. 


Action by Electrolux Corporation v. Val-Worth, Inc., Vacuum Cleaner 
Conservation Company, Inc., Solomon Sacks, Al Wolf, and David Clark 
for unfair competition. Judgment for plaintiff. 


Hicks & Weller (Hamilton Hicks, Meredith L. Kent, and Thomas C. Betts 
of counsel) of New York, N.Y., for plaintiff. 


Raymond Sacks (Sydney 8S. Bobbe of counsel) of New York, N.Y., for 
defendants Sacks and Vacuum Cleaner Conservation Company, Inc. 


DINEEN, Justice. 


The issues of fact herein having duly come on to be tried before the 
Court at Special Term, Part VI, and the counterclaim of the defendants 
Vacuum Cleaner Conservation Company, Inc. and Solomon Sacks having 
been withdrawn in open court, and the allegations and proofs of the parties 
having been fully heard. 

Now, after hearing Hamilton Hicks, Esq., of counsel for the plaintiff, 
and Sydney S. Bobbe, Esq., of counsel for the defendants Vacuum Cleaner 
Conservation Company, Inc. and Solomon Sacks, and the defendants Al 
Wolf and Val-Worth, Inc. having appeared in person by Abraham Wolf 
(sued as “Al Wolf”) individually and as president of Val-Worth, Inc., 
and the defendant David Clark having failed to appear, and due delibera- 
tion having been had, I decide and find as follows: 


Finpinos or Fact 


First: Plaintiff is, and since 1931 has been, a Delaware corporation 
duly qualified to do business in New York, having offices for the transac- 
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tion of business at 500 Fifth Avenue, City, County and State of New York 
and elsewhere throughout the City and State of New York and throughout 
the United States. 


Second: That plaintiff is the successor in business of ELECTROLUX, INC., 
a New York corporation. 


Third: In 1938, plaintiff acquired the good will and trademark of its 
predecessor in title, Electrolux, Ine. Plaintiff and its predecessor con- 
tinuously for at least twenty-nine years have been engaged in the busi- 
ness of manufacturing, selling, servicing and repairing electrically op- 
erated vacuum cleaners and accessories under the trade name and mark 
ELECTROLUX. 


Fourth: Plaintiff is the owner at common law of the trade name 
ELECTROLUX applied to electrically operated vacuum cleaners and goods of 
the same descriptive properties. Said trade name has been duly registered 
as a trademark in the United States Patent Office, with the Department 
of State of the State of New York and elsewhere in the United States. 


Fifth: That on or about July Ist, 1938, plaintiff acquired all right, 
title and interest in the business of manufacturing and selling vacuum 
cleaners under the name ELECTROLUX, with the good will, patent rights, 
trademarks and trade names belonging to Electrolux, Inc. and used in con- 
nection with its business of selling such vacuum cleaners. 


Sixth: That the plaintiff and its said predecessor have continuously, 
for at least twenty-five years, been engaged in the business of manufactur- 
ing and selling vacuum cleaners and accessories under plaintiff’s trade 
name and mark: ELECTROLUX, which trade name has been duly registered 
as a trademark in the United States Patent Office and assigned to the 
plaintiff on or about July 1, 1938. 


Seventh: Plaintiff has a valuable name and good reputation. 


Eighth: Plaintiff’s trade name and mark is prominently displayed 
on plaintiff’s goods in the form shown in the paragraph of the Complaint 
numbered Sixteenth. 


Ninth: That for many years, plaintiff’s predecessor in title, Electro- 
lux, Ine., manufactured and sold a vacuum cleaner known as Model XII 
under the name ELECTROLUX, which model has not been manufactured since 
the year 1938, at which time a new model, XXX, was manufactured by 
the plaintiff; and in the year 1952 still another model, LX, was manu- 
factured by the plaintiff. 


Tenth: For many years, and until 1938, plaintiff’s predecessor in title 
manufactured and sold the Model 12 vacuum cleaner under the name 
ELECTROLUX. Plaintiff sold the Model 12 in 1938 and rebuilt the Model 12 
from 1940 to 1942. 
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Eleventh: That Model XII was sold to the public by Electrolux, Inc. 
at a price of $69.75, and that Model LX was sold to the public in 1952 at 
$119.50. In the year 1955 the latter price was reduced to $109.50. 





Twelfth: In 1938, plaintiff commenced the manufacture of its im- 
proved Model XXX vacuum cleaner and, in 1952, it introduced its Model 
LX machine. Plaintiff has, since 1952, advertised its Model LX machine 
in newspapers and nationally circulated magazines. 


Thirteenth: That the plaintiff advertised its Model LX machine in 
national magazines since 1952, and that plaintiff does business in every 
State of the United States. 
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Fourteenth: That defendant Vacuum Cleaner Conservation Company, 
Ine. is a New York corporation with its principal office at 300 Flatbush 
Avenue, Borough of Brooklyn, New York City. 

































Fifteenth: The defendant Vacuum Cleaner Conservation Company, 
Ine. is a New York corporation, having its principal office at 300 Flatbush 
Avenue, Brooklyn, New York, and having another office at 765 Courtlandt 
Avenue, Bronx, New York. 





Sixteenth: That defendant Solomon Sacks does business under the 
name Famous Vacuum Shops (since 1947) and Famous Appliance Shops 
(since 1950) at 300 Flatbush Avenue, Borough of Brooklyn, New York 
City. 





Seventeenth: The defendant, Solomon Sacks, does business under the 
name and style of Famous Appliance Shops; in 1952 and 1953 he adver- 
tised under the name Famous Vacuum Shops and he is president of the 
defendant, Vacuum Cleaner Conservation Company, Inc. 
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Eighteenth: Defendant Val-Worth, Inc. is a New York corporation 
with an office at 749 Broadway, City, County and State of New York, of 
which the defendant Abraham B. Wolf, sued as “Al Wolf,” was president 
in 1952 and 1953. Val-Worth, Ine. was engaged in the business of tele- 
vision promotions. 


Nineteenth: In 1952 and 1953, plaintiff gave a one-year guarantee to 
purchasers of its machines. 


Twentieth: During the pertinent period covered by the Complaint 
the defendant Vacuum Cleaner Conservation Company, Ine. purchased 
used Model 12 ELECTROLUX machines from plaintiff and from the Hoover 
Company at prices ranging from $3.00 to $7.50 for each machine. These 
machines were repaired by Vacuum Cleaner Conservation Company, Inc. 
in its own shop under the supervision of its foreman, Louis Marsicano, and 
were resold by Vacuum Cleaner Conservation Company, Inc. as “rebuilt” 
ELECTROLUX machines. When sold, such “rebuilt” machines displayed the 
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trade name and mark ELECTROLUX prominently and there was also affixed to 
them a small label reading: 


“Reconditioned 
with by parts 

FAMOUS 
Guaranteed 
FAMOUS 

Appliance Shops 

300 Flatbush Ave. 

Brooklyn, N.Y.” 


Twenty-First: Although plaintiff did not supply ELECTROLUX parts 
to dealers, used ELECTROLUX machines may be rebuilt with ELECTROLUX 
parts by stripping down several used cleaners to their component parts 
and using the good parts for the reconstruction of machines. Plaintiff 
rebuilds its used machines by this method and, out of ten used machines, 
gets an average of seven ELECTROLUX cleaners rebuilt with ELECTROLUX 
parts. 


Twenty-Second: The used Model 12 ELECTROLUX machines sold by 
defendant Vacuum Cleaner Conservation Company, Inc. were not rebuilt 
with ELECTROLUX parts. They were fitted with various parts and accessories 
not manufactured by plaintiff, some of which were functionally inferior to 
the corresponding articles made by plaintiff. The result was a machine 
reconstructed partly with ELECTROLUX parts and partly with parts and 
attachments originating from other sources, although it continued to bear 
plaintiff’s trade name and mark ELECTROLUX. 


Twenty-Third: In 1952, defendant Vacuum Cleaner Conservation 
Company, Ine. made an arrangement with defendant Val-Worth, Inc., 
through the defendant Al Wolf, to broadcast television commercials adver- 
tising Vacuum Cleaner Conservation Company’s rebuilt ELECTROLUX ma- 
chines over Station WOR-TV and other television stations. 


Twenty-Fourth: The defendant, Sacks, furnished information to 
Val-Worth, Inc. to enable the latter to prepare and produce television 
commercial advertisements of Model 12 ELECTROLUX machines. 


Twenty-Fifth: The defendant, Sacks, instructed the defendant, Val- 
Worth, Inc., to telecast commercial advertisements stating that the elec- 
tric vacuum cleaner advertised bears the name of ELECTROLUX, is an old 
ELECTROLUX machine rebuilt by the famous vacuum company, that it works 
perfectly, sells for $14.95 and that the machine would be sent out to those 
calling certain telephone numbers. 


Twenty-Sixth: Such commercial programs were televised from De- 
cember, 1952 until about January 16, 1953, after which the word “famous” 
was dropped from the programs and the sponsor and rebuilder was an- 
nounced as being Parsons Appliance Corporation. One Sydney Seymour 
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Sacks, named as a defendant but not served in this action, was connected 


with Parsons Appliance Corporation. 













Twenty-Seventh: The television commercials were announced by the 
defendant, David Clark, an employee of Val-Worth, Inc., and by other 
actors. In the telecasts the words “rebuilt ELECTROLUX and “famous” were 
used, and a machine bearing the trade name and emblem ELECTROLUX was 
exhibited, but no mention was made of the fact that the sponsor and the 
rebuilder was Vacuum Cleaner Conservation Company, Inc. 


Twenty-Eighth: The defendants Sacks and Vacuum Cleaner Conserva- 
tion Company, Inc. did not instruct the defendants Val-Worth, Inc. and 
Wolf to telecast the information that the ELECTROLUX machines displayed 
and offered for sale had been reconditioned or rebuilt by Vacuum Cleaner 
Conservation Company, Inc. 














Twenty-Ninth: The defendants Val-Worth, Inc. and Wolf made no 
inquiry to ascertain whether or not the facts furnished by the sponsor and 
used on telecasts were accurate. 

























Thirtieth: The ELECTROLUX commercials in which the word “famous” 
appeared were telecast over the broadcasting systems of WOR-TV, NBC, 
Dumont and American Broadcasting Company. 





Thirty-First: That subsequent to January 12, 1953, there has been no 
advertising by newspaper, radio or television of the rebuilt ELECTROLUX 
vacuum cleaners by any of the defendants stating that said vacuum clean- 
ers have been rebuilt by Famous Vacuum Shops or Famous Appliance 
Shops. 


Thirty-Second: Val-Worth, Inc. turned over each telephone inquiry 
to the sponsor and was paid from $2.00 to $3.00 for each inquiry. 


Thirty-Third: The spoken use of the word “famous” on telecasts in 
connection with the rebuilding of ELECTROLUX machines actually recon- 
structed by Vacuum Cleaner Conservation Company, Inc. was deceptive 
and was capable of misleading the public to believe that the machines had 
been rebuilt by the well-known Electrolux Corporation. Whether “famous” 
was used as an adjective in the spoken telecasts or as a noun in the 
form of Famous Vacuum Factory, Famous Vacuum Company, Famous 
Appliance Shops or Famous Vacuum Shops, the spoken use of the word 
in connection with the name ELECTROLUX was likely to deceive the listening 
public as to the identity of the rebuilder. 


Thirty-Fourth: The machine advertised and displayed on the tele- 
casts as an ELECTROLUX machine was not wholly and completely of ELEcTRO- 
LUX origin. It consisted of a Model 12 ELECTROLUX motor and cylinder 
containing non-ELECTROLUX filters, dust bag, switch-bar and handle and 
non-ELECTROLUX attachments including the hose, floor brush, rug nozzle, 
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wands and other cleaner tools essential to the proper functioning of the 
machine. 


Thirty-Fifth: Vacuum Cleaner Conservation Company, Ine. sold 
Vacu-Magic, Apex, Llewyt and other machines, none of which were adver- 
tised on the Val-Worth telecasts. 


Thirty-Sixth: Salesmen employed by the defendant Vacuum Cleaner 
Conservation Company, Inc., were not compensated for selling the ELECTRO- 
LUX advertised on television. Their compensation depended on sales of 
Vacu-Magiec and other machines. 


Thirty-Seventh: A salesman would be given daily the names of four 
persons who had responded to the “rebuilt ELECTROLUX” telecasts and 
four Vacu-Magic machines priced between $104.00 and $130.00, but would 
be given only one ELECTROLUX. He was instructed not to let the ELECTROLUX 
get out of his hands, to disparage it and try to sell the customer a Vacu- 
Magic machine. 


Thirty-Eighth: The procedure was to try to sell the “rebuilt” ELECTRO- 
LUX machine, saying that it had been rebuilt by ELECTROLUX and then 
switch the transaction to the sale of the vacu-MaGic machine by calling 
the ELECTROLUX “just a lot of junk” saying that it “looked silly” and 
disparaging it generally. 


Thirty-Ninth: The salesmen employed by Vacuum Cleaner Conserva- 
tion Company, Inc. were hired at and worked out of various offices, includ- 
ing an office in the Bronx where the names Courtlandt Appliances, Famous 
and Parsons appeared. However, the contract forms supplied to salesmen 
were those of Vacuum Cleaner Conservation Company, Inc. and payments 
were made to that company. 


Fortieth: The machine advertised as a “rebuilt ELECTROLUX” could not 
be sold profitably for the price of $14.95. The expense of reconditioning 
it in the manner testified to by representatives of Vacuum Cleaner Con- 
servation Company, Inc. plus the cost of purchasing the used machine, 
the advertising expense, shop salaries, rent and administrative expenses 
compelled defendant to rely on the sale of the higher priced vacu-maaic 
and other machines to make the combined operations pay. 


Forty-First: The defendants used the name ELECTROLUX in their ad- 
vertising and offered a machine as a rebuilt ELECTROLUX for $14.95 for the 
purpose of attracting prospects to whom expensive machine not made by 
plaintiff might be sold. 


Forty-Second: The telecasts were calculated to deceive and mislead 
the public by conveying the impression that a used machine consisting 
of elements manufactured by plaintiff and of the quality associated in the 
public mind with plaintiff’s name and products, which machine had been 
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rebuilt so as to retain its quality as an ELECTROLUX product, was obtain- 
able at a low price, whereas the machine advertised no longer consisted 
wholly of ELECTROLUX parts and quality and defendants’ purpose was 
to discourage the purchase of the advertised machine and induce the public 
to buy costly machines of makes other than ELECTROLUX. 


Forty-Third: Plaintiff’s reputation and good will were injured by the 
use of the name ELECTROLUX in connection with a used machine con- 
sisting partly of elements not manufactured or sold by plaintiff, and by 
the disparagement of such machines. 


Forty-Fourth: That commencing in the year 1948, the plaintiff offered 
for sale to the defendant Sacks, in care of the defendant Vacuum Cleaner 
Conservation Company, Inc., its used Model XII machines, received as 
trade-ins on the purchase of new machines, for distribution to vacuum 
cleaner dealers in Brooklyn and Long Island, after fixing them, for resale 
purposes. 


Forty-Fifth: That said defendants declined to act as distributors, but 
purchased a lot of traded-in machines from the plaintiff, and after recondi- 
tioning them sold them to the public through advertisement and otherwise 
as rebuilt ELECTROLUX vacuum cleaners, advertising them in the New York 
papers as rebuilt by Famous Vacuum Shops. 


Forty-Sixth: That on or about July 15, 1949, the plaintiff requested, 
by letter addressed to Famous Vacuum Shops, that in all future advertis- 
ing, newspaper as well as radio, of such vacuum cleaners, a statement be 
made that the ELECTROLUX cleaners “have been rebuilt by Famous.” 


Forty-Seventh: That the said defendants thereafter continued to buy 
from the plaintiff or its distributors thousands of used, traded-in ELECTRO- 
LUX vacuum cleaners, and continued to advertise them by newspaper, radio 
and television as rebuilt by Famous Vacuum Shops or Famous Appliance 
Shops, with the full knowledge, consent and acquiescence of the plaintiff, 
until on or about January 12, 1953, at which time the plaintiff made its 
first complaint about such advertising on television. 


Forty-Eighth: That on or about June 17, 1952, the plaintiff sold to 
the defendant, Vacuum Cleaner Conservation Company, Inc., two thousand 
traded-in vacuum cleaners, of which five hundred consisted of Model XII 
ELECTROLUX traded-in vacuum cleaners, receiving from said defendant pay- 
ment in the sum of $7,575.00 in the form of a check made out by said 
defendant Solomon Sacks, payable to the plaintiff. 


Forty-Ninth: That the bill of sale included the statement: “This pur- 
chase as well as all future purchases from Electrolux Corporation are 
bought for resale in the form of tangible personal property.” 


Fiftieth: That the plaintiff knew that the said vacuum cleaners thus 
sold to the said defendant were being purchased for the purpose of re- 
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conditioning and resale to the public as rebuilt ELECTROLUX vacuum 
cleaners. 


Fifty-First: That at all times since the said defendants commenced 
purchasing traded-in ELECTROLUX vacuum cleaners and selling them as 
rebuilt Electrolux cleaners, they have followed the practice of permanently 
affixing on every such cleaner offered for sale a decalcomania transfer read- 
ing as follows: 


“RECONDITIONED 
by 

With FAMOUS Parts 

GUARANTEED 
FAMOUS 

APPLIANCE SHOPS 

300 Flatbush Avenue 

Brooklyn 17, N.Y.” 


That the name “Famous” appears in distinctive script type. That said 
decaleomania has a gold background and black lettering, and is affixed 
to the top of the tank of the vacuum cleaner, just below the trademark. 


Fifty-First-A: That in those cases where new accessories were re- 
quired, they were purchased from sources other than the plaintiff. 


Fifty-Second: That after the purchase of the traded-in machines, and 
before they were offered for resale to the public, the said defendants took 
the machines to their shop, where said machines were taken apart. The 
motor was taken apart, washed out with a degreasing solution, and checked 
for worn parts, which were replaced. The machine was then assembled and 
tested to see if it worked efficiently, a vacuum gauge being used to test 
the amount of vacuum. If any accessories were missing, they were replaced 
with new ones. The body of the tank was painted black. The metal casing 
on the ends was wire brushed. A new electric cord was supplied. The com- 
mutator was resurfaced if necessary. Armature brushes were replaced to 
make sure they were of the correct length. Shock grommets were replaced 
if worn or dried up. Electric connections were replaced, tightened where 
necessary; and the said decalcomania was affixed to each machine. 


Fifty-Third: That the plaintiff at all times refused to sell any of its 
parts or accessories to dealers. 


Fifty-Fourth: That the plaintiff sold its traded-in ELECTROLUX ma- 
chines to many other dealers throughout the United States, and continued 
to sell them subsequent to the commencement of this action. 


Fifty-Fifth: That said machines purchased by dealers were, to the 
knowledge of the plaintiff, purchased for resale as rebuilt or reconditioned 
ELECTROLUX machines, bearing the ELECTROLUx trademark. 
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Fifty-Sixth: That neither the plaintiff nor its predecessor in interest 
manufactured all the parts or accessories of the Model XII ELECTROLUX 
machine, but purchased some of those parts and accessories from others, and 
assembled them in its factory. 


Fifty-Seventh: That on or about January 12, 1953, the defendants 
Vacuum Cleaner Conservation Company, Inc. and Solomon Sacks caused 
to be advertised on television, on Station WOR-TV, a Model XII ELEcTRO- 
LUx vacuum cleaner, which said defendants caused to be stated was re- 
built by Famous Vacuum Shops, at a price of $14.95. 


Fifty-Eighth: That subsequently, an investigator in the plaintiff’s em- 
ploy called the telephone number given on said telecast, and requested a 
demonstration at his home; and in response thereto a salesman brought to 
his home a vacuum cleaner containing the label as aforesaid, and demon- 
strated the machine. The machine worked and was purchased, and after 
it was purchased the salesman attempted to sell the said investigator 
another machine, stating that it was a better one. That the said investigator 
refused to make any further purchase. 


Fifty-Ninth: That when the machine thus purchased by the investiga- 
tor was tested for performance at the factory of the plaintiff, it was found 
that the motor ran well and that the machine had the correct suction and 
air flow; that the complete motor and complete body were wholly of 
ELECTROLUX manufacture, but that the hose and some of the cleaner-tools 
were not manufactured by ELECTROLUx, including among the latter the 
tubes, or wands; the rug nozzle; the sprayer; and the floor-brush. 


Sixtieth: That since the year 1938, the plaintiff has ceased to deal 
in new Model XII ELECTROLUX machines, and since the year 1942 has 
ceased to rebuild Model XII ELECTROLUX machines or to sell such rebuilt 
machines. 


Sixty-First: That this action was commenced on or about June 9th, 
1953. 
















ConcLusions or Law 





It is an injury to plaintiff to advertise machines as rebuilt ELECTROLUX 
cleaners when some of the parts and equipment are not of plaintiff’s manu- 
facture or design. Unless the entire cleaner is wholly and completely the 
product of the plaintiff, the name ELECTROLUx may not be used in con- 
nection with the cleaner or the advertising or sale thereof. 

“Bait advertising” consists of the offer of an article under a well- 
known trade name at an attractive price for the purpose of luring pros- 
pects with the object of diverting them from the advertised goods by dis- 
paragement or otherwise, and inducing them to purchase the products of 
manufacturers other than the one identified by the advertised trade name. 
Bait advertising is unfair to the public and to the owner of the advertised 
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trade name. The several operations of the defendants beginning with the 
telecast of an offer to sell a rebuilt machine identified as an ELECTROLUX 
and culminating with the attempt to sell a machine not manufactured by 
plaintiff constitute bait advertising. 

It was actionably deceptive, misleading and unfair for the defendants 
to advertise and offer under the name ELECTROLUX a machine which had 
been reconstructed by the defendant, Vacuum Cleaner Conservation Com- 
pany, Inc., without stating that the reconstruction was the work of that 
company and with statements and labels indicating that the machine had 
been rebuilt by a concern called “Famous” or “Famous Appliance Shops” 
or “Parsons Appliance Corporation.” 

Plaintiff is entitled to judgment permanently enjoining and restrain- 
ing defendants from the repetition and continuance of the acts specified as 
injurious, unfair and actionable in the preceding conclusions of law. 

Plaintiff is entitled to recover from the defendants Vacuum Cleaner 
Conservation Company, Inc., Solomon Sacks individually and as Famous 
Vacuum Shops and Famous Appliance Shops damages, including lost profits 
and the profits of the defendants attributable to their acts of unfair com- 
petition, in an amount to be ascertained by a referee to be appointed by 
the Court, together with costs and disbursements. 

I accordingly direct judgment for the plaintiff Electrolux Corporation 
in accordance with the foregoing Conclusions of Law. 


ELDERKIN v. MONN et al. 
No. 49089 — lowa Sup. Ct. — January 15, 1957 


REGISTRABILITY—ASSIGNMENTS 
COMMON LAW TRADEMARKS—IN GENERAL 


CoMMON LAw TRADEMARKS—ASSIGNMENTS 
Use sufficient to maintain rights in an existing trademark may consist merely 
of the licensing of the mark for use on goods made by the licensees without actual 
manufacturing by the trademark owner. 
The sole beneficiary of a member of a partnership which owned and licensed 
for use by others the trademark souR SCHNAPPS was held to have succeeded to his 
rights as owner of a one-half interest in said mark. 


Action by Elisebeth Elderkin v. C. W. Monn and Foote & Jenks, Inc., 
for accounting and adjudication of rights in trademark in which Cedar 
Rapids Bottling Works intervened. Intervener appeals from decree for 
plaintiff, by Linn, Iowa, District Court. Affirmed. 


D. M. Elderkin and J. J. Locher, Jr., of Cedar Rapids, Iowa, for plaintiff. 
C. W. Monn, pro se. 

V. C. Shuttleworth, of Cedar Rapids, Iowa, for Foote & Jenks, Inc. 

W. J. Barngrover, of Cedar Rapids, Iowa, for intervener. 
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Situ, Justice. 


Plaintiff brought this suit originally for an accounting with defen- 
dants, and an adjudication of their respective rights, in the souR SCHNAPPS 
trademark “and the profits and royalties therefrom,” of which she claims 
to be a one-half owner as sole beneficiary under the will of her deceased 
husband, A. A. Elderkin. 

He and defendant C. W. Monn had been partners for many years in 
a bottling business known as the CEDAR RAPIDS BOTTLING WORKS, engaged in 
the manufacture and sale of soft drinks. Sometime during this association 
they developed a flavor extract they called sour scHNAPPs which trade 
name later was registered as a trademark (number 401,954) in the name 
of defendant Foote & Jenks, Inc. 

The chronology of events is important in an appraisal of the situation. 
We are aided by correspondence between the Cedar Rapids partnership 
and the Michigan corporation and other documentary evidence. Mr. 
Elderkin seems to have written always for the Cedar Rapids concern. 
An assignment of souR scHNAPPs to Foote & Jenks, dated March 13, 1943, 
refers to the name “as applied to a non-alcoholic carbonated beverage, 
which trademark has been continuously used by said partnership since 
November 15, 1938.” (Emphasis supplied. ) 

Undoubtedly the Cedar Rapids Bottling Works partnership at that 
time owned the rights that had already arisen out of said use; and it 
assigned to Foote & Jenks, Inc., not merely the naked trade name, but also 
“the good-will of the business attached to said mark.” 

The correspondence between the parties at that period reveals Foote & 
Jenks, Inc., was to attend to the details of registration and to assign it 
back to the Cedar Rapids partnership (which it did September 8, 1943) ; 
but was to be then authorized, as licensee, to use it and pay royalties 
to the partnership therefor. On October 9, 1945, however, a second assign- 
ment was executed by Foote & Jenks, to “C. W. Monn and A. A. Elderkin,” 
without reference to any partnership relationship. But they still were sole 
partners. Plaintiff’s son, a lawyer in the case, testifies the earlier assign- 
ment was cancelled but the testimony was objected to and may be ignored 
here. That, however, is of course the most reasonable explanation of the 
second assignment. 

On April 26, 1946, the partnership (Cedar Rapids Bottling Works) 
became a corporation under the same name and took over the partnership 
assets including the HUR-MON line (the name of another line they handled). 
But no mention was made of the soUR sciNapps trademark. The reason 
for its omission was revealed a few months later. 

On October 22, 1946, the two men, Elderkin and defendant Monn, 
signed articles of another partnership under the name sOUR SCHNAPPS 
COMPANY which stated the trade name sOUR SCHNAPPS was owned by and 
constituted an asset of said new partnership. 
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The Record here recites that attached to exhibit 14 (the Patent Office 
trademark certificate) is an “assignment” from Foote & Jenks to souR 
SCHNAPPS COMPANY shown to have been recorded in the U.S. Patent Office 
April 9, 1947. 

That explanation of the second assignment finds further confirmation 
in a letter (Exhibits 0-32 and 33) dated August 27, 1945, in which sug- 
gested changes in the September 8, 1943, assignment are made. 

On April 30, 1947, this new partnership and defendant Foote & Jenks, 
Inc., executed a written licensing agreement (Exhibit 4) in which the 
former, as “Licensor” and as “sole owner of the trademark soUR SCHNAPPS 
as filed for registration in the United States Patent Office * * * ,” grants 
to the “Licensee the authority, right, privilege, and license, within the 
territorial limits of the United States, to use the said name, trademark, 
and label aforesaid in connection with the sale and disposal of extracts and 
flavors manufactured by said licensee and all in accordance with the 
following terms, conditions, and covenants * * * .” 

The “terms and conditions” are prescribed at length, even to the 
extent of setting out the exact terms of a “souR scHNAPPs Bottling Fran- 
chise” which the Licensee and “Bottler” were authorized to use in connec- 
tion with the sale, disposal and distribution of bottled “non-alcoholic bev- 
erages” through others. 

On May 2, 1951, Foote & Jenks signed a “bottling franchise” with the 
Cedar Rapids Bottling Works (Intervenor here) authorizing the latter 
to sell under the souR scHNAPPs trademark. Defendant Monn signed as 
president of the Cedar Rapids corporation. 

A. A. Elderkin died in 1951. Plaintiff pleaded and contends he owned 
a one-half interest in the soUR sCcHNAPPS formula represented or covered 
by the trademark and in the royalties paid and to be paid under the 
licensing agreement between the SOUR SCHNAPPS COMPANY as licensor and 
Foote & Jenks, Inc., as licensee; and that she is now the owner of his 
rights. 

Defendant Monn answered, denying this contention and praying that 
plaintiff’s petition be denied. Defendant Foote & Jenks, Inc., also answered 
disclaiming knowledge of many of plaintiff’s allegations as to the affairs 
of both partners, asking dismissal as to plaintiff's petition and a decree 
that it be held to have made a full accounting of royalties under the 
license agreement. 

Cedar Rapids Bottling Works (the corporation) intervened asking to 
be adjudged “the sole and absolute owner and the party entitled to the 
exclusive right to and the exclusive use of the trademark” and asking 
that plaintiff and defendant Monn be required to account for “all moneys 
paid them or each of them since” Mr. Elderkin’s death, and for a decree 
entitling it to receive all future “revenues, income and royalties” under 
the agreement with defendant Foote & Jenks. 
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The trial court found for plaintiff, holding that: “Prior to the in- 
corporation on April 27, 1946, and as a means of reserving for themselves 
the Sour Schnapps business, Mr. Elderkin and Mr. Monn agreed they 
would form another partnership under the name of sOUR SCHNAPPS COM- 
PANY and retain in its name the sOUR SCHNAPPs business.” 


The intervenor only has appealed. 


I. Appellant’s “propositions relied on” (ten in number) may be re- 
duced to these three: 1. A trademark, standing alone “divorced from an 
existing business,” does not constitute a valid property right; 2. The 
assignments shown in this Record are of a naked trademark, unconnected 
with any going buiness and are consequently invalid; and 3. The sour 
SCHNAPPS COMPANY never existed as a going business. 


Our own court, in an early decision, quite accurately characterized a 
trademark as “a name symbol, mark, brand, or device of any kind, used to 
designate the goods manufactured or sold, or the place of business of the 
manufacturer or dealer * * *. The exclusive right in a trademark is ac- 
quired by its use, which the law does not require shall be continued for 
any prescribed time.” Shaver v. Shaver, 54 Iowa 208, 6 N.W. 188. 


As used in America the term may be used to include both the manu- 
facturer’s and the dealer’s purposes. 87 C.J.S. Trademarks, ete., § 1, page 
219, citing La Republique Francaise v. Schultz, C. C. N.Y. 57 F. 37, 41. 
It is of common law origin and is protected in the absence of statute. Id. 


We need not analyze and comment on the many cases cited by Interve- 
nor relating to the law of trademarks, and the proposition that a mere trade- 
mark (standing alone) does not have property rights. Many cases so hold 
but we do not deem them in point here. We think the real controversy 
here grows out of appellant’s assumption that plaintiff is claiming what 
Intervenor repeatedly calls a “naked” trademark. Appellant’s brief refers 
to a “naked assignment,” a “naked license to use.” It ignores that plaintiff 
originally prayed for an accounting of all moneys received by defendant 
Foote & Jenks, as licensee under a written licensing or royalty agreement; 
and the evidence that there have been royalties paid thereunder. 

Plaintiff pleads the formation of a partnership to be called sour 
SCHNAPPS COMPANY, expressly formed for carrying on the business not only 
of manufacturing and distributing sour scuNapPpPs but also of “franchising 
others to compound, manufacture, and process and sell and distribute 
same and the ingredients thereof under the trademarked name.” That does 
not of necessity mean the owner must have itself engaged in the actual 
manufacture and sale of the product. 

The pleadings and proof make it clear plaintiff was not talking about 
a “naked” trademark, but one which the partnership (souR SCHNAPPS 
COMPANY) had licensed Foote & Jenks to use and sublet and for which 
the licensee was to pay royalties to the licensor. There is abundant evi- 
dence the trademark was far from “naked.” The whole proceeding was 
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clearly to establish a right to, and to recover a portion of, the royalties 
from its use. 

This is not the more common controversy over violation of trademark 
rights. There is no charge here of unlawful competition or of violation of 
trademark rights in which the existence of trademark protection is ques- 
tioned. It is merely argued there was no trademark which constituted prop- 
erty. Yet Intervenor claims to be its owner, “entitled to the exclusive use 
of the trademark souR SCHNAPPS as a mark,” ete. 


There is abundant authority that a mere trademark, independent of 
use and accumulated goodwill, does not have property right. 


But that proposition must be qualified. “A trademark is property, and 
its owner has a property right therein, or rather it is more accurate to 
say that it is property in a qualified sense. When considered in the ab- 
stract, as an extrinsic thing, (it) is not in any sense property. * * * The 
property is the use; * * * If it is used for a sufficient length of time so 
that the public associates (it) with the article purchased from the user 
of it, such user has a valuable right therein.” 87 C.J.S. Trademarks, etc. 
§ 2, pp. 220, et seq. 


II. The Record here satisfactorily shows a property right in the 
trademark sOUR SCHNAPPS as the subject matter of the claim made by 
plaintiff against defendants, and of Intervenor’s claim against plaintiff 
and defendants. 


It is to be remembered Intervenor here is not the original partnership, 
CEDAR RAPIDS BOTTLING WORKS, which developed the trade name and the 
product to which it was attached, and in 1943 (March 13) assigned it to 
Foote & Jenks, and to whom Foote & Jenks first assigned it back (to “C. W. 
Monn and A. A. Elderkin d/b/a Cedar Rapids Bottling Works”) September 
8, 1943. It is the corporation of the same name which took over much 
of that partnership’s assets. 

When those two partners merged that partnership into a corporation 
(April 26, 1946) they did not include sour scHNAPPs among the properties 
conveyed. We are cited no authority denying their right to withhold it. 
That property was conveyed again (October 9, 1945) by Foote & Jenks 
to the two men, not “d/b/a,” but as plain individuals. It did not then 
belong to their partnership nor pass to the corporation. Instead the two 
men formed (October 22, 1946) a new partnership, sOUR SCHNAPPS COM- 
PANY, which became the owner of the trademark and its appurtenant good 
will, and which entered into the licensing agreement with Foote & Jenks. 
And incidentally, Foote & Jenks then, under that agreement, later (1951) 
sublet it to Intervenor. 

We must agree with the trial court the two men had a right as sole 
partners to do with the property right as they desired. They were sole 
owners of the assets of the original partnership which merged into the 
corporation and had a complete right to withhold such part as they chose, 
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at least so long as no one was deceived. That they did elect to withhold the 
SOUR SCHNAPPS seems clear. 


III. Intervenor argues the second partnership (SOUR SCHNAPPS COM- 
PANY) never existed as a “going business.” We can only grant this proposi- 
tion by limiting the term “going business” to the actual ownership and 
operation of a physical manufacturing plant and maintenance of a sales 
organization to sell the manufactured product. But it cannot be so limited. 

The partnership was formed in October, 1946, and the following April 
entered into the licensing agreement with Foote & Jenks already described 
herein. Certainly at that point of time it was a “going” concern—not 
necessarily itself in actual operation—but through a licensed agent au- 
thorized not only to sell, under the trade name the product already being 
manufactured by it, but also to contract with sub-agents or sub-licensees 
similarly to carry on the business. 

We think that licensing agreement was valid and that the “licensor” 
thereby dealt with a property right as real as if itself (in person) was 
manufacturing and selling the soUR SCHNAPPs product. It was a “going 
business.” 

What we have said practically disposes of the appeal. Further dis- 
cussion would probably result in useless repetition and elaboration by way 
of dictum upon the interesting law of trademarks. The trial court decreed 
plaintiff and defendant C. W. Monn each to be owner of a one-half interest 
in the trademark and Sour Schnapps business and that Foote & Jenks, 
Inc., has accounted for monies due from it to February 15, 1956. The 
decree also dismissed the petition of intervention. 

We agree with the conclusion reached and the decree is affirmed. 

Buss, Chief Justice, OLIveR, WENNERSTRUM, GARFIELD, Hays, LARSON 
and PETERSON, Justices concur. 

THOMPSON, Justice, takes no part. 





©. E. D. TEXTILES, INC. v. COLEPORT FABRICS, INC. 
N. Y. Sup. Ct., Spec. Term, N. Y. Co. — January 26, 1957 


REMEDIES—UNFaAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 


COPYRIGHTS 
No relief is available to the creator of an original fabric design against a 
copier thereof notwithstanding that the absence of design expenses permits the 
latter to sell the fabrics at a lower price than the originator. 


Action by Q. E. D. Textiles, Inc. v. Coleport Fabrics, Inc., for unfair 
competition. Plaintiff moves for injunction pendente lite. Motion denied. 


Blanche Freedman and Gloria Agrin, of New York, N.Y. for plaintiff. 
Oscar Levine, of New York, N.Y. for defendant. 
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DINEEN, Justice. 


Plaintiff moves for an injunction pendente lite to restrain defendant 
from copying or reproducing a certain design and from selling or offering 
to sell fabric containing a reproduction of a design created by the plaintiff. 
The design designated by the plaintiff as the BORDER POODLE PATTERN was 
placed upon the market by the plaintiff and by reason thereof came within 
the public domain. Thus placed without the protection of a design patent 
or copyright it could be copied and reproduced freely by others. Such 
reproduction often referred to as piracy does not constitute a legal wrong 
nor form the basis for the issuance of a temporary injunction. Albeit a 
claim by the plaintiff that such reproduction is being sold by the defendant 
at a price below that which the plaintiff can afford to sell its fabric because 
of the expense in creating the original design would not justify the 
remedy sought. The record is devoid of any representation that defendant 
is offering its fabric as that of the plaintiff. However, plaintiff does aver 
that its design was obtained by a breach of trust and by fraudulent and 
unfair means. Whether the decision reached would be otherwise upon 
such a showing is not necessary to presently consider since it is a bare 
conclusory statement standing alone without any support or substantiation 
in the record. Motion denied. Order signed. 


MEAD JOHNSON COMPANY v. WATSON, Com'r of Patents 
No. 707-55 — D. C., D. C. — February 4, 1957 


REGISTRABILITY—CLASSIFICATION 
A mark used upon a product which falls within more than one class by virtue 
of a variety of its end use may be registered in all such classes. 
The mark FER-IN-SOL for a concentrated solution of ferrous sulphate, used both 
as a drug and a food, was entitled to separate registration in both classes. 


Action under 35 U.S.C. 145 by Mead Johnson Company v. Robert C. 
Watson, Commissioner of Patents, trademark application Serial No. 605,107 
filed October 18, 1950. Judgment for plaintiff. 

See also 45 TMR 235. 


Robert N. Roley, of Washington, D.C., and Bertha L. MacGregor, of 
Englewood, Colorado, for plaintiff. 


Joseph Schimmel and Clarence W. Moore for defendant. 


Houtzorr, District Judge. 


This is an action against the Commissioner of Patents, under 35 U.S. 
Code 145, to procure an adjudication that the plaintiff is entitled to receive 
registration of the trademark FER-IN-SoL for products used as foods, as 
described in application Serial No. 605-107, filed on October 18, 1950. 
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The product in question is a concentrated solution of ferrous sulphate 
which plaintiff sells both for pharmaceutical and for food purposes. A 
registration of the trademark for pharmaceutical purposes has been granted, 
but in view of the fact that foods and pharmaceutical products are in differ- 
ent classes, established administratively by the Patent Office, the Commis- 
sioner of Patents has refused to grant a second registration of the trade- 
mark for food purposes; and also as a result of the further reason that 
he found that plaintiff’s product is not a food. 

At the outset, there is a basic question of law that must be determined ; 
whether an applicant for a trademark on a product or article that is used 
for more than one purpose is entitled to as many registrations as there are 
purposes for which it is used, if such purposes fall within different classes. 
The Commissioner has ruled in the negative. 

In the opinion of the Court, the governing provision is found in 15 
U.S. Code 1112, which authorizes the Commissioner to establish a classifica- 
tion of goods and services for convenience of Patent Office administration in 
connection with registration of trademarks. This sentence further provides 
that this shall not be done to limit or extend the applicant’s rights. The 
section then adds that “the applicant may register his mark in one applica- 
tion for any or all of the goods or services included in one class, upon or 
in connection with which he is actually using the mark. The Commissioner 
may issue a single certificate for one mark registered in a plurality of 
classes upon payment of a fee equaling the sum of the fees for each regis- 
tration in each class.” 

The first of the sentences quoted above merely means, as the Court con- 
strues it, that a single application would be sufficient to register a trade- 
mark for all of the purposes covered by a single class. It does not prevent 
an applicant from filing successively more than one application for goods 
and services included in two or more classes. The second sentence makes 
it clear that the Commissioner may issue a single certificate for one mark 
registered in a plurality of classes upon payment of a fee equaling the sum 
of the fees for each registration in each class. This provision obviously 
contemplates the registration of a single mark in a plurality of classes. 
Were this not the law a person’s right to trademark protection might be 
arbitrarily limited by the fortuitous circumstance that the purposes for 
which he uses it happen to be distributed among two or more classes in- 
stead of being placed in the same class. 

The Court is of the opinion that this result would be unreasonable 
and contrary to what seems to be the intent of the Congress as expressed in 
the provision that has been quoted. 

In view of these considerations, the Court construes the law as per- 
mitting the registration of a single trademark in a plurality of classes if 
the trademark covers a product or article that is used for purposes enu- 
merated in different classes. Under these circumstances, the trademark may 
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be registered in each of these classes, but as a matter of administration the 
Commissioner may issue only a single certificate. 

This brings us to the question whether the product in question may be 
reasonably classified as a food as well as a pharmaceutical product. The 
Court is of the opinion that the evidence establishes that it may be used as 
a food and so finds as a fact. 

The Court will render judgment for the plaintiff adjudging that it is 
entitled to the registration. 

Counsel may submit proposed findings of fact and conclusions of 
law and a judgment. 


CONTINENTAL CASUALTY COMPANY v. HULBERT 
T. E. BEARDSLEY et al. 


Civil 83-242 — D. C., S. D. N. Y. — April 4, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
In Illinois, unfair competitor is one who causes consuming public to confuse 
his products with products of another; law of New York is more liberal, with 
“palming off” and “confusion” no longer sole criteria for finding unfair competition. 
In federal courts, doctrine of INS v. AP seems to have been further restricted. 


Action by Continental Casualty Company v. Hulbert T. E. Beardsley 
and H. 7. E. Beardsley, Inc., for declaratory judgment and unfair competi- 
tion. Judgment for plaintiff. 


Watson, Leavenworth, Kelton & Taggart (Leslie D. Taggart-and Rober: 
C. Nicander of counsel), of New York, N.Y. and John Rex Allen, of 
Chicago, Illinois and Paul L. Latham, of Chicago, Illinois, for plaintiff. 


Sprague & Peck (Stuart Sprague and Robert P. Weil of counsel), of 
New York, N.Y. for defendants. 


[Section I: Copyrightability, Section II: Infringement and Section III: 
Publication are omitted here. | 


PauLMIERI, District Judge. 

Continental Casualty Company (Continental), an Illinois corpora- 
tion, seeks a declaratory judgment: that the defendants’ copyright is 
invalid and not infringed, damages for unfair competition and for viola- 
tion of the antitrust laws because of alleged misuse of the claimed copy- 
right, and injunctive relief. The defendants seek damages on the ground 
of copyright infringement, unfair competition, and the inducement of 
breaches of implied contracts and confidential disclosures, and injunctive 
relief. The case was tried without a jury. 

Essentially, the litigation stems from the defendant H. T. E. Beards- 
ley’s (Beardsley)* claim that he is the originator of a plan called the 


1. Federal Declaratory Judgment Act, 28 U.S.C. §§2201, 2202 (1952). 

2. H. T. E. Beardsley, Inc. was named as a co-defendant. Its legal position does 
not differ from that of Hulbert T. E. Beardsley. The use of “defendant” or “Beardsley” 
is intended to refer to both. 
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BEARDSLEY PLAN and that the elements of this plan were validly copyrighted 
when he published a book entitled: “The Replacement of Lost Securities 
by the Beardsley Plan,” on September 30, 1939, with notice of copyright.* 
This book, better described as a pamphlet, consists of six pages, less than 
three of them explanatory matter, and the rest taken up by three insurance 
forms designed to provide blanket indemnity protection. 

The problem of replacing lost stock certificates was one which vexed 
corporations having large numbers of stockholders. Because the stockholder 
as well as the corporation often had to do tedious and protracted paper 
work, in the event of stock certificate losses, the use of the blanket indemnity 
bond offered a convenient solution. Beardsley’s plan was, in essence, an 
adaptation of the blanket indemnity bond device to the exigencies of the 
situations requiring the replacement of corporate securities which became 
lost or were stolen. Whether or not defendant was the sole originator of 
his plan is disputed. It is, however, clear that he popularized blanket 
protection in this field and in the related fields of losses of stock sent 
through the mail and of transfer of stock in waiver of probate proceedings. 

The narrative part of the publication referred to was largely an ex- 
position of the reasons of convenience and economy which should impel 
the use of the attached indemnity insurance forms both by corporations 
and their stockholders. On the first page of the narrative explanation and 
over the name of H. T. E. Beardsley appears the following: 


“The Beardsley Plan originated and developed by me, though 
appearing simple, required months of labor to perfect. There is no 
charge for the plan but if adopted I would naturally expect to be 
permitted to arrange the bond.” 


It was conceded that the publication was distributed gratis, that many 
large corporations adopted the use of the forms, or substantially similar 
forms, and that Beardsley derived a considerable income from the commis- 
sions paid to him by the surety companies designated by these corpora- 
tions as indemnitors. 

Continental, which has its principal place of business in Chicago, 
does an extensive surety business. As part of that business, it has provided 
for the issuance of “Blanket Loss Original Instrument Bonds” which 
serve substantially the same purpose as the ones promoted by Beardsley 
in his business as broker. It has also underwritten coverage for losses 
of stock sent through the mails, and for transfers of stock in waiver of 
probate proceedings. 

The business interests of the plaintiff and Beardsley have been in 
conflict for a number of years, and at least since 1948. In that year, in a 
letter to Continental, Beardsley charged Continental with infringement 
of his forms, and suggested that he could add plaintiff “to my list” and that 
he would “cooperate with them in getting for them a share of the busi- 


3. See Exhibit No. 3. 
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ness.” * Presumably, this was to be in exchange for his being recompensed 
by Continental as broker on all such coverage handled by Continental.° 
Beardsley also stated, in the same letter, that he claimed no copyright “on 
a Bond” and that he had not sued and had no intention of suing anyone 
for infringement; but he also stated he had assurances from his attorneys 
that he had a good copyright on “my forms.” 

There can be no question that the defendants’ business has been built 
upon the representations that the BEARDSLEY PLAN was Beardsley’s own, 
validly copyrighted, and consequently, the proper subject for its exclu- 
sive exploitation by him. Except for the narrative portion of the publica- 
tion, plaintiff urges that Beardsley had nothing to copyright and that his 
assertions of exclusive rights of exploitation to the BEARDSLEY PLAN and to 
the documents implementing the plan have no legal basis. At the very 
threshold of the case, therefore, I must consider whether the defendants 


have a valid copyright. 
* * * % oe 


IV—UNFAIR COMPETITION 


Defendant, in addition to claiming copyright infringement, has also 
counterclaimed on the theory of unfair competition. His proof indicates no 
interference with contractual or confidential relations, nor does it show 
that plaintiff was passing off its product as defendant’s. Indeed, it essen- 
tially does not differ from that which he introduced to prove copyright 
infringement. Nevertheless, Beardsley urges this claim, relying on the 
INS vy. AP doctrine of misappropriation.*' This doctrine holds it unlawful 
for a business, without proper efforts of its own, to capitalize on the 
expenses and endeavors of another. The rule has arisen from situations 
where there has been interference with intangible rights connected with 
news reporting and radio broadcasting. 

The matter is, of course, one of state law which is entertained in this 
eourt because of diversity of citizenship of Beardsley and Continental, 
or because it is joined with a substantial and related claim under the 
copyright laws.°? However, the source of law authoritative for a federal 
court has been questioned, especially where the claim of unfair competition 
is related to a federal trademark matter.** The issue is a complex one, and 


4. See Exhibit No. 18. 
5. Although the letter is silent with respect to defendant’s expected consideration, 


his desires are made clear by his dealings with other companies, from his testimony at 
the trial and from statements in his post-trial brief. 

51. 248 U.S. 215 (1918). See also AP v. KVOS, 80 F.2d 575 (9th Cir. 1935), 
rev’d on juris. grounds, 299 U.S. 269 (1936); Metropolitan Opera Ass’n v. Wagner 
(40 TMR 1072), note 50 supra; cf. Nikanov vy. Simon & Schuster, 144 F. Supp. 375, 379 
(S.D.N.Y. 1956). 

52. See 28 U.S.C. §1338(b) (1952); Hurn v. Oursler, 289 U.S. 238 (23 TMR 267) 
(1933). The latter ground of jurisdiction is known as pendent jurisdiction. 

53. See 60 Stat. 441 (1946), 15 U.S.C. §$1126(h) (1952); Maternally Yours, Inc. 
v. Your Maternity Shop, Inc., 234 F.2d 538, 540, n.1 and concurring opinion at 545 
(46 TMR 1509) (2d Cir. 1956); National Fruit Product Co. v. Dwinell-Wright Co.. 47 
F. Supp. 499, 503-04 (32 TMR 516) (D. Mass. 1942), aff’d, 140 F.2d 618 (34 TMR 128) 
(1st Cir. 1944); HART & WECHSLER, THE FEDERAL COURTS AND THE FEDERAL SYSTEM 
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even if state law is authoritative, it is by no means clear that the federal 
courts will always be bound by the rigidities of the Erie doctrine.** Un- 
fortunately, these issues were not briefed or argued by the attorneys,* 
and since the substantive issue is settled in the same fashion in all three 
of the possibly applicable jurisdictions, Illinois, New York and Federal, 
I believe that their decision might await a more propitious instant. 

In Illinois, an unfair competitor is one who causes the consuming public 
to confuse his product with the products of another.®> While Illinois has 
modified its earlier requirement that only the “palming off” of one’s goods 
as those of his competitor can constitute this tort,°® the requirement of 
confusion remains a categorical imperative.*’ Under this view defendant 
cannot prevail, for plaintiff has taken great pains to avoid any possible 
suggestion that its plan had anything to do with Mr. Beardsley’s plan. 





309 (1953); Note, The Choice of Law in Multistate Unfair Competition: A Legal 
Industrial Enigma, 60 Harv. L. Rev. 1315 (1947); Note, Federal Jurisdiction over 
Unfair Competition, 37 Minn. L. Rev. 268 (1953). 

54. Erie Ry. v. Tompkins, 304 U.S. 64 (1938). The law of unfair competition 
has largely been developed in the federal courts, and most unfair competition cases are 
still brought there. Since Erie, however, many of the federal courts have felt compelled 
to ignore their own precedents and rely instead on old state decisions. The result, as 
ean be seen from reading the federal cases cited in support of Illinois law, notes 55-57, 
infra, is an endless exegesis on a perhaps antiquated decision instead of a dynamic 
approach to decisional law. But see New York cases cited in notes 59-67, infra; see 
also National Fruit Product Co. v. Dwinell-Wright Co., note 53 supra. If the federal 
courts also feel themselves bound to follow the conflicts of laws rules of the state in 
which they sit, see Klaxon Co. v. Stentor Elec. Mfg. Co., 313 U.S. 487 (1941), they 
might be further tying the Gordian knot of interstate conflicts jumbles. Cf. note 39 
supra. 
Besides the interstate nature of many of these unfair competition litigations, there 
is another element of disparity between them and the ordinary diversity cases. A good 
many unfair competition claims are pendent to substantial and related claims under 
the federal copyright, patent and trademark laws. The different venue statutes, and 
perhaps requirements which govern them, See Note, Doing Business as a Test of Venue 
and Jurisdiction over Foreign Corporations in the Federal Courts, 56 Col. L. Rev. 394, 
411, 413-16 (1956), as well as their close connection with federal claims, might make 
it unfair to extend to them a priori the normal rules for diversity cases. Perhaps a 
greater flexibility in following state decisional law than is otherwise thought to be 
proper for a federal judge in a diversity case, cf. Pulson v. American Rolling Mill Co., 
170 F.2d 193 (1st Cir. 1948), might be achieved in this area by presuming that the 
state courts would amend an old precedent by developments in the law of unfair com- 
petition in the federal courts and in other jurisdictions. See National Fruit Product 
Co. v. Dwinell-Wright Co., note 53, supra. Flexibility might also be achieved by using 
the distinction of pendent from diversity jurisdiction as a basis for adopting a federal 
courts law of conflicts, which, in turn, might support a freer choice in choosing 
precedents. 

* A very tardy reply brief submitted by defendants after this opinion was written 
does touch upon the point but does not affect my conclusions. 

55. Lady Esther, Ltd. v. Lady Esther Corset Shoppe, Inc., 317 Ill. App. 451, 46 
N.E. 2d 165 (1943); Independent Nail § Packing Co. v. Stronghold Screw Products, 
Inc., 205 F.2d 921 (44 TMR 46) (7th Cir.), cert. denied, 346 U.S. 886 (1953); Elastic 
Stop Nut Corp. v. Greer, 62 F. Supp. 363 (35 TMR 353) (N.D. Ill. 1945). 

__ 56. Compare Lady Esther, Ltd. v. Lady Esther Corset Shoppe, Inc., note 55 supra, 
with Stevens-Davis Co. v. Mather § Co., 230 Ill. App. 45 (1923); see De Long Hook 
§ Eye Co. v. Hwmp Hairpin Mfg. Co., 297 Ill. 359, 130 N.E. 765 (11 TMR 239); Time 
v. Viobin Corp., 128 F.2d 360 (32 TMR 422) (7th Cir.), cert. denied, 317 U.S. 673 
(1942) ; Addressograph-Multigraph Corp. v. American Expansion Bolt & Mfg. Co., 124 
F.2d 706 (32 TMR 50) (7th Cir. 1941), cert. denied, 316 U.S. 682 (1942); cf. Soft- 
Lite oe nay bo a 301 Ill. App. 100, 21 N.E. 2d 835 (1939). 

4 y Esther, Ltd. v. Lady Esther Corset Shoppe, Inc., note 55 supra, 46 
N.E. 2d at 167; and other cases cited in note 10 supra. ae! ae 
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The law of New York is somewhat more liberal than that of Illinois. 
“Palming off” and “confusion” are not the sole criteria for finding unfair 
competition, as the tort has also been found from other circumstances. 
Thus, the doctrine of INS v. AP,°** has been applied to unauthorized re- 
cordings and rebroadcasts taken from radio broadcasts to appropriation of 
comic strip characters identified by the public with their creator,’ and 
to a motion picture which was intended to capitalize on a public interest 
in the events taking place in a particular sporting arena.®*! In a very 
recent case, where a complaint was held to state a valid cause of action, 
the doctrine was extended to cover the unauthorized dissemination, by 
one given access under an understanding of confidence, of original fashion 
creations. ** 

In all of these cases the holding is partly based on the theory that 
one cannot appropriate the property of another. However, it is clear that 
unfair competition will not be found on merely this circumstance. The 
preceding cases contained features of deception—the appropriator seeking 
to capitalize as well on the reputation of the aggrieved original sponsor 
of the product or service.** Moreover, the decisions also are based partly 
on interferences with contractual relations affecting exclusive rights to 
intangibles.** Thus, in Metropolitan Opera Ass’n, Inc. v. Wagner-Nichols 
Recorder Corp.,®> one who recorded and sold the radio broadcasts of “live” 
Metropolitan opera performances was enjoined from continuing this ac- 


tivity. The court based its conclusion on appropriation of another’s effort, 
on the public being deceived as to the quality of the recorded performances, 
and on the resulting interference with the Metropolitan Opera Association’s 
contracts with radio broadcasting and recording companies. The same ele- 
ments were present in Dior v. Milton,®* when only appropriation of an- 
other’s efforts is involved, and the other elements are not present, the New 
York courts refuse to find unfair competition. 


58. See note 51 supra. . 
59. Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 199 Misc. 786, 


101 N.Y.S. 2d 483 (40 TMR 1072) (Sup. Ct., N.Y., 1950), aff'd, 279 App. Div. 632, 
107 N.Y.S. 2d 795 (1st Dep’t 1951); Mutual Broad. Sys., Inc. v. Muzak Corp., 177 Mise. 
489, 30 N.Y.S. 2d 419 (31 TMR 472) (Sup. Ct., N.Y., 1941); National Exhibition Co. 
v. Fass, 143 N.Y.S. 2d 767 (Sup. Ct., N.Y., 1955). 

60. Fisher v. Star Co., 231 N.Y. 414, 132 N.E. 133 (11 TMR 333) (1921). 

61. Madison Sq. Garden Corp. v. Universal Pictures Co., 255 App. Div. 459, 7 
N.Y.S. 2d 845 (29 TMR 75) (1st Dep’t 1938). 

62. Dior v. Milton, 155 N.Y.S. 2d 443 (47 TMR 35) (Sup. Ct., N.Y.), aff'd, 156 
N.Y.S. 2d 996 (1st Dep’t 1956). 

63. See Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., note 59 supra; 
Fisher v. Star Co., note 60 supra; Dior vy. Milton, note 62 supra. 

64. See National Exhibition Co. v. Fass, note 59, supra; Madison Sq. Garden 
Corp. v. Universal Pictures Co., note 61 supra; cf. De Jur-Amsco Corp. v. Janrus 
Camera, Inc., 155 N.Y.S. 2d 123 (46 TMR 1529) (Sup. Ct., N.Y., 1956) (interference 
with an exclusive dealership arrangement). 

65. Note 59 supra. 

66. Note 62, supra; see also Varsity Sportswear, Inc. v. Princess Fabrics Co., 174 
Mise. 298, 19 N.Y.S. 2d 723 (30 TMR 198) (Sup. Ct., N.Y., 1940). 

67. Pocket Books, Inc. v. Meyers, 292 N.Y. 58. 54 N.E. 2d 6 (1944); Hebrew 
Pub. Co. v. Scharfstein, 288 N.Y. 374, 43 N.E. 2d 449 (1942); Germanow v. Standard 
Unbreakable Watch Crystals, Inc., 283 N.Y. 1, 27 N.E, 2d 212 (1940); United Mer- 
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The instant case clearly cannot be subsumed under the New York 
desiderata for unfair competition. Not only is the proof deficient of Con- 
tinental’s appropriating Mr. Beardsley’s forms, but there is not a shred 
of evidence indicative of a belief that Continental was being helped by 
Mr. Beardsley’s business reputation. Moreover, Mr. Beardsley had no 
exclusive interest in his idea or in his product with which Continental 
might have interfered. 

In the federal courts, the doctrine of INS v. AP*®® seems to have been 
even further restricted. Except for a very similar fact situation, the 
ease has never been extended. Thus, Judge L. Hand’? described the INS 
ease as holding “no more than that a western newspaper might not take 
advantage of the fact that it was published some hours later than papers 
in the east, to copy the news which the plaintiff had collected at its own 
expense. In spite of some general language it must be confined to that 
situation (Cheney Bros. v. Doris Silk Corp., 2 Cir., 35 F.2d 279, 281, 19 
TMR 491); certainly it cannot be used as a cover to prevent competitors 
from ever appropriating the results of the industry, skill, and expense of 
others. ... In the case at bar if [plaintiffs] cannot bring themselves 
within the law of common-law copyright, there is nothing to justify a 
priori any continuance of their control over the activities of the public 
to which they have seen fit to dedicate the larger part of their contribution.” 
Accordingly, Beardsley cannot prevail on a theory of unfair competition. 

Beardsley has also counterclaimed on a theory of breach of confidences 
and of implied contracts. There is insufficient proof to substantiate these 
claims. 

Continental, in addition to its action for a declaratory judgment that 
the BEARDSLEY PLAN was not copyrightable nor infringed, also has sued for 
damages on the theory of unfair competition and violations of the anti- 
trust laws. Both of these last two causes of action have not been proved 
and they must be dismissed. 

+ * * * 4 

Defendant for many years has used assertions that his system was 
copyrighted as a business expedient. He has also stated that he would 
chants & Mfgs., Inc. v. Bromley Fabrics, Inc., 148 N.Y.S. 2d 22 (Sup. Ct., N.Y., 1955) ; 
American Merri-Lei Corp. v. Jet Party Favors, Inc., 123 N.Y.S. 2d 136 (43 TMR 
1055) (Sup. Ct., Kings, 1953); Mavco Inc. v. Hampden Sales Ass’n, Inc., 273 App. 
Div. 297, 77 N.Y.S. 2d 510 (38 TMR 568) (1st Dep’t 1948); Archie Comic Pub. Co. 
v. American News Co., 204 Mise. 1060, 125 N.Y.S. 2d 919 (Sup. Ct., N.Y., 1953), aff'd, 
283 App. Div. 868, 129 N.Y.S. 2d 915 (1st Dep’t 1954). 

68. See note 51, supra. 

69. Associated Press v. KVOS, note 51 supra. 

70. See RCA Mfg. Co. v. Whiteman, 114 F.2d 86, 90 (2d Cir.), cert. denied, 311 
U.S. 712 (1940); see also G. Ricordi & Co. v. Haendler, 194 F.2d 914 (2d Cir. 1952) ; 
National Comics Pub., Inc. v. Fawcett Pub., 191 F.2d 594, 603 (2d Cir. 1951) ; Millinery 
Creators’ Guild v. FTC, 109 F.2d 175, 177 (30 TMR 301) (2d Cir. 1940), aff’d, 312 
U.S. 469 (1941); Alexander v. Irving Trust Co., 132 F. Supp. 364 (45 TMR 1185) 
(S.D.N.Y.), aff'd, 228 F.2d 221 (2d Cir. 1955), cert. denied, 350 U.S. 996 (1956) ; 
Aldrich v. Remington-Rand, Inc., 52 F. Supp. 732 (N.D. Tex. 1941); cf. Nikanov v. 
Simon § Schuster, Inc., 144 F. Supp. 375, 379 (S.D.N.Y. 1956) (infringement of 


common-law copyright spells out a claim for unfair competition so as to be within 
pendent jurisdiction of district court). 
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not desist from such assertions unless his copyright were to be invalidated 
by a court of last resort.” Unless Beardsley is restrained from making 
these assertions, Continental’s business will continue to suffer substantial 
damage. Not only is it likely that business will be lost to it, but Continental 
would be compelled to engage in a multiplicity of suits in order to vindi- 
cate its position. Moreover, the difficulty of proving the proximate cause 
for not gaining or for losing a particular source of business makes a suit 
for damages an inadequate remedy. -For these reasons, and since there is 
no merit in the defendant’s position, defendant should be restrained from 
claiming a copyright on his plan or on any of his forms and from distrib- 
uting any of his forms which purport to be copyrighted. 
Plaintiff is directed to submit a form of judgment on notice. 


JAMES BURROUGH, LTD. et al. v. THOMAS M. FERRARA, 
doing business as THE BEEFEATER INC. 


N. Y. Sup. Ct., Spec. Term — April 12, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
THE BEEFEATER, for a restaurant name, is enjoined by owner of trademark 
BEEFEATER for gin. 


Action by James Burrough Ltd. and Kobrand Corporation v. Thomas 
M. Ferrara, doing business as The Beefeater Inc. for unfair competition. 
Judgment for plaintiff. 


Lauterstein & Lauterstein, of New York, N.Y., for plaintiff. 
William J. O’Hara, of New York, N.Y., for defendant. 


Plaintiff is a distiller and it and its predecessors have been in that 
business for 135 years. Among its products is a dry gin, admittedly of 
high quality. This gin has been marketed under the name BEEFEATER for 
over a hundred years and in recent years has been advertised extensively 
in this country. Large amounts have been spent and apparently the product 
has a good reputation and sales are substantial. It has a registered trade- 
mark in which the name BEEFEATER is the designating feature. 

Defendant is a restaurateur. In February, 1957, it acquired a lease 
on premises at 141 East 45th Street, for the purpose of operating a restau- 
rant specializing in steaks and other beef dishes. The immediate section 
is well known for restaurants of this character. Defendant decided to 
eall his restaurant THE BEEFEATER and caused the corporate defendant to 
be incorporated under that name. The restaurant opened for business on 
March 18, 1957. Twelve days prior thereto plaintiff learned about the then 
proposed venture and advised defendant of its trademark and that it 
would resist use of the name. Defendant nevertheless went ahead with 


71. See Exhibit #60. 
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his plans. The restaurant opened, defendant has spent money on adver- 
tising and some of the decorations and appurtenances of the restaurant 
have the name on them. 

The word “beefeater” is to be found in unabridged dictionaries but 
in its literal sense as an eater of beef it is virtually never used. It is also 
the nickname for the Tower of London guides who in former times were 
the yeomen of the guard. The name, born of the envy of the London popnu- 
lace, has survived. Plaintiff selected the name because it has a peculiarly 
British association and is immediately identified with the City of London. 
Defendant chose it as a poetic but apt description of one who would be 
likely to become a patron of the particular type of restaurant. From its 
nature it is the kind of word that a user is entitled to have protected. 

There is little evidence to lead to the belief that defendant was induced 
to select the name by a desire to trade on plaintiff’s reputation or to mis- 
lead the public into a belief that there is some connection between the 
parties. Plaintiff’s advertisements feature a yeoman of the guard; defen- 
dant’s the coat of arms of the Ferrara family. It is true that defendant 
uses the same bold face type for the word BEEFEATER that the plaintiff does. 
But this rather unimportant coincidence hardly evidences an evil purpose 
in the selection of the name. 

Plaintiff’s product has one of its more important outlets to the public 
through restaurants. It is true that defendant’s type of restaurant does 
not feature potables but it admits that it sells liquors to its patrons. Asso- 
ciation and identification in the public mind is more than a mere possibility. 
In a community more than usually name conscious the incidences of such 
an unusual and striking appellation is almost certain to arouse conjecture 
and then assumption of identity. 

It is not to be disputed that plaintiff is not required to put its repu- 
tation in defendant’s hands, no matter how capable those hands may be. 
There remains for consideration the balance of equities on the question 
of restraint pending trial. That balance is with the plaintiff. Defendant 
knew that he was facing just such action before he opened the restaurant. 
He and the corporate defendant went ahead with deliberate intent to stand 
on their rights. They are in no position to complain if the footing has 
proved unstable. Motion is granted. Settle order. 


LAURITZEN & COMPANY, INC. v. THE BORDEN COMPANY 
Appl. No. 6234 — C. C. P. A. — November 30, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Holding that appellee had not established ownership of LAc family of marks 
for milk products was correct. If trademark indicates origin of product, it indi- 
‘cates origin no matter how packaged. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Fact that applicant’s product is normally sold to and used by commercial 
bakers, while appellee’s product is sold by stores in small packages to individuals, 





Vol. 47 T. M.R. LAURITZEN & CO. v. BORDEN CO. 519 


is one which may properly be considered to determine whether confusion in trade 
would be likely to result from concurrent use of marks. 
In deciding question of similarity between trademarks, marks are not to be 
dissected, but considered in their entireties. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRABILITY—DESCRIPTIVE TERMS 

Trademarks will not ordinarily be found to be confusingly similar on the basis 
of a word or syllable included in each of them which is of a descriptive nature; by 
this test, syllable “lac” which has descriptive connotations as applied to milk prod- 
ucts should be given little weight in determining whether marks are confusingly 
similar. 

FORTILAC is not confusingly similar to PROTOLAC, both being used in connection 
with milk products. 


Opposition proceeding No. 30,305 by The Borden Company v. Lauritzen 
& Company, Inc., application Serial No. 595,842 filed April 17, 1950. 
Applicant appeals from decision of Commissioner of Patents sustaining 


opposition. Reversed. 
Case below reported at 44 TMR 319. 


Edwin 8. Booth (Geo. B. Newitt of counsel) of Chicago, Illinois, for 
applicant-appellant. 
J. Spencer Daly, of New York, N.Y., for opposer-appellee. 


Before JOHNSON, Chief Judge, and O’CoNNELL, WorLEY, Ricu, and JAck- 
son (retired), Associate Judges. 


WokrL.ey, Judge. 

This is an appeal from the decision of the Assistant Commissioner, 
acting for the Commissioner of Patents, 99 USPQ 216 (44 TMR 319), 
reversing the decision of the Examiner of Interferences and sustaining 
a notice of opposition filed by appellee. The Borden Company, against 
an application by appellant, Lauritzen & Company, Inc., for registration 
of the trademark FrorTILAc as applied to “a food product in powder form 
containing milk serums and vegetable extracts and used in commercial 
baking, said food product being packaged and sold in drums.” 

The notice of opposition was based upon prior registrations of the 
trademarks proToLac, No. 145,077, for a case in food product; BREADLAC, 
No. 157,714, for powdered milk; starLtac, No. 181,001, for powdered 
skimmed milk; parLac, No. 171,105, for whole-milk powder; AKRELAC, 
No. 205,191, for a powdered milk product made from a combination of 
skimmed milk and cream soured with a pure lactic culture; and BIOLAC, 
Nos. 348,312 and 348,662, for milk food for infants. 

No testimony was taken by either party and it is conceded that appel- 
lee’s use of the registered marks above referred to predates appellant’s 
use of the mark sought to be registered. The only issue, therefore, is that 
of confusing similarity of the marks. 

It is contended by appellee that its registered marks constitute a fam- 
ily of marks ending in “lac,” and that the public would assume that any 
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new mark ending in that suffix emanated from appellee. That contention 
was rejected by the Examiner of Interferences on the ground that “lac” 
is the Latin word for milk, and that all the marks involved are applied 
to milk products; and by the Assistant Commissioner on the ground there 
was no evidence of record to show recognition of those marks as a family. 
Also, in that connection, appellant made of record five other registrations 
showing the common use of “lac” as a trademark suffix. Under such cir- 
cumstances, the holdings that appellee had not established ownership of a 
family of marks were clearly correct. Burroughs Wellcome & Co. (U.8.A.) 
Inc. v. Mezger Pharmacal Co., Inc., 43 C.C.P.A. (Patents) 703, 228 i 
F. 2d 243, 108 USPQ 130 (46 TMR 339). 

In view of the foregoing, appellee’s prior registrations must be con- 
sidered individually. The Examiner of Interferences held that, as so 
considered, none of them was confusingly similar to appellant’s mark. 
Upon review, however, the Assistant Commissioner held appellee’s mark 
PROTOLAC to be confusingly similar to rorTiLAc and, accordingly, reversed 
the decision of the Examiner of Interferences in that particular respect. 
While we have given full consideration to all the marks introduced, it is 
evident that proToLAc is the most pertinent and it is, therefore, unneces- 
sary to discuss the others. 

Appellant contends that the product to which its mark ForRTILAC is 
applied is used in commercial baking and packaged in drums and differs 
substantially from the product to which pRroToLac is applied which, as 
shown by the specimen submitted with the notice of opposition, is a 
dietary supplement sold in relatively small packages. The Assistant Com- 
missioner held that the statement that appellant’s product was packaged 
in drums is mere surplusage, “since if a trademark indicates origin of a . 
product, it indicates origin no matter how packaged.” The quoted state- 
ment is, of course, correct, but the fact that appellant’s product is normally 
sold to and used by commercial bakers, while appellee’s product is sold 
by stores in small packages to individuals, is one which may properly be 
considered in determining whether confusion in trade would be likely to 
result from concurrent use of the marks under consideration. Specific 
differences in goods as well as in marks are factors to be considered in 
deciding whether or not confusion is likely. In re Malvina D. Myers, 

Eitc., 40 C. C. P. A. (Patents) 747, 201 F. 2d 379, 96 USPQ 238 (43 TMR 
284); Princess Pat Ltd. v. Tursi, 43 C.C.P.A. (Patents) 795, 230 F. 2d 
440, 109 USPQ 45 (46 TMR 612). 

It is well settled that in deciding the question of similarity between 
trademarks the marks are not to be dissected, but considered in their en- 
tireties. Chatham Pharmaceuticals, Inc. v. Reserve Research Co., 34 
C.C.P.A. (Patents) 886, 159 F. 2d 869, 72 USPQ 507 (37 TMR 167); 

Apollo Shirt Co. v. The Enro Shirt Company, Inc., 35 C.C.P.A. (Patents) 
849, 165 F. 2d 469, 76 USPQ 329 (38 TMR 314). It has been repeatedly 
held, however, that trademarks will not ordinarly be found to be confus- 
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ingly similar on the basis of a word or syllable included in each of them 
which is of a descriptive nature. West Disinfecting Company v. Lan-O- 
Sheen Company, 35 C.C.P.A. (Patents) 706, 163 F. 2d 566, 75 USPQ 77 
(37 TMR 659) ; Nestle’s Milk Products, Inc. v. Baker Importing Company, 
Inc., 37 C.C.P.A. (Patents) 1066, 182 F. 2d 193, 86 USPQ 80 (40 TMR 
526) ; Alumatone Corporation v. Vita-Var Corporation, 37 C.C.P.A. (Pat- 
ents) 1151, 183, F. 2d 612, 36 USPQ 359 (40 TMR 804), and cases there 
cited. 

In the instant case, the syllable “lac,’ 
marks under consideration, has a somewhat descriptive connotation as 
applied to milk products, and has been commonly used as a portion of 
trademarks for such products. Accordingly, it should be given little weight 
in determining whether those marks are confusingly similar. 

While the instant marks, when viewed as a whole, have some resem- 
blance in minor respects, their dissimilarities far outweight their similari- 
ties. In our opinon, they do not look alike or sound alike, nor do they have 
any similarity in meaning. Moreover, the goods of appellant are purchased 
in relatively large quantities by bakers who, we think, could well be classed 
as discriminating purchasers, likewise, the same could well be said of those 
who buy appellee’s products. 

It is our conclusion, therefore, that concurrent use of the marks on the 
respective goods of the parties would not be likely to result in confusion 
to the general public. 

Accordingly, it becomes necessary to reverse the decision of the As- 
sistant Commissioner. 

JACKSON, Judge, retired, recalled to participate in place of Coxg, 
Judge. 


b 


which is common to two trade- 


IN RE BOOKBINDER'S RESTAURANT, INC. 


Appl. No. 6222 — C. C. P. A. — January 9, 1957 


REGISTRABILITY—SERVICE MARKS 
Registration for service mark for restaurant, catering and banquet services 
was refused on ground that services in question were not “rendered in commerce”; 
effect on interstate activities is not sufficient to justify registration; generally 
speaking, only intrastate commerce necessary to production or movement of goods 
in interstate commerce, or which serves materially to hamper or impede such 
commerce, falls within the regulatory powers of Congress. 


Application for service mark registration by Bookbinder’s Restaurant, 
Inc., Serial No. 596,067 filed April 21, 1950. Applicant appeals from 
decision of Commissioner of Patents refusing registration. Affirmed. 

Case below reported at 45 TMR 473. 
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Leonard L. Kalish, of Philadelphia, Pennsylvania (Albert H. Kirchner, 
Washington, D.C., of counsel) for appellant. 

Clarence W. Moore (J. Schimmel of counsel) for Commissioner of 

Patents. 


Before JOHNSON, Chief Judge, and O’CONNELL, WorRLEY, Ricu, and JAck- 
son (retired), Associate Judges. 
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O’CONNELL, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
103 USPQ 274 (45 TMR 473), affirming the action of the Examiner of 
Trademarks in refusing registration to the appellant of OLD ORIGINAL BOOK- 
BINDERS as a service mark on the Principal Register for services described 
as “restaurant, catering and banquet services.”” The record indicates that 
appellant operates a single restaurant in Philadelphia, Pennsylvania, and 
that the services relied on are rendered in that city. 

Registration was refused solely on the ground that the services in 
question are not “rendered in commerce,” as required by sections 3 and 45 
of the Trademark Act of 1946. As defined in section 45 “commerce” means 
“all commerce which may lawfully be regulated by Congress.” The issue 
to be determined here, therefore, is whether the rendering of restaurant, 
catering and banquet services entirely within one state, involves “commerce 
which may lawfully be regulated by Congress” within the meaning of 
the Act. 

The interstate commerce clause of the Constitution has proved to be 
one of the most difficult to interpret, and the decisions construing it have 
not been uniform. A recent case in point is Fairway Foods, Inc. v. Fairway 
Markets, Inc., et al., 107 USPQ 253, 256 (46 TMR 94), involving the ap- 
plication of the provisions of the Trademark Act of 1946 to a single retail 
grocery business. In its decision the Ninth Circuit Court of Appeals said: 






























While it is true that activities which in isolation might be deemed 
local, may affect commerce due to interlacings of business across state 
lines, in absence of a showing that the business is part of a coordi- 
nated interstate system substantially affecting commerce, the activities 
of retail grocers purchasing and selling their wares exclusively intra- 
state are not a permissible field for Congressional regulation under 


the Commerce power. 
















Appellant argues that its services affect interstate commerce because 
its restaurant is located near the Pennsylvania-New Jersey boundary 
and people travel back and forth between those states, as well as between 
Delaware and Pennsylvania, for the purpose of obtaining such services. 

The question as to what intrastate commerce affects interstate com- 
merce in such a way as to justify Congress in regulating it was fully con- 
sidered by the Supreme Court in the case of Schechter Corp. v. United 
States, 295 U.S. 495, in which it was held that the slaughtering, in one 
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to 


state, of poultry imported from another was not commerce which could 
lawfully be regulated by Congress. In that decision the court said: 


In determining how far the federal government may go in con- 
trolling intrastate transactions upon the ground that they “affect” 
interstate commerce, there is a necessary and well-established dis- 
tinction between direct and indirect effects. The precise line can be 
drawn only as individual cases arise, but the distinction is clear in 
principle. * * * But where the effect of intrastate transactions on 
interstate commerce is merely indirect, such transactions remain within 
the domain of state power. If the commerce clause were construed 
to reach all enterprises and transactions which could be said to have 
an indirect effect upon interstate commerce, the federal authority 
would embrace practically all the activities of the people and the 
authority of the State over its domestic concerns would exist only by 
sufferance of the federal government. 


Similarly in Labor Board v. Jones & Laughlin, 301 U.S. 1, the same 
court said: 


* * * Undoubtedly the scope of this power must be considered in the 
light of our dual system of government and may not be extended so 
as to embrace effects upon interstate commerce so indirect and remote 
that to embrace them, in view of our complex society, would effectually 
obliterate the distinction between what is national and what is local and 
create a completely centralized government. The question is neces- 
sarily one of degree. 


It has been held that services which are essential to the production of 
goods which are transported in interstate commerce may be regulated by 
Congress under the interstate commerce clause, even though they are per- 
formed entirely within one state, and in Martino v. Michigan Window 
Cleaning Co., 327 U.S. 173, cited by appellant, that same principle was 
applied to the washing of windows in a building used primarily in the 
production of such goods. On the other hand, in 10 East 40th St. Co. v. 
Callus, 325 U.S. 578, it was held that maintenance services in a building 
containing a substantial number of offices devoted to interstate commerce, 
but more than half of the space being devoted to other uses, were not 
subject to such regulation. 

It is clear from the foregoing cases that the authority of Congress, 
under the interstate commerce clause, to regulate intrastate commerce is 
limited to such intrastate commerce as has a direct effect upon interstate 
commerce. Generally speaking, only intrastate commerce which is neces- 
sary to the production or movement of goods in interstate commerce, or 
which serves materially to hamper or impede such commerce has been held 
to be subject to such regulation. 

Appellant on the other hand relies on Bowles v. 870 Seventh Avenue 
Corp., 150 F. 2d 819, as showing that the restaurant business may lawfully 
be regulated by Congress. That case, however, involved emergency legis- 
lation enacted during World War II and was not based on the power of 
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Congress to regulate interstate commerce. In the Fairway case, supra, 107 
USPQ at 255 (46 TMR at 97), it may be noted the court stated that since 
the decision in the Trademark Cases, 1879, 100 U.S. 82, “it has been estab- 
lished that Congress gains its power over trademarks under the Commerce 
clause of the Constitution.” 

Appellant also argues that the registration and enforcement provi- 
sions of the 1946 Trademark Act must be tested by the same criteria, and 
cites Pagliero v. Wallace China Co., 198 F. 2d 339, 95 USPQ 45 (42 TMR 
839), and Stauffer v. Exley, 184 F. 2d 962, 87 USPQ 40 (40 TMR 960), 
both decided by the Circuit Court of Appeals for the Ninth Circuit, as 
showing that such enforcement may extend to intrastate commerce. It is 
clear, however, that the doctrine of those decisions is limited to intrastate 
commerce in which, in the words of the Pagliero decision, 42 TMR 841, 
“there is present the requisite effect on interstate commerce.” We are of 
the opinion that such an effect has not been shown in the instant ease. 

Another case relied on by appellant as being squarely in point here is 
Ex parte Los Angeles Stockyards Co., 101 USPQ 341 (44 TMR 1120). 
That case involves a decision which is not controlling here, and which 
moreover is clearly distinguishable and in that it involved stockyard 
services comprising handling, feeding, watering, loading, quartering and 
weighing livestock. Those services had been regulated by the Packers and 
Stockyards Act of 1921 (Title 7 U.S.C.) enacted by Congress in 1921 under 
the authority of interstate commerce clause of the Constitution. That Act 
was held constitutional by the Supreme Court in Stafford v. Wallace, 258 
U.S. 495, wherein the court said: 


* * * The stockyards are but a throat through which the current flows, 
and the transactions which occur therein are only incident to this 
current from the West to the East, and from one State to another. 
Such transactions can not be separated from the movement to which 
they contribute and necessarily take on its character. * * * 


It is evident that appellant’s services do not in a legal sense contribute 
to interstate commerce in any such manner as those described in the above 
quotation. 

The record is not wholly clear as to the exact manner in which appel- 
lant renders its services. There are no affidavits or testimony of record and 
the application states merely that the mark is used “for restaurant, catering 
and banquet services.” In response to an inquiry by the examiner as to 
how such services were rendered in interstate commerce, appellant’s attor- 
ney made an unverified statement that the services were offered to cus- 
tomers and prospective customers in states adjoining Pennsylvania “thereby 
inviting or inducing persons in other states to travel from such other states 
into Pennsylvania to obtain from applicant the aforesaid services at ap- 
plicant’s place of business. Services are also rendered by selling and sup- 
plying cooked or prepared foods for transportation into and consumption 
in adjoining states such as New Jersey and Delaware, and such foods are 
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so transported into such other states for the purposes stated.” Statements 
similar to the last one quoted appear in appellant’s brief before this court. 

The arguments and authorities submitted by the appellant have been 
carefully considered but, for the reasons above stated, we are of the opin- 
ion that it has failed to establish that the services for which registration 
is sought are rendered in commerce which may lawfully be regulated by 
Congress within the meaning of the Trademark Act of 1946. 

For the neasons stated, the decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate in place of CoLg, 
Judge. 


WILDROOT COMPANY INC. v. LIAKOPOULOS, doing 
business as JIM’S BARBER SHOP 


No. 33,277 — Commissioner of Patents — January 18, 1957 


REGISTRABILITY—MISREPRESENTATION 
Registration is refused ex parte on ground that term presented for registra- 
tion was not used prior to filing of application for one of goods specified. 
REGISTRABILITY—DISCLAIMERS 
Word root in trademarks MAGIC ROOT and WILDROOT is not descriptive of any 
ingredient in various hair preparations of parties; it is merely arbitrary use of 
ordinary word and disclaimer is not required. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Since it is noted that in area of distribution of applicant’s products large 
numbers of purchasers speak Spanish and are not apt to make fine distinctions 
between English words, it is held that such purchasers are likely to be confused 
between WILDROOT and MAGIC ROOT, as applied to hair preparations. 


Opposition proceeding by Wildroot Company, Inc. v. James Liako- 
poulos, doing business as Jim’s Barber Shop, application Serial No. 
641,386 filed January 27, 1953. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. Reversed. 


Popp & Sommer, of Buffalo, New York, for opposer-appellant. 
McMorrow, Berman «& Davidson, of Washington, D.C., and Henry W. 
Beumler, of Douglas, Arizona, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register Macic root for a “liquid 
preparation for the treatment of the hair, and for the treatment of callouses 
and for the relief of tired, aching feet.” Use since September 11, 1952 is 
asserted. 

Registration has been opposed by the registrant of wiLDRoot for a 
dandruff remedy ;’ for shampoo;? and for hair tonics, wave sets, cosmetics 


1. Reg. No. 84,528, issued Dec. 19, 1911 to a predecessor, renewed twice to opposer, 
and published in accordance with Sec. 12(c) by opposer on April 26, 1949. 

2. Reg. No. 136,261, issued Oct. 26, 1920, renewed, and published in accordance 
with Sec. 12(c) on April 19, 1949. 
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and preparations for beautifying the hair;* of LaDy wiLpRoor for 
shampoo ;* and for cream hair dressing and wave set;> and of package 
designs showing wiLDRooT, for hair preparations;* and shampoo liquid 
soap.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, stipulations of fact and exhibits 
on behalf of each party, copies of opposer’s registrations and applicant’s 
application. 

The pertinent facts on behalf of opposer are that opposer has, since 
long prior to 1952, sold, and continues to sell its wimLDROoT and LADY WILD- 
ROOT products throughout the United States and elsewhere, and sales volume 
has been large. The products are sold under the marks to ultimate users 
through drug stores, barber shops, beauty salons, supermarkets and depart- 
ment stores having toilet goods counters. Substantial sums have been 
spent by opposer in advertising its products under the marks in nationally 
circulated consumer magazines, in newspapers, by radio and television, 
and by means of almost all modern advertising media. 

The pertinent facts on behalf of applicant are that he has used Maaic 
ROOT on his product since September 8, 1952, and the product bearing the 
mark has been sold in Arizona and Sonora, Mexico. It is sold to ultimate 
users through drug stores, barber shops, beauty salons, and other types 
of retail outlets. From September of 1952 to November of 1954, “applicant 
has disposed of approximately two dozen eight ounce bottles of his product 
every month.” Applicant apparently operates a barber shop in Douglas, 
Arizona, and it is not clear from the stipulation whether or not product 
which was “disposed of” from 1952 to 1954 includes that which was used 
in his barber shop, but since the words “disposed of” are used rather than 
“sold,” it is assumed that the product used in applicant’s own shop was 
included in the two dozen bottles disposed of each month. Applicant has 
advertised his product by a single spot announcement over a Douglas radio 
station on April 20, 1953; and he has placed three small advertisements in 
the Douglas newspaper and two in the Sonora newspaper. He has used 
placards in retail outlets and on his private automobile as further means 
of advertising. Prior to October 1, 1954 applicant used two labels inter- 
changeably—one of which shows “Jim’s Barber Shop” located at 449 Ninth 
Street, Douglas, Arizona, as the source of the product, and the other 
of which shows “Magic Root Company” located at the same address as the 
source. The former features: “mMacic Root For The Hair—Removes Loose 
Dandruff Keeps Hair in Any Desired Position and Fresh Contains Astrin- 


3. Reg. No. 299,653, issued Dec. 13, 1932, renewed, and published in accordance 
with Sec. 12(c) on April 19, 1949. 
4. Reg. No. 579,181, issued Aug. 25, 1953. 
5. Reg. No. 581,071, issued Oct. 13, 1953. 
6. Supp. Reg. No. 511,497, issued June 21, 1949. 
7. Supp. Reg. No. 522,037, issued March 7, 1950. 
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gent Excellent For Tired, Aching Feet and Callouses.” The latter fea- 
tures “MaGic RooT For Women’s and Men’s Hair—Keeps hair in place, 
removes dryness of the scalp. A non-alcoholic preparation that is not 
gummy, sticky or greasy. Contains scalp refreshing Herbs, Mineral Oil 
and Aromatics in an aqueous base.” 

The label used since October 1, 1954, and now being used exclusively, 
shows: “For Men’s and Women’s Hair—maaic root—Does The Work If 
You Use It Often—Never Fails.” 


Thus, it appears that applicant has not used the term MAGIC ROOT on 
a liquid preparation “for the treatment of callouses’”—indeed, it is in- 
congruous that a preparation for the treatment of the hair would also be 
used for the treatment of callouses; and it seems odd that a preparation 
for treatment of the hair would also be recommended for the relief of 
tired and aching feet. Registration is refused ex parte on the ground that 
the term presented for registration was not used prior to the filing of the 
application on a liquid preparation for the treatment of callouses, as 
represented in the application. 


It is noted that during the prosecution of the application the Exam- 
iner of Trademarks held, “The word roor in the mark is descriptive of 
an ingredient of the goods and must be disclaimed apart from the mark 
as shown.” A disclaimer was filed, without argument. Applicant now 
contends that “root” is a descriptive word or “common property.” He adds, 
“root extracts are part of the ingredients of both of the preparations which 
are subjects of this controversy.” There was nothing before the Examiner 
of Trademarks, and there is nothing in the record here, which remotely 
suggests that the word “root” is descriptive of any ingredient in the prod- 
ucts of the parties. It is merely an arbitrary use of an ordinary word, 
and no statutory authority is found for the examiner’s requirement that 
“root” be disclaimed. 

In view of opposer’s long and extensive advertising and widespread 
sales of wiLpRooT hair preparations, it niay be assumed that applicant, in 
the operation of his barber shop, had become familiar with the products 
sold under opposer’s mark. Applicant has asserted in his brief that, “it 
would appear that instead of endeavoring to copy opposer, a studious 
attempt has been made to avoid copying as much as possible.” If such a 
“studious attempt” was made, why was “root” selected as a part of ap- 
plicant’s mark? 

The facts here show that when applicant decided to embark: upon 
the business of manufacturing a product competitive with opposer, he did 
not select a mark so different as to have his business and goodwill stand 
apart from opposer’s. He adopted the identical suffix, “root,” which, when 
applied to the goods has no descriptive or even suggestive significance. 
He then sought registration, identifying his product as a preparation 
for the treatment of the hair and for the treatment of callouses and for 
the relief of tired, aching feet, in the pharmaceutical class. He then—at 
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the request of the Examiner of Trademarks—disclaimed, without argu- 
ment, the word “root” as being descriptive of an ingredient. He now con- 
tends that he made a studious attempt to avoid copying as much as possible ; 
that the goods are not the same, since it is stated on his labels that his 
product is excellent for tired, aching feet and callouses (although his 
labels, according to his stipulation of facts have contained no such state- 
ment since 1954); and that “root” is a descriptive word and “common 
property.” These facts and circumstances lead to a conclusion that, ap- 
plicant probably had opposer’s product identified by the trademark 
WILDROOT in mind when he selected Magic ROOT; and his mark is such that 
unscrupulous retailers are likely to be led by it to believe that they can 
sell his product for opposer’s without fear of detection, or if detected, with 
an excuse believed to be sufficient to excuse the action, thereby bringing 
about consumer deception. 

Further, it is noted that in the areas of distribution of applicant’s 
product (Douglas, Arizona, which is practically on the Mexican border, 
and Sonora, Mexico) the Spanish language is commonly spoken. Pur- 
chasers who speak Spanish as their native tongue are not apt to make 
fine distinctions between English words—and wILDROOT and MAGIC ROOT, 
have such resemblance as to be likely, when applied to hair preparations, 
to cause confusion, mistake or deception of purchasers. 

The language of the Court in Baker v. The Master Printers of New 
Jersey, 47 USPQ 69, 72 (DC NJ 1940), which was quoted with approval 
in Monticello Drug Co. v. Silby, 110 USPQ 194 (46 TMR 1242) (Com’r, 
1956), is apropos here: 

“It has been well said that the most successful form of copying 


is to employ enough points of similarity to confuse the public with 
enough points of difference to confuse the Courts.” 


The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 


NORTH STAR WOOLEN MILL COMPANY v. 
MERIT CLOTHING COMPANY 


No. 33,268 — Commissioner of Patents — January 23, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Purchasers of STAR*DOWN topcoats are not likely to assume that they come from 
producers of NORTH STaR blankets and fabrics. 


Opposition proceeding by North Star Woolen Mill Company v. Merit 
Clothing Company, application Serial No. 644,771 filed April 6, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Parry & Giese, of Washington, D.C., for opposer-appellant. 
John H. Cassidy, of St. Louis, Missouri, for applicant-appellee. 
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LEEps, Assistant Commissioner. 


An application has been filed to register star*DowWN for men’s top- 
coats, use since March 1, 1952 being asserted: 

Registration has been opposed by the registrant of NoRTH with a repre- 
sentation of a star, NORTH STAR alone, and a representation of one large 
and a galaxy of small stars without any words. These registrations are, 
generally speaking, for blankets and woolen piece goods, although one of 
them additionally includes couch throws, auto robes, steamer rugs and 
piece goods of mixtures of woolen, cotton and synthetic fibers.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record consists of testimony of two witnesses and a stipula- 
tion of facts with identified exhibits. The record shows that opposer’s 
products are advertised and would be purchased under the mark NorTH 
sTaR. The exhibits include copies of labels and advertisements for NorTH 
star blankets and piece goods. According to the record, opposer and its 
predecessors have manufactured woolen blankets and woolen piece goods 
and sold them under the tradenames NORTH STAR MILLS, NORTH STAR WOOLEN 
MILLS and NORTH STAR WOOLEN MILLS COMPANY since 1864, and under the 
trademark NORTH sTAR since prior to 1881. Opposer’s blankets have been 
extensively advertised in nationally circulated consumer magazines under 
its NORTH STAR marks since 1927; and its NorTH sTaR fabrics have been 
advertised to some extent in consumer magazines and trade periodicals 
since at least 1947. Opposer sells its piece goods to garment manufacturers, 
many of whom attach to the garments labels stating that they are made of 
NORTH sTAR fabrics, and many also advertise in consumer media that the 
garments are made of NORTH sTAR fabrics. 

Applicant and its predecessors have been manufacturing men’s and 
boys’ clothing since 1899. In 1952 it adopted and commenced to use 
STAR*DOWN for men’s topcoats made of a special kind of Australian wool. 
The record does not indicate to what extent sales have been made under 
the mark or whether or not sTaR*DOWN topcoats have been advertised. 

The sole question presented is whether or not purchasers of sTar* 
DOWN topcoats are likely to assume that they come from the producer of 
NORTH sTAR blankets and fabrics. 

Opposer contends that star is the “dominant feature” in the marks of 
both parties, but there is nothing in the record which would support a find- 
ing that purchasers would be more likely to remember star than NoRTH 
in opposer’s marks; nor is there anything which suggests that purchasers 
would be likely to remember star apart from “down” in applicant’s mark. 
The marks of both parties are units which are likely to be remembered 
in their entireties. NORTH STAR and sTAR*DOWN are sufficiently unlike 


1. Reg. No. 120,773, issued Mar. 5, 1918, renewed, and published in accordance 
with See. 12(c) on June 15, 1948; and Reg. No. 507,130, issued Mar. 1, 1949. 

2. Reg. No. 398,276, issued Oct. 20, 1942, published in accordance with Sec. 12(c) 
on June 15, 1948. 
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in appearance, sound and commercial impression, when applied to the 
goods of the parties, to avoid all likelihood of confusion or mistake of 
purchasers. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE H. D. LEE COMPANY, INCORPORATED 


Commissioner of Patents — January 28, 1957 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
Since stitched ogee curve on overalls fails to create any commercial impression 
on average purchaser buying waistband overalls under ordinary conditions of trade, 
evidence of mere recognition of such a decorative feature by a small segment of 
purchasers is insufficient to support registration. 


Application for trademark registration by THE H. D. LEE COMPANY, 
INCORPORATED, Serial No. 655,331 filed October 26, 1953. Applicant appealed 
from decision refusing registration; affirmed at 47 TMR 382. On petition 
for reconsideration. Petition denied. 


Thomas E. Scofield, of Kansas City, Missouri, for applicant. 


LeEps, Assistant Commissioner. 


Applicant has filed a petition for reconsideration of the decision of 
December 12, 1956, together with seven letters signed by professional cow- 
boy rodeo riders and two signed by retailers of overalls. The letters from 
dealers suffer the same defects as the affidavits discussed in the original 
decision and are, therefore, incompetent for the purpose for which they 
were presented. 

The record shows that more than fourteen million pairs of overalls 
with the stitched curve on the hip pockets have been sold during the past 
ten years; and it seems obvious from this fact that professional rodeo 
riders would not be the “average” or “ordinary” purchasers of applicant’s 
waistband overalls. In fact, it is common knowledge that they constitute 
only a very small segment of the actual purchasers—and they probably 
are not “average” at all. Professional cowboy rodeo riders are likely to 
purchase, wear, and associate with others who wear, waistband overalls 
more frequently than other purchasers, and as a result, they are likely 
to have a greater consciousness of garment and stitching design than others. 
As the letters indicate, such performers “know which ones fit and ride well 
and which don’t,” and one writer indicated, after one has seen a couple of 
thousand pairs with the stitched curve on the pocket he knows what to look 
for when he goes into the store. It is interesting to note that one letter 
writer states that someone “who has not been around the environment of 
a rodeo or among people who wear this type of garment very much will 
not know the brand.” Another stated, “You see, when you see so many 
types of these overalls on so many people, the overalls are quite alike in 
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appearance a lot of the time and you notice the different things such as 
the particular brands on the hip pockets.” In other words, the pocket 
decoration may be only one feature of the garment design which is noticed 
by professional cowboy rodeo riders. 

As was heretofore pointed out, applicant has, so far as the record 
shows, made no effort to call attention to the stitched curve on the hip 
pockets of its overalls, or to promote it as an identifying and distinguishing 
device, or to create a consumer demand for overalls with the stitched 
curve on the hip pockets, or to cause it to create any commercial impres- 
sion whatsoever. 

As was stated in the original decision, the record fails to show that the 
stitched ogee curve creates any commercial impression on the average pur- 
chaser buying waistband overalls in the usual retail outlets under ordi- 
nary conditions and circumstances of trade; and evidence of mere recogni- 
tion of such a decorative feature as is presented by a small segment of 
purchasers who, by reason of their profession, are likely to have an extra- 
consciousness of the various features of waistband overalls, including the 
stitching on the hip pockets, is insufficient to overcome the conclusion 
heretofore reached. 

The petition is denied. 


EX PARTE E. J. BRACH & SONS 


Commissioner of Patents — January 29, 1957 


REGISTRABILITY—SYMBOLS 
Applicant seeks to register the outline of a decorative panel as shown, upon 
which applicant displays its trademark BRACH’s. Mere background display of a 
mark is not registrable apart from the dominating word mark except where 
secondary meaning is shown. Here the subject matter is only a component of 
applicant’s composite mark and is therefore unregistrable. 


Application for trademark registration by FE. J. Brach & Sons, Serial 
No. 663,770 filed April 2, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Cromwell, Greist & Warden, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register the outline of a decorative 
panel which forms the setting upon which applicant’s trademark BRacuH’s 
is displayed as follows: 








vt 
es 
bo 
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The goods are identified as candy, and use since February 11, 1953, is 
asserted. 

Registration has been refused on the ground that the subject matter 
of the application is, in the absence of evidence to the contrary, incapable 
of distinguishing applicant’s goods, being merely a nondistinctive frame 
or background design for the word BRAcH’s and, at most, only a portion 
of the mark being used. 

Applicant has appealed. 

Applicant owns registrations of the word mark BRACH’s' alone and 
of BRACH’s displayed on the panel presented here.’ 

A substantial number of advertisements of applicant’s candy has 
been submitted, but in all of them the word mark alone and the word 
mark on the panel are shown. The background panel sometimes is shown 
in red, sometimes in blue, and, in the black and white advertisements, in 
black. At no time does it appear without the word mark BRACH’s. 

Generally speaking, mere background display of a mark is not regis- 
trable apart from the dominating word mark, except in those cases where 
secondary meaning is shown. The subject matter of the present application 
shows only the outline of the background display or setting for the word 
mark BRACH’s, the word mark being a dominant and integral part of the 
mark. 

The commercial impression created by a mark is created by the mark 
as a whole, and the background component of the whole mark which is 
never seen by purchasers, except with the word mark BRACH’s appearing 
thereon, creates no real commercial impression. The subject matter of the 
application is only a component of applicant’s composite mark and is 
therefore unregistrable. See: In re Hillerich & Bradsby Co., 97 USPQ 
451 (48 TMR 967) (CCPA, 1953); Ez parte Valley Paper Co., 98 USPQ 
286 (44 TMR 93) (Com’r, 1953); Tea Garden Products Co. v. Chin & 
Lee Co., Inc., 104 USPQ 405 (45 TMR 475) (Com’r, 1955); Ex parte 
Marcalus Mfg. Co., Inc., 107 USPQ 154 (46 TMR 211) (Com’r, 1955); 
and Ex parte Booth Bottling Co., 110 USPQ 240 (46 TMR 1266) (Com’r, 
1956). 

Applicant seems to believe that the subject matter of this application 
is comparable to that presented in Ex parte Dole Refrigerating Company, 
111 USPQ 282 (47 TMR 256) (Com’r, 1956), but the facts surrounding 
the use of the mark in that case and those surrounding the subject matter 
of this case are strikingly different. In the cited case, the mark was not 
a background setting, but it was a quadrilateral with arcuate sides used 
as a “house symbol” on applicant’s various products as a border display 
for numerous trademarks for its specific items. The quadrilateral was 
the single symbol which was used and promoted as an identification of 
all of applicant’s products irrespective of the various specific marks used 


1. Reg. No. 516,342, issued Oct. 18, 1949. 
2. Reg. No. 581,109, issued Oct. 13, 1953. 
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on particular items. There are no such facts here. This applicant uses 
the subject matter of the application only as the background setting for 
its word mark Bracu’s. The facts are exactly comparable to those in the 
cases cited in the preceding paragraph. 

The decision of the Examiner of Trademarks is affirmed, and registra- 
tion is refused. 


EX PARTE FLORIDA SPEAKS CORPORATION 


Commissioner of Patents — January 29, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register the phrase SUNRISE MAGAZINE OF SOUTHERN LIVING 
as shown and registration has been refused on the basis of the mark SUNRISE 
previously registered for a nonsectarian, nonpolitical monthly publication. Appli- 
cant previously registered FLORIDA SPEAKS and SUNRISE and argues that it is 
entitled to the registration applied for because of its previous registration con- 
taining SUNRISE as “the dominant feature’ but the record shows that SUNRISE is 
dominated by the words FLORIDA SPEAKS. While the contents of the magazine 
involved may be different the public purchases the magazine by the title and 
therefore confusion is deemed likely and the action of the Examiner in refusing 
registration is affirmed. 


Application for trademark registration by Florida Speaks Corporation, 
Serial No. 698,346 filed November 16, 1955. Applicant appeals-from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Alexander & Dowell, of Washington, D.C., for applicant. 


LeEeEpDs, Assistant Commissioner. 
Application has been filed to register as a trademark for a magazine 


the following: 
\ 


maeatineg oF SOUTHERN LIVING 


Use since November 1, 1955 is asserted. 

Registration has been refused on the ground that applicant’s mark 
so resembles SUNRISE, previously registered for a nonsectarian, nonpolitical 
monthly publication advocating universal brotherhood,’ as to be likely, 
when applied to a magazine, to cause confusion, mistake or deception 
of purchasers. 

Applicant has appealed. 


1. Reg. No. 578,802, issued Aug. 18, 1953. 
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Applicant owns a registration of 


FLORIDA SPEAKS 
and SUNRISE 


for magazines,? and it contends that it is entitled to the registration 
sought here because of its earlier registration of a mark which shows 
SUNRISE as “the dominant feature.” It is apparent from an examination 
of the mark used on the specimens submitted with the application which 
matured into the registration that the words FLORIDA SPEAKS dominate 
SUNRISE both in position and size of lettering. Applicant’s prior registra- 
tion, therefore, does not improve its position so far as registrability on 
the present application is concerned. 

Applicant further contends that the mark which it seeks to register 
is SUNRISE MAGAZINE OF SOUTHERN LIVING, but it is apparent from an 
examination of the mark used on the specimens submitted with the 
application that MAGAZINE OF SOUTHERN LIVING is merely an explanatory 
subtitle which is not likely to be either recognized or considered by pur- 
chasers as a part of the title trademark for the magazine. 

At the argument on appeal, applicant’s attorney advanced the some- 
what novel theory that the contents of its SUNRISE magazine and those of 
the registrant’s magazine are different. There is unquestionably a dif- 
ference, but in buying magazines the reading public buys by title; and 
when two magazines are sold under the same title trademark SUNRISE, it is 
inevitable that some purchasers will be confused and mistaken—purchas- 
ing one magazine when the other was intended. 

The Examiner of Trademarks correctly held that applicant’s mark so 
resembles the previously registered mark as to be likely, when applied 
to its goods, to cause confusion or mistake of purchasers; and his decision 
is affirmed. 

In view of the conclusion reached it is unnecessary to decide whether 
or not the examiner was correct in requiring deletion of the explanatory 
subtitle on the ground that it forms no part of the mark. 


EX PARTE THE JOSEPH & FEISS COMPANY 


Commissioner of Patents — January 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application to register DURO-VELOUR for men’s suits and overcoats and regis- 
tration has been refused by Examiner on the ground that the mark merely refers 
to a fabric rather than to the articles of apparel. Since the specimen labels show 
DURO-VELOUR above “Fabric by Worumbo Tailored by Joseph & Feiss” and it is 
apparent that DURO-vVELOUR refers to the apparel made from the Worumbo fabric. 
It is therefore used as a trademark, and is registrahle. 


2. Reg. No. 621,352, issued Feb. 14, 1956. 
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Application for trademark registration by The Joseph & Feiss Com- 
pany, Serial No. 661,709 filed February 26, 1954. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Ely, Frye & Hamilton and Ely, Pearne & Gordon, of Cleveland, Ohio, 
for applicant. 







LEEDs, Assistant Commissioner. 





An application has been filed to register pURO-vVELOUR for men’s suits, 
topcoats, overcoats, sport coats and slacks, use since March 1, 1949 being 
asserted. 

Registration has been refused on the ground that applicant’s mark, 
as used on the labels, merely refers to a fabric rather than to the articles 
of apparel listed in the application. 

Applicant has appealed. 

The specimens submitted with the application are fabric apparel 
labels showing: 












“DURO-VELOUR 
Fabric By 
i Worumbo 
Tailored By 
Joseph & Feiss” 












Although it is not clear from the official actions of the examiner that 
the presence of the word VELOUR in the mark led him to the conclusion 
reached, no other support for the conclusion appears. The specimen label 
is an ordinary garment label which features DURO-vELOUR in large red 
letters. The reasonable interpretation of the label is that DURO-vVELOUR 
identifies a suit, topcoat, overcoat, sport coat or slacks made from a 
“Worumbo” fabric tailored by applicant and is used to distinguish men’s 
outer wearing apparel from that tailored and sold by others. 










It is common knowledge that “velours” is the name of a fabric having 
: a pile like velvet; and it is also common knowledge that velours fabrivs 
; are not ordinarily used in making men’s suits, topcoats, sport coats and 





slacks. The presence of VELOUR in the mark DURO-VELOUR might suggest 
. a fabric to some purchasers, but applicant is using the mark as a trademark 
! for its men’s apparel. The manner of use is such as to lead only to the 
{ conclusion that the mark has been adopted by applicant and used to 
: identify its men’s apparel and distinguish such apparel from that made 
{ and sold by others. It is, therefore, a trademark for such apparel. 
The decision of the Examiner of Trademarks is reversed, and ap- 
plicant’s mark should be published in accordance with Section 12(a). 
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EX PARTE THE SINGER MANUFACTURING COMPANY 


Commissioner of Patents — January 29, 1957 


REGISTRABILITY—SyYMBOLS 

Applicant seeks to register a composite design consisting of two elongated 
parallel panels as shown. The design is used on the base of applicant’s sewing 
machines, usually in combination with the letter “S” or the mark SINGER. Registra- 
bility under the act requires that the mark or symbol be used to identify and 
distinguish the goods of the manufacturer from those sold by others and it is 
apparent that it is the mark SINGER or “S” which applicant uses to identify its 
goods. Therefore the symbol is used as decoration rather than identification and 
is unregistrable. 


Application for trademark registration by The Singer Manufacturing 
Company, Serial No. 671,534 filed August 11, 1954. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Joel G. Stanford and Chester A. Williams, Jr., of Elizabeth, New Jersey, 
and Marshall J. Breen, of Union, New Jersey, for applicant. 


LeeEps, Assistant Commissioner. 
An application has been filed to register the following as a trademark 
for sewing machines: 


SPercerree er eae ee 


“= 
avenieapienieeliaiitiannsiati 


The word description of the mark offered by applicant is, “a composite 
design including two elongated substantially parallel panels confining 
therebetween a panel in the form of a hollow square having two short 
straight panels extending in opposite directions from each of a pair of 
opposite corners of the hollow square, with each of such panels being 
formed by two interdigitating rows of triangular figures with such 
rows being separated by a zigzag line.”’ Use since 1952 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application is likely to be regarded by purchasers as mere ornamenta- 
tion and does not appear to identify applicant’s goods and distinguish 
them from those of others. 

Applicant has appealed. 

The facts presented are peculiar in nature in that applicant uses 
as a decoration on the base of its sewing machines the somewhat geometric 
border and center design presented, with the letter “S” in the center. 
Also on the machines there appear as trademarks sincer, “S,” and the 
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well-known medallion plate, as well as the tradename sINGER MANU- 
FACTURING CO. 

Applicant has reproduced the geometric border and center design, 
omitting the “S,” on 1-3/4 by 3 inch paper labels which, according to the 
record, are pasted on cartons containing the sewing machines prior to 
shipment. Copies of these labels are the specimens submitted with the 
application. 

Applicant contends that it has met all requirements of the statute 
and is entitled to the registration sought. It is true that applicant has 
had small labels printed showing the design and nothing else, it has 
affixed such labels to the cartons containing the sewing machines, and 
it has shipped the machines so packaged in interstate commerce. Require- 
ments as to “use” have been met, but the more fundamental question 
is whether or not that which has been used is a trademark. 

A trademark is, according to the statute, a word, name, symbol or 
device, or any combination thereof adopted and used by a manufacturer 
; or merchant to identify his goods and distinguish them from those manu- 
factured or sold by others. As was said by the Court in Columbia Mill 
Company v. Alcorn, 150 U.S. 460 (S. Ct., 1893): 





CS Mb lata AUR Tee Re Repel «Are alan eey 






“That to acquire the right to the exclusive use of a name, device 
or symbol, as a trademark tt must appear that it was adopted for 
the purpose of identifying the origin or ownership of the article to 
which it is attached, or that such trademark must point. distinctly, 

; either by itself or by association, to the origin, manufacture or owner- 

a ship of the article on which it is stamped. Jt must be designed as 

its primary object and purpose to indicate the owner or producer 

: of the commodity and to distinguish from like articles manufactured 

by others.” (Emphasis added.) 








There is no question but that this applicant adopted singer, “S” and 
the medallion for the purpose of identifying its sewing machines and 
distinguishing them from those of others, and their primary object and 
purpose is to indicate the origin of the machines and distinguish them 
from like products of others. 

There is likewise no question but that applicant adopted the design 
presented here as a decoration or ornamentation for the base of its 
machines in accordance with the practice common to the sewing machine 
manufacturing industry. In view of such common practice, it is apparent 
that the design was adopted with the primary object and purpose of 
decorating the machine rather than to indicate applicant as the producer 
and to distinguish its sewing machines from those of others. The fact that 
the design may differ in actual display—though not in placement on the 
base of the machine—from decorative designs used by other sewing ma- 
chine manufacturers, and the fact that it has been reproduced on small 
paper labels which are pasted on cartons containing the machines do not 
elevate the design to the stature of a trademark. 
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It is common knowledge that purchasers of sewing machines do not 
buy them by the decoration on the base; and when it is common practice 
in the industry to decorate the base of machines and to mark, advertise 
and promote their sale by word, monogram and symbol marks (such us 
applicant’s sINcER, “S” and medallion plate marks), purchasers are not 
likely to notice what the design is, or even whether or not there is a 
design on the base. 

The decoration on the base of applicant’s machines makes no com- 
mercial impression under the circumstances here present; and the tiny 
reproduction of the decoration on a small white gummed label pasted 
on the carton can hardly make a commercial impression, particularly 
where, as here, the purchaser is not apt to see it until the machine which 
he (or she) selects is delivered in the carton. 

The subject matter of the application is not a trademark, and it is 
therefore unregistrable. 

The decision of the Examiner of Trademarks is affirmed for the 


reasons herein stated. 





EX PARTE HELENE CURTIS INDUSTRIES, INC. 
Commissioner of Patents — January 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register FESTIVAL for cold waving lotion for use by pro- 
fessionals and registration is refused on the basis of the identical mark previously 
registered for perfume, toilet water and cosmetic items. While the marks are 
identical, the goods are sold through different channels to different customers, and 
therefore confusion is deemed unlikely since there is no opportunity for confusion. 
The registration will be limited to a cold wave lotion suitable only for professional 


use in beauty parlors. 


Application for trademark registration by Helene Curtis Industries, 
Inc., Serial No. 631,159 filed June 13, 1952. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 


Maurice 8. Cayne and Martin G. Retffin, of Chicago, Illinois, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register restivaL for a cold waving 
lotion suitable only for professional use in beauty parlors, use since 
June 10, 1952 being asserted. 

Registration has been refused on the ground that applicant’s mark 
so resembles the mark FESTIVAL previously registered for perfume, toilet 
water and cosmetic items as to be likely, when applied to a professional 
cold waving lotion, to cause confusion, mistake or deception of purchasers. 


1. Reg. No. 199,726, issued June 16, 1925 for perfume, toilet water, vegetal, eau de 
cologne, sachet, dusting powder, talcum powder, face powder, brilliantine, bath salts, 
cold cream, rouge and skin lotion, renewed and published in accordance with Sec. 12(c) 


on Sept. 21, 1948. 
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EX PARTE HELENE CURTIS INDUSTRIES 


Applicant has appealed. 
The marks involved are, for all practical purposes, the same. The 
goods may be considered to fall in the same general category, but they 
are specifically different in nature, in intended use, and in their channels 
of distribution. 

Applicant’s product is a cold waving solution suitable only for sale 
to and use by professional beauticians in beauty salons and is not for 
resale to customers. Registrant’s products are retail consumer items sold 
over the counter to the general public. Thus it is apparent that the 
average purchasers of the respective products are not the same. 

The rationale set out in American Safety Razor Corp. v. W. G. 
Sheldon, 70 USPQ 243, 244 (Com’r, 1946), is applicable here: 


“Were applicant’s permanent wave kit suitable for home use, 
there might be some possibility that its sale under a trademark iden- 
tical with opposer’s mark would lead to confusion. But that question 
need not be decided, because the evidence is quite conclusive that the 
kit requires expert manipulation and would be useless in the hands 
of an amateur. Accordingly, it is sold only to so-called beauty parlors, 
and is not available to the general public. * * * As the goods of the 
parties do not reach the same class of purchasers, there would thus 
be no opportunity for confusion even were they [the goods] descrip- 
tively similar. McKesson & Robbins v. Abbott Laboratories, 556 O.G. 
740, 59 USPQ 233 (34 TMR 31).” 


In commenting on applicant’s reliance upon the case just cited, the 
examiner stated, “this case is not considered pertinent for the reason the 
goods in question were not so related as are those in the present case. 
Unlike the situation in the American Safety Razor Corp. case, the goods 
of the applicant and those of the registrant are, for the most part, cosmetic 
items which would, or may, be sold to the same class of purchasers.” 
This statement overlooks the uncontradicted fact that the products are not 
sold to the same class of purchasers and there will therefore not be any 
opportunity for confusion. 

The examiner also stated that “producers of applicant’s cold waving 
solutions for professional use would also be likely to produce such goods 
for home use.” This statement is contrary to the record and contrary 
to fact. It is common knowledge, and the record shows, that producers 
of permanent wave solutions for professional use do not manufacture 
or sell such products for home use. 

The examiner also stated during prosecution of the application that 
“trade practices are subject to change” and “trade practice shifts are not 
necessarily a remote possibility. One has merely to note what has hap- 
pened in this very field with respect to the marketing of home permanent 
kits. Customers are exhorted to give themselves what is purported to 
be something akin to a professional hairdo in their own homes.” These 
statements overlook the economies of the situation. It is common knowledge 
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that the home permanent is the arch rival of the beauty salon, and a 
manufacturer of permanent wave solutions for sale to and use by pro- 
fessionals in beauty salons would commit economic suicide by alienating 
his professional customers if he commenced the manufacture and sale of 
permanent wave preparations for non-professional home use. 

It is noted that a registration which issues on the present application 
will be limited to a cold waving lotion suitable only for professional use 
in beauty parlors. See: McKesson & Robbins, Inc. v. Abbott Laboratories, 
59 USPQ 233 (34 TMR 31) (Com’r, 1943), and American Safety Razor 
Corp. v. W. G. Sheldon, cited above. 

Under the facts and circumstances of this case, it is concluded that 
applicant’s mark, when applied to its goods, is not likely to lead to confu- 
sion, mistake or deception of purchasers—indeed, no opportunity for 
confusion is present. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with section 12(a). 





EX PARTE PFAFF AND KENDALL 


Commissioner of Patents — January 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register LUXaire for electrical fluorescent light fixtures for 
outdoor illumination and registration is opposed by the registrant of Lux for 
chandeliers and electric brackets. The evidence shows that applicant’s goods are 
sold to municipalities and parking lots whereas registrant’s products are decorators’ 
products sold for indoor use. Since the marks are used on different types of goods 
and moved through different channels, confusion is deemed unlikely. 


REGISTRATION PROCEDURE—APPLICATION 
Applicant refers to labels but submits only an advertising brochure and tear 
sheets which are insufficient. Applicant is required to submit proper samples of 
the label or to amend its application as to the manner of use. 


Application for trademark registration by Pfaff and Kendall, Serial 
No. 6,633 filed April 18, 1956. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Reversed. 


Harry Sommers, of Newark, New Jersey, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register Luxaire for electrical 
fluorescent light fixtures for outdoor illumination, use since January 5, 
1956 being asserted. 

Registration has been refused on the ground that applicant’s mark 
so resembles the mark LUX, previously registered for chandeliers, brackets 
and pedestals for holding and supporting gas and electric lights,’ as to 


1. Reg. No. 98,662, issued July 28, 1914, renewed twice. 
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be likely, when applied to its goods, to cause confusion, mistake or decep- 
tion of purchasers. 

Applicant has appealed. 

, It appears from the record that applicant manufactures outdoor 
: fluorescent lighting equipment, for street and area lighting, and it has 
5 adopted the word LUxaire as its trademark for such equipment. Ap- 
plicant’s goods are of a type which would ordinarily be sold to municipali- 
ties for street, park and playground lighting, to highway departments 
for highway and bridge lighting, to commercial operators of stores, service 
stations, parking lots and similar outdoor areas which may be lighted at 
night. 

Registrant’s name is Holophane Company, Inc., formerly Holophane 
Glass Co., and its goods are chandeliers, brackets and pedestals for 
holding lights. These items are presumably decorators’ items sold to 
decorators and householders for interior decoration purposes. 

It appears, therefore, that the products of applicant and those of 
registrant move in different channels of trade to different classes of 
purchasers. It is not seen how, on the basis of the present record, there 
would be any opportunity for confusion or mistake of purchasers. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a), but only 
after adequate specimens are submitted. The application recites that 
“the mark is used by being secured to goods or packages containing the 
same by being printed on, or label attached thereto,” whereas, the only 
specimens in the record are an advertising brochure and four tear sheets 
of the front page of an advertising brochure. Applicant is allowed thirty 
days from this date within which to submit specimens of the nature 
referred to in the application or to amend its application to recite the 
manner of use and support such recitation by specimens. 


EX PARTE BROWN & BIGELOW 


Commissioner of Patents — January 31, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register REMEMBRANCE ADVERTISING displayed in script above 
a drawing of a hand with the index finger extended, for calendars, art pictures 
and etchings, the word “advertising” being disclaimed. The examiner refused regis- 
tration on the basis of a prior judicial decision holding REMEMBRANCE ADVERTISING 
to be descriptive and required either a complete disclaimer or registration on the 
basis of secondary meaning. Applicant has many registrations of REMEMBRANCE 
acquired since 1921 in connection with its advertising specialties. Determination 
of descriptiveness of mark to the public is not necessary since applicant does not 
sell or advertise its products to the public but to the advertising specialty trade. 
Therefore the mark is not deemed to be merely descriptive of the goods and regis- 
tration will be permitted. 
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Application for trademark registration by Brown & Bigelow, Serial 
No. 669,597 filed July 8, 1954. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Reversed. 


Vernon D. Froistad, of St. Paul, Minnesota, for applicant. 


LEEDS, Assistant Commissioner. 


An application has been filed to register the words REMEMBRANCE 
ADVERTISING, displayed in an irregular script above a stylized drawing of a 
hand with the index finger extended, for calendars, picture mailing cards, 
greeting cards, art prints, etchings, and watercolor prints. Use since 
February 3, 1954 is asserted; and the word ADVERTISING is disclaimed. 

The Examiner of Trademarks held the words REMEMBRANCE ADVERTIS- 
ING to be unregistrable, basing the holding on the decision of the Court in 
Brown & Bigelow v. Remembrance Advertising Products, Inc., 92 USPQ 
443 (42 TMR 312) (N.Y.S. Ct., App. Div., 1952), and required either 
disclaimer of the words or, in the alternative, amendment to seek registra- 
tion of the words on the basis of secondary meaning. Upon applicant’s 
failure to comply with either requirement, the refusal to register was made 
final, and applicant has appealed. 

Applicant is, and has been for many years, engaged in the manufacture 
and sale of advertising specialties, such as those identified in the applica- 
tion. These advertising specialties are prepared by applicant with the 
trademarks and names of its customers for distribution by such customers 
as gifts to the general public. More than thirty years ago applicant 
adopted REMEMBRANCE as its trademark for its advertising specialties, 
and it has, since then used REMEMBRANCE and REMEMBRANCE ADVERTISING 
to identify its products and services. It has, from 1921 to 1956, obtained 
fourteen registrations showing REMEMBRANCE Or REMEMBRANCE ADVERTIS- 
ING.” } 





1. Reg. No. 147,758, REMEMBRANCE ADVERTISING for calendars and greeting cards, 
issued Nov. 1, 1921, renewed, and published in accordance with Sec. 12(c) on Feb. 17, 
1948; Reg. No. 239,599, REMEMBRANCE for playing cards, renewed and published in 
accordance with Sec. 12(c) on Apr. 20, 1948; Reg. No. 283,431, REMEMBRANCE for 
etchings, greeting cards and watercolor prints, issued May 26, 1931, renewed and 
published in accordance with Sec. 12(c) on Feb. 24, 1948; Reg. No. 412 238, REMEM- 
BRANCE ADVERTISING for blotters, pencils and memo pads, issued Feb. 27, 1945; Reg. 
No. 515,522, REMEMBRANCE ADVERTISING for portfolios, wallets and brief cases, issued 
Sept. 27, 1949; Reg. No. 565,878, REMEMBRANCE for memo pads, pencils, pens, tele- 
phone indexes, calendars, letter openers, paper clips, clip pads and paper weights, issued 
Oct. 28, 1952; Reg. No. 570,767, REMEMBRANCE for clocks, issued Feb. 17, 1953; Reg. 
No. 585,606, REMEMBRANCE for pocket and household knives, issued Feb. 16, 1954; 
Reg. No. 585,614, REMEMBRANCE for sleet scrapers, bottle openers, combination spoon 
and bottle openers and gripping spoons, issued Feb. 16, 1954; Reg. No. 589,530, 
REMEMBRANCE for billfolds, portfolios, comb and key cases, wallets, coin purses, and 
eases for playing cards, issued May 11, 1954; Reg. No. 598075, REMEMBRANCE for 
cigarette lighters, issued Nov. 16, 1954; Reg. No. 598,493, REMEMBRANCE for rulers, 
measuring spoons, thermometers and barometers, issued Nov. 23, 1954; Reg. No. 608,260, 
REMEMBRANCE for combination spoon and bottle openers, and scissors, issued July 5, 
1955; and Reg. No. 628,438, REMEMBRANCE for consultation services rendered for clients 
in the formulation, design and planning of advertising programs which utilize specialty 
products, issued June 5, 1956. 
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In the New York case relied upon by the examiner the following 
quotations contain a summary of the Court’s findings, 92 USPQ at 443, 
444, 445 (42 TMR 312): 


“These advertising products are distributed by customers of 
plantiff as gifts to the general public. In this manner the customer’s 
products are brought to the attention of the public, and advertised 
and remembered by those whose trade the customer solicited. In 
connection with their business, plaintiff for many years has used 
exclusively the words REMEMBRANCE and REMEMBRANCE ADVERTISING 
as its trademark.” 

* * * & «x 

“There is no right to the exclusive use of a name as a trademark, 
whether at common law or by statute, which is a common term descrip- 
tive of the product rather than fanciful, arbitrary or suggestive. <Ac- 
cordingly, it would seem clear that the plaintiff has no exclusive right 
to the use of the term ‘Remembrance Advertising’ as a _ trade- 
name whether under the common law or under the Federal statutes 
relating to the registration of trademarks.” 

+ a * * * 

“The learned Official Referee has found that those words or 
terms did not acquire such a secondary meaning, and we are not 
inclined to disagree with that holding. Although the question is not 
free from doubt we believe that the record sustains the finding that 
the plaintiff has failed to show that the primary significance of the 
terms REMEMBRANCE and REMEMBRANCE ADVERTISING, in the minds of 
the public is not the producer but the proauct, or a specific line of 


business.” 
* . *" * cs 


“We conclude therefore that the defendant should be enjoined 
from using, in such manner [displaying REMEMBRANCE ADVERTISING 
so as to minimize the significance of the added words ‘Products, Inc.’], 
the words in controversy, in its name and on the products which it 
sells or deals with. It should be required, moreover, to employ in its 
corporate name and in its advertising material, along with the words 
REMEMBRANCE and REMEMBRANCE ADVERTISING, language clearly dis- 
tinguishing its products from those of the plaintiff, Brown & Bigelow.” 


The record in that case is not before us, but it seems, from a careful 
reading of the decision, that the Court was considering what the words 
REMEMBRANCE ADVERTISING meant to the public; and that so far as the 
applicant’s advertising specialties advertise the products of applicant’s 
customers and the public will remember such products, REMEMBRANCE 
ADVERTISING is descriptive; and that the primary significance of the terms 
REMEMBRANCE and REMEMBRANCE ADVERTISING in the minds of the public 
is the product or a specific line of business. 

We are not here concerned with the significance to the public of 
REMEMBRANCE ADVERTISING, since applicant does not sell its products to the 
public, nor does it advertise or promote the sale of its advertising special- 
ties in media directed to the general public. The public is not the “pur- 
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chaser” of applicant’s products, and on the record here it is doubtful that 
REMEMBRANCE ADVERTISING has any real significance to the public. Applicant 
advertises, promotes the sale of, and sells its advertising specialties to in- 
dustrial and commercial operators who utilize them to advertise and pro- 
mote the sale of their own products. 

Giving due consideration to the type of class of purchasers of ap- 
plicant’s goods, and the nature of the mark when applied to the goods, 
no support is found for holding the mark to be merely decriptive within 
the meaning of Section 2(e) of the statute. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 














THE SOUTHERN COTTON OIL COMPANY v. STOUT, 
doing business as BALTIC MILLS 


No. 32,943 — Commissioner of Patents — January 31, 1957 










REGISTRABILITY—EVIDENCE 
Application to register SNOW DRIFT for wheat flour asserting use since 1873 

which is opposed by the registrant of sNowbDrIFT for cotton seed oils and vegetable 
shortening. The marks being identical and the products so related in use, promo- 
tion and sales, confusion would be inevitable unless applicant has acquired rights 

by its long use. Applicant had previously applied to register other marks and in 
testimony involving its mark no mention was made of SNOW DRIFT. While testimony 

in other proceedings is not evidence it can be used for admissions against interest. 
The record does not support applicant’s claim of use since it rests solely on appli- 
eant’s uncorroborated statement. Presumption is that applicant has made the best 
showing possible in proving use and since applicant has failed to establish long 
use, confusion is deemed likely and the opposition is sustained. 


















Opposition proceeding by The Southern Cotton Oil Company v. C. 8. 
Stout, doing business as Baltic Mills, application Serial No. 576,079 filed 
March 25, 1949. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining opposition. Affirmed. 









Church & Church, of Washington, D.C., for opposer-appellee. 
William A. LePore and Herbert J. Jacobi, of Washington, D.C., for 
applicant-appellant. 







LeeEps, Assistant Commissioner. 
An application has been filed to register sNow prirt for wheat flour,? 
use since 1873 being asserted. 








1. The mark was originally published for opposition purposes on Nov. 13, 1951 
subject to interference with four registrations owned by General Mills, Inc. On 
Dec. 5, 1951 applicant requested that the interference not be instituted because it had 
been decided that 4 pong would seek concurrent registration. New papers were filed 
on June 6, 1952, and on June 26, 1953 a stipulation was filed requesting that appli- 
cant’s registration be issued for the southeastern States set forth in the concurrent 
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Registration has been opposed by the registrant of sNowprirr for 
cotton seed oils? and for vegetable shortening.® 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The marks are, in legal contemplation, identical; and the products 
are so related in use, promotion and sale and so associated in the public 
mind that if sold under the same mark, purchasers would be likely to 
attribute common origin or sponsorship to them. The only question, then, 
is whether or not applicant has, as a result of long and continuous use of 
the SNOW DRIFT mark on flour, acquired rights recognizable by Federal 
registration. 

Opposer’s record shows that it filed an application on September 26, 
1907 to register sNowpriFrr for cottonseed oils; it filed an application on 
November 22, 1918 and another on October 30, 1919 to register SNOWDRIFT 
for shortening; SNOwpDRIFT shortening is marketed by opposer’s wholly- 
owned subsidiary; and the product has been and is widely advertised 
throughout the United States in newspapers and women’s magazines. 

Applicant testified in his own behalf, and certain exhibits and records 
were introduced in evidence, some of which are incompetent and others 
of which may be considered only as admissions against interest. 

It appears from the records of the Patent Office that on November 5, 
1922 an instrument was executed by the trustees of the dissolved corpora- 
tion known as “Regina Flour Mill Company” transferring to the Wash- 
ington Flour Mill Company, a corporation, the trademarks ULTIMATE 
(Reg. No. 60,113), wire smiK (Reg. No. 66,789), RED LION (Reg. No. 
103,914), ANGELIC (Reg. No. 105,396), rosz HILL (Reg. No. 102,587), BLuE 
RIBBON (Reg. No. 66,788), TUBEROSE (Reg. No. 60,114), rEarna (Reg. No. 
101,530) and “all other brands adopted and used by the Regina Flour 
Mill Company and its predecessor, Fusz & Backer.” 

On May 25, 1926 an instrument was executed on behalf of Washington 
Flour Mill Company transferring to this applicant the trademarks recited 
in the previous instrument and identified by the Federal registration 
numbers set out therein, together with “all other brands adopted and 
used by the Washington Flour Mill Company, a corporation, and its 
predecessors, first Fusz & Backer and then Regina Flour Mill Company, 
a corporation.” 

There are in evidence price lists of Fusz & Backer dated weekly 
from April 1, 1873 to September 16, 1873, and a copy of a market release 





use application and that registrant’s registrations be restricted to exclude those States. 
The Examiner of Interferences then recommended that in event of ultimate issuance of 
applicant’s registration, following possible opposition proceedings, the registrant’s regis- 
trations be so restricted. Applicant’s mark was again published for opposition purposes 
on Sept. 1, 1953, and this opposition was filed. 

2. Reg. No. 69,714, issued June 30, 1908, renewed twice and published in accord- 
ance with Sec. 12(c) on Aug. 17, 1948. 

3. Reg. No. 127,143, issued Oct. 21, 1919, renewed and published in accordance 
with See. 12(c) on May 11, 1948; and Reg. No. 136,636, issued Nov. 2, 1920, renewed 
and published in accordance with Sec. 12(c) on May 11, 1948. 





























































THE TRADEMARK REPORTER Vol. 47 T. M.R. 





546 


dated July 6, 1897 on the letterhead of Regina Flour Mill Co., all of which 
indicate that sNow prirt flour was being offered for sale by these entities 
at those times. 

A memorandum on a letterhead of Washington Flour Mill Company, 
dated May 13, 1926 but unaddressed, indicates that of some two hundred 
thousand labels on hand, one thousand showed sNow DRIFT, and one of the 
SNOW DRIFT labels was being mailed to someone, possibly applicant. 

In 1929 and 1930, applicant filed applications to register TUBEROSE,* 
ULTIMATE,® ANGELIC,® REGINA,’ WHITE SILK® and BLUE RIBBON,” all for flour. 
There is no explanation as to why no application was filed to register 
SNOW DRIFT. The application to register WHITE SILK became involved in 
Interference No. 1,743, and the application to register BLUE RIBBON became 
involved in Opposition No. 10,257. In the present case applicant offered 
the testimony taken in his behalf in the two earlier cases, and while such 
testimony is not evidence on behalf of applicant here, it can be looked 
to for admissions against interest. The testimony of the same three wit- 
nesses was taken in 1930 in each of the cases—about four years after 
applicant succeeded to the business of Washington Flour Mill Company. 
Each of the witnesses mentioned TUBEROSE, REGINA, WHITE SILK, BLUE 
RIBBON, JERSEY QUEEN, ULTIMATE, ROSE HILL, WHITE FROST, RIALTO and 
SECURITY as marks being used on flour. Only one witness, when pressed 
on cross-examination, remembered that sNow priFT had been used. 

There are in the record three invoices dated in 1940 and one dated 
in 1941 showing three sales of sNow prirt flour by Higginsville Flour 
Mill, Higginsville, Missouri; one invoice dated in 1941 showing a sale of 
SNOW DRIFT PHOS by The Arkansas City Flour Mills, Arkansas City, 
Kansas; and six invoices dated in 1951 showing sales of sNow priFt flour 
by Dixie-Portland Flour Co., Chattanooga, Tennessee. The record is silent 
as to the relationship, if any, existing between these flour mills and ap- 
plicant, and it therefore fails to show that such use as may have been 
made by those flour mills inured in any way to applicant’s benefit. In 
any event, so far as the record shows any sales under the mark by anybody, 
a total of less than $7500 worth—an average of about $540 annually— 
was sold between 1940 and 1954. 

There is nothing in the record to show that applicant has ever sold any 
flour under the mark, except for his uncorroborated statement that he was 
“using” the mark at the time he gave his testimony and had “used” it ever 
since he purchased it. Viewing this statement in the light of the entire 
record, it is insufficient to support a finding of trademark use within the 


4. Reg. No. 266,064, issued Jan. 14, 1930, renewed and published in accordance 
with Sec. 12(c) on Jan. 17, 1950. 

5. Reg. No. 266,065, issued Jan. 14, 1930, renewed and published in accordance 
with Sec. 12(c) on Jan. 17, 1950. 

6. Reg. No. 277,719, issued Nov. 25, 1930, renewed. 
7. Reg. No. 278,014, issued Dec. 2, 1930, renewed. 
8. Reg. No. 279,691, issued Jan. 20, 1931, renewed. 
9. Reg. No. 288,327, issued Oct. 27, 1931, renewed. 
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meaning of the statute; and it certainly is insufficient to support a finding 
of continuous use. 

It is presumed that applicant made the best showing possible; and 
upon the facts and circumstances disclosed in the record, it is held that 
applicant’s mark so resembles opposer’s previously registered mark as to 
be likely, when applied to applicant’s goods, to cause confusion or mistake 
of purchasers; and it is further held that there has not been such use of 
the mark by applicant as to entitle him to any equitable rights recognizable 
by registration. 

The opposition is sustained; registration to applicant is refused; and 
the decision of the Examiner of Interferences is affirmed. 


THE BARR RUBBER PRODUCTS COMPANY v. 
BAXTER RUBBER COMPANY 


No. 32,811 —- Commissioner of Patents — February 1, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register BARUCO in a design for rubber hoses and diaphragms 
and registration is opposed by registrant of BARR for toys made wholly or partially 
of rubber. The record shows that opposer has used BARR on rubber balloons since 
1920 and BARRCO as a cable address since 1923. The record fails to establish use 
of the word BARCO as a trade name or contraction of opposer’s corporate name. 
Use of the word as a cable address is not sufficient and therefore confusion between 
BARUCO and BARRCO is not deemed likely nor is confusion likely between BARUCO 
and BARR. 


Opposition proceeding by The Barr Rubber Products Company v. 
Baxter Rubber Company, application Serial No. 639,101 filed December 6, 
1952. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Ely, Frye & Hamilton, of Cleveland, Ohio, for opposer-appellant. 
Harry B. Rook, of Newark, New Jersey, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register BARUcO, enclosed within an 
ellipse, for rubber and synthetic rubber hoses, packings and diaphragms, 
use since 1947 being asserted. 

Registration has been opposed by the registrant of BARR for toys made 
wholly or partially of rubber, latex or plastic.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record consists of a copy of its registration and a stipula- 
tion of facts to which three cxhibits are attached. Applicant’s record 
consists of its application and stipulation of facts with seven exhibits. 

According to the record opposer has used the trademark BARR on 
rubber balloons since 1920, and on other molded rubber products, such 


1. Reg. No. 525,020, issued May 9, 1950. 
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as washing machine parts, packings and like mechanical goods since 1934. 
As early as 1923, opposer employed the name BARRCO as a cable address 
on a price list, and that name has appeared as a cable address on its 
letterheads since at least 1947 and probably much earlier. Since 1934 
opposer has used a shipping label showing: “The Barr Rubber Products 
Co.—Sandusky, Ohio, U.S.A.—World’s Leading Manufacturer of Rubber 
Toys—Made in U.S.A.—Balloons* Balls *—Molded Products” and a 
shield-like symbol upon which is displayed “The Barr Rubber Products 
Co.” 

Applicant has, since 1947 continuously sold under the trademark 
BARUCO various rubber products, including mechanical rubber goods, such 
as hoses, packings, diaphragms, and rubber and rubberized gloves. The 
trademark has always been molded into the products, and it has been 
displayed in applicant’s catalogs, on its letterheads and on business cards. 

Opposer’s position may be summarized as follows: (1) Opposer is 
engaged in foreign, as well as interstate commerce, and in foreign com- 
merce BARRCO identifies opposer and thus meets the statutory definition of 
a tradename; and (2) applicant’s mark BARUCO so resembles applicant’s 
trademark BARR and its tradename BaRRCO as to be likely, when applied 
to applicant’s goods, to cause confusion, mistake or deception of purchasers. 

A word employed as a cable address merely identifies a person for 
purposes of sending a cable. It is not a tradename or commercial name 
within the meaning of the statute, unless it is shown that such word is 
otherwise used as a trade identification of a business entity and is recog- 
nized by others as such an identification. There is no such showing here; 
indeed, there is no evidence which indicates that BAaRRcO has ever been 
employed by anyone in the course of trade, or that BARRCO has been pub- 
licized or otherwise made known to purchasers as a contraction of op- 
poser’s corporate name, or that opposer has ever received a cable addressed 
BARRCO, or that BARRCO is recognized by anyone other than opposer and 
the telegraph and radiograph companies as identifying a business entity. 
The record does not support a finding that applicant’s mark BaRUCO, when 
applied to its goods, is likely to cause confusion or mistake by reason 
of opposer’s employment of BaRRCO as a cable address. 

Opposer contends that applicant’s mark BARUCO incorporates opposer’s 
mark BARR in its entirety, and opposer’s mark is the dominant part of 
applicant’s mark, and therefore confusion is likely. Applicant’s mark has 
no dominant part, being a single word enclosed in an ellipse, and BARUCO 
does not incorporate opposer’s mark in its entirety. The marks BAaRUCO 
and BARR create entirely different commercial impression. The marks do 
not look alike or sound alike. The record will not support a finding of 
likelihood of confusion, mistake or deception of purchasers; and there are 
no other facts presented from which damage to opposer can be inferred. 
The decision of the Examiner of Interferences is affirmed. 



















CPRRE TION AORN 











ba Aes 











































Vol. 47 T.M.R. LEHN & FINK PROD. CORP. v. SHEPARD 549 


LEHN & FINK PRODUCTS CORPORATION v. SHEPARD, 
doing business as SHEPARD'S CHEMICAL WORKS 


No. 32,972 —- Commissioner of Patents — February 1, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Application seeks to register PINESOL for disinfectants and deodorizers and 
registration is opposed by registrant of LysoL used for similar products. The 
record shows prior cancellation proceeding involving same marks between prede- 
cessors of same parties. Since privity of the parties is not questioned and the 
marks and goods involved in the prior proceeding were the same the issue of con- 
fusing similarity is controlled by res judicata and registration is refused on the 
grounds of likelihood of confusion. 


Opposition proceeding by Lehn & Fink Products Corporation v. Mary 
Louise Shepard, doing business as Shepard’s Chemical Works, application 
Serial No. 631,128 filed June 12, 1952. Applicant appeals from decision 
of Examiner of Interferences sustaining opposition. Affirmed. 


Alexander, Maltitz, Derenberg & Daniels, of New York, N.Y., for opposer- 
appellee. 
Strauch, Nolan & Neale, of Washington, D.C., for applicant-appellant. 


LEeEps, Assistant Commissioner. 


An application has been filed to register prneson for disinfectants 
and deodorizers for household and industrial use. Applicant asserts use 
since January 25, 1918. 

Registration has been opposed by the registrant of Lysou for disinfec- 
tants and antiseptics,' and for a list of other items.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer is record owner of the pleaded regis- 
trations, and that Lysol, Incorporated, was a predecessor of opposer. 
The record also shows that applicant is a successor in interest to the 
business and trademarks of Joseph Christopher Shepard. 

On January 19, 1926 Joseph Christopher Shepard obtained under 
the trademark Act of 1905 Reg. No. 209,137, showing prneEsou for dis- 
infectants and deodorizers. 


1. Reg. No. 53,937, issued June 12, 1906 to a predecessor, renewed to a predecessor, 
and renewed a second time to opposer; Reg. No. 128,764, issued Jan. 13, 1920 to a 
predecessor, renewed to opposer. 

2. Reg. No. 224,321, issued Feb. 22, 1927 to a predecessor, renewed to opposer, 
for antiseptic and disinfectant preparations; ointment recommended for skin irritation, 
rashes, itching, stings, insect bites, burns, sunburns, colds in the chest, congestion of 
the respiratory tract, and sore throat; deodorant, insecticides, cattle dip, parasiticide ; 
preparation for soil disinfection and for increasing the yield of plants; and agent in 
cutting oils and greases in engineering and industrial plants; and Reg. No. 381,120, 
issued Sept. 10, 1940, published in accordance with Sec. 12(c) on Mar. 8, 1949, for the 
items theretofore listed in its registrations and numerous pharmaceuticals, soaps, shaving 
creams and cosmetic products. 
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On March 23, 1927 Lysol, Incorporated, filed a petition to cancel 
Reg. No. 209,137 on the ground that petitioner would be injured by the 
registration because the registered mark, when appiied to disinfectants 
and deodorizers, so resembled petitioner’s mark LysoL, previously regis- 
tered for antiseptic and disinfectant preparations, as to be likely to cause 
confusion in trade.* Answer was due on or before June 6, 1927. Succes- 
sive stipulations extending the time for answer were entered into, and 
time for filing answer was ultimately extended to September 17, 1928. 

No answer was filed, and on October 2, a decree pro confesso was 
entered with a limit of appeal set for November 2, 1928. On November 2, 
1928 respondent filed a waiver of his right of appeal, stating that a settle- 
ment of the matter had been reached. On February 25, 1929, an order 
was entered by the Commissioner canceling Reg. No. 209,137. 

There is unquestionably privity of the parties to that proceeding with 
the parties here; and there is no question but that the marks and goods 
involved in the prior proceeding are the same as in the present case. 

Opposer here urges application of the doctrine of res judicata, and 
applicant urges application of the principle of estoppel by acquiescence. 

No matter what our views may be, the matter of applicability of the 
doctrine of res judicata under the facts and circumstances of this case 
seems to have been decided for us in Westgate-Sun Harbor Company v. 
Watson, Commissioner of Patents, 97 USPQ 523 (48 TMR 1064) (C.A. 
D.C., 1953). Although the dissenting opinion in that case is believed to 
represent the more desirable and equitable approach to the applicability 
of the doctrine in these cases where a party in position of plaintiff, after 
having successfully prevented registration of a mark, or canceled a reg- 
istration, on the ground of damage from likelihood of confusion in trade, 
makes no effort thereafter to enjoin use of the mark from which the dam- 
age, if any, really flows, and the party in position of defendant continues 
over a long period of time (in this case, about 25 years) to make the same 
use of the same mark on the same goods, and where the statutory law 
provides for the application of equitable principles in proper cases; never- 
theless, this tribunal is bound by the majority opinion of the Court in 
which an analogous situation was presented. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion and refusing registration on the ground that likelihood of confusion 
of purchasers is res judicata by reason of the decision in the cancellation 
proceeding between parties in privity with the present parties must be 


affirmed. 


3. Canc. No. 1562. 
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ESSO STANDARD OIL COMPANY v. 
BIGELOW-CLARK, INC. 


No. 33,248 —- Commissioner of Patents — February 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR NAMES 
Application to register PARM for antiseptic rubefacient asserting use since 
1953 and registration is opposed by the registrant of PARMO for petrolatum and 
refined oils, which opposer has used since 1920. Since petrolatum is normally sold 
for industrial use and is sold through different trade channels to different customers 
for different uses confusion is not deemed likely. Opposer has not carried the 
burden of its proof and consequently registration of PARM will be permitted. 
REGISTRATION PROCEDURE—APPLICATION—LABELS 
Registration withheld pending submission of actual specimen labels. 


Opposition proceeding by Esso Standard Oil Company v. Bigelow- 
Clark, Inc., application Serial No. 649,684 filed July 2, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for opposer- 
appellant. 
James W. Fitzsimmons, of Poughkeepsie, N.Y., for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register parm for an antiseptic rube- 
facient, use since June of 1953 being asserted. 

Registration has been opposed by the registrant of parmo for petro- 
latum,’ and for refined, semirefined and unrefined oils made from 
petroleum, both with and without admixture of animal, vegetable, or 
mineral oils, for illuminating, burnitg, power, fuel and lubricating pur- 
poses, and lubricating greases.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a stipulation of fact, copies of 
opposer’s registrations, and the involved application. 

The stipulation shows, for purposes of this proceeding, that since 
1920 opposer and its predecessors have used PARMO as a trademark for 
liquid and semiliquid petrolatum and oils which have been sold throughout 
the United States and in foreign countries; applicant has used its mark 
PARM in connection with an antiseptic rubefacient since June of 1953; 
liquid and/or semiliquid petrolatum is used as an ingredient of rube- 
facients; and the sole question for determination is whether or not PARM, 
when applied to applicant’s rubefacient, so resembles opposer’s previously 


1. Reg. No. 153,870, issued Mar. 28, 1922 to a predecessor, renewed to another 
predecessor, and now owned by opposer. 
2. Reg. No. 261,794, issued Sept. 24, 1929 to a predecessor, renewed to opposer. 
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